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HONG KONG 

ORDINANCE No. 52 OF 1997 

I assent. 

Christopher PAITEN, 
Governor. 

29 May 1997 

An Ordinance to make new provision in respect of patents and related matters 
in substitution for the Registration of Patents Ordinance. 

Enacted by the Governor of Hong Kong, with the advice and consent of 
the Legislative Council thereof. 

PART I 

PRELIMINARY 

1. Short title and commencement 

(\) This Ordinance may be cited as the Patents Ordinance. 
(2) This Ordinance shall come into operation on a day to be appointed 

by the Secretary for Trade and Industry by notice in the Gazette. 

2. Interpretation 

(I) In this Ordinance, unless the context otherwise requires­
"application for a patent" (Wflj(l~ 111 Ml) means an application for a standard 

patent or an application for a short-term patent; 
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"court" UHJ\;) means the High Court of Justice; 
"date of filing" (lUx II JVI)~ 

(a) in relation to a request to record or a request for registration and 
grant, means the date which is the date of filing that request by 
virtue of section 17 or 24 respectively; 

(b) in relation to an application for a standard patent has the 
meaning specified in relation to that term in section 3(ii); 

(e) in relation to a designated patent application, means the date 
specified as such in the designated patent application; 

"employee" (iMifi) means a person who works or (where the employment has 
ceased) worked under a contract of employment (whether with the 
Government or with any other person); 

"employer" (iIiiLt), in relation to an employee, means the person by whom the 
employee is or was employed; 

"exclusive licence" (WIIlH'il'r) means a licence from the proprietor of or 
applicant for a patent conferring on the licensee, or on him and persons 
authorized by him, to the exclusion of all other persons (including the 
proprietor or applicant), any right in respect of the invention to which the 
patent or application for a patent relates, and "exclusive licensee" (WfllH 
iilNHr A) and "non-exclusive licence" UH'lJflHi\l) shall be construed 
accordingly; 

"international application" (~,xHt}.'" ~m) means an international application for a 
patent made under the Patent Cooperation Treaty; 

"International Bureau" (~£IIi~!;ij) means the International Bureau of Intellectual 
Property provided for under the Convention Establishing the World 
Intellectual Property Organization signed at Stockholm on 14 July 1967; 

"law of the designated patent office" UI1;EWf'U;n~,j('(Jil;II') means--
(a) in relation to a designated patent office established under the law 

of any country, territory or area other than Hong Kong, the law 
of that country, territory or area; 

(h) in relation to a designated patent orrice established under an 
international agreement, the provisions of the international 
agreement; 

"mortgage" (ttim) when used as a noun, includes a charge for securing money or 
money's worth and, when used as a verb, shall be construed accordingly; 

"non-prejudicial disclosure" (+HHI/i:ni"(HJ~iI'i\) means, in relation to an 
invention, a disclosure of the invention which is not to be taken into 
consideration for the purposes of determining whether or not the 
invention forms part of the state of the art; 

"opposition or revocation proceedings" (J~Jh~tr&}i'jWfIJl"1il~il!W.Jio;) means, in 
relation to a designated patent, proceedings under the law of the 
designated patent orrice providing for the revocation or amendment of the 
designated patent within a specified period after the grant; 
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"Paris Convention" (n~:l~i~~:J» means the Convention for the Protection of 
Industrial Property signed at Paris on 20 March 1883; 

"Paris Convention country" (~~H~r.(.JN"£l) means~ 
(0) any country for the time being specified in Schedule I as being a 

country which has acceded to the Paris Convention; 
(b) any territory or area subject to the authority or under the 

suzerainty of any country specified in Schedule I pursuant to 
paragraph (a), or any territory or area administered by any such 
country, on behalf of which such country has acceded to the 
Paris Convention; 

"patent application" (Wf'JII'~,'J) has the same meaning as an application for a 
patent; 

"Patent Cooperation Treaty" «(VH'JfHH~r.(.J» means the treaty of that name 
done at Washington on 19 June 1970; 

"patented invelition" (.vf.fIJ~tlljJ) means an invention for which a standard 
patent or. as the case may be, a short-term patent is granted and 
"patented process" (-W..fIJ Hil~) shall be construed accordingly; 

"patented product" (WfIJi"fMl) Illeans---
(a) a product whidl is an invelHion for which a standard patent or a 

short-term patent (as the case may be) has been granted; 
(h) in relation to a process for which a standard patent or a short­

term patent (as the case may be) has been granted. a product 
obtained directly by means of the process or to which the process 
has been applied; 

"prescribed" (f,J'IVl) means prescribed or provided for by rules made under 
section 149; 

"protected layout-design (topography)" ('~(¥~iHI0{lilr.il;i'~ij\ CHit~I®J» has the 
meaning assigned to that term by section 2( I) of the Layout-design 
(Topography) of Integrated Circuits Ordinance (Cap. 445); 

"register" 011111 *~J11111 . ~tllII )---
(a) as a noun, means the register of patents kept under section 51; 

and 
(/1) as a verb. means, in relation to any thing, to register or 

register particulars, or enter notice of that thing in the register 
and, in relation to a person, means to enter his name in the 
register, 

and cognate expressions shall be construed accordingly; 
"Registrar" (J~ hi) means the Registrar of Patents: 
"Registrar of Patents" (WfIJ~i1"II~I~ (~) means the person holding that office 

by virtue of the Director of Intellectual Property (Establishment) 
Ordinance (Cap. 412): 

"registry" (ijtl\lIJ~) means the Patents Registry administered by the 
Registrar; 
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"request for registration and grant" (,illll}~\HltFm'PR) means a request under 
section 23 for the registration of a designated patent and the grant of a 
standard patent for the invention shown in the published specification of 
the designated patent; 

"request to record" (iiGJ.l;;'i,'P!<) means a request under section 15 to record a 
designated patent application; 

"right" (tffl-l"J), in relation to any patent or patent application, includes an 
interest in the patent or application and, without prejudice to the 
foregoing, any reference to a right in a patent includes a reference to a 
share in the patent; 

"rules" OJiJ11J) means rules made by the Registrar under section 149; 
"short-term patent" (t\i!V1Wf'J) means a patent for an invention granted under 

Part XV; 
"short-term patent application" (~\i.lV]J)ffIJ'" ;'Ii'I) means an application under 

Part XV for a short-term patent; 
"specification" (~}/.IIJJrt), in relation to an application for a patent under this 

Ordinance, a designated patent application or an international application, 
means the description, claims and drawings contained in the application; 

"standard patent" (M'!i\',W;fIJ) means a patent for an invention granted under 
Part II; 

"standard patent application" (l~i\qlffIJ'" ;i~i) means an application under Part 
II for a standard patent; . 

"verified copy" (HrtljJ\IJJ!<) means, in relation to a document, a copy verified in 
the prescribed manner; 

"World Trade Organisation Agreemcnt" «\lI.Wt/(Mt:ntil!:I(,~,ijn) means the 
agreement of that name done at Marrakesh in 1994; 

"WTO member country, territory or area" (1IIJ'H7( M,*,ll~~IJ~fl~'~ , tllJ,IM§JUllJ,Jn 
means any country, territory or area for the time being specified in 
Schedule I as being a country, territory or area which has acceded to the 
World Trade Organisation Agreement. 
(2) The expressions listed in the left-hand column below are dcrined in, 

or fall to be construed in accordance with, the provisions of this Ordinance 
listed in the right-hand column in relation to those expressions. 

Expression 

Application for a standard patent (t~~:i\",WflJ(l~ql ;it'l) 
Corresponding designated patent (~llff!!Hl1jE.(If.f'J) 
Corresponding designated patent application (HI/!!!( 

m;i: ~i,fIJ III ;;i'i) 
Deemed date of filing (',WfH',1y: II JV]) 
Designated patent Ukii:'Wf'l) 
Designated patent application (H1iL~i.fIJI/I,il'i) 

Relevant Provision 

section 3 
section 4 
section 4 

section 38 
section 4 
section 4 
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Expression 

Divisional designated patent application U111i-tlHlj 
(1~7}lm"I;'[j'j) 

Government use (J!tJNi~JlI) 
Paris Convention country (~W0&t.J~) 
Patent (¥H'J) 
Published (~lt:~) 
Work (Jfn~) 

3. Meaning of "application for a standard patent" 

Relevant Provision 

section 22( I) 

section 69(2) 
section 98(6) 
section 6(1) 
section 5 
section 6(4) 

In this Ordinance, unless the context otherwise requires, reference to an 
application for a standard patent is a reference to proceedings under Part 11-

(a) under sections 15 to 22 to record a designated patent 
application; and 

(b) under sections 23 to 27 for the registration ofa designated patent 
and the grant of a standard patent for the invention shown in the 
published specification of the designated patent, 

up to but not including the grant of the standard patent, and cognate 
expressions shall be construed accordingly; and reference to-

(i) the filing of an application for a standard patent is a reference to 
the filing of a request to record; 

(ii) the date of filing an application for a standard patent is a 
reference to the date of filing a request to record; 

(iii) an application for a standard patent as filed is a reference to a 
request to record as filed; 

(iv) the publication of an application for a standard patent is a 
reference to the publication of a request to record; 

(v) an invention which is the subject of an application for a standard 
patent, or an invention in respect of which an application for a 
standard patent has been made, is a reference to the invention 
disclosed in the specification of the corresponding designated 
patent or, if no request for registration and grant has been filed 
in the application, of the designated patent application; 

(vi) the specification of an application for a standard patent is a 
reference to the specification of the corresponding designated 
patent application. 

4. Meaning of "designated patent", etc. 

(I) In this Ordinance. unless the context otherwise requires-
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"designated patent" Ul1itWflj) means a patent granted by a designated patent 
office; 

"designated patent application" UI1 !Lvlflj ",,'m) means--
(a) an application in a designated patent office for a patent, which 

application has been published under the law of the designated 
patent office; 

(b) an international application which has been published and which 
has validly entered its national phase in a designated patent office; 

"designated patent office" Ul1itWf1j'liVJ,ij) means a patent office designated for 
the purpose of this Ordinance under section 8. 
(2) In this Ordinance, unless the context otherwise requires, a 

reference~ 

(a) to a "corresponding designated patent" in relation to a standard 
patent, is a reference to the designated patent which was 
registered under section 27 in an application for the grant of the 
standard patent; 

(h) to a "corresponding designated patent application"--
(i) in relation to an application for a standard patent for an 

invention, is a reference to the designated patent application 
in respect of that invention; 

(ii) in relation to a standard patent. is a reference to the 
designated patent application in pursuance of which the 
corresponding designated patent was granted. 

5. Meaning of "published" 

(I) In this Ordinance, unless the context otherwise requires-
(a) "published" (~t~) means made available to the public (whether 

in Hong Kong or elsewhere); and 
(b) a document shall be taken to be published under any provision 

of this Ordinance if it can be inspected as of right at any place in 
Hong Kong by members of the public, whether on payment of a 
fee or not. 

(2) Without prejudice to subsection (I), and unless the context otherwise 
requires, a reference in this Ordinance-

(a) to the grant of a standard patent being published is a reference 
to its being published under section 27; 

(b) to a requcst to rccord being published is a reference to its being 
published under section 20; 

(e) to a designated patent being published is a reference to its being 
published by the designated patent office by which the patent 
was granted for the purposes of the law of that office relating to 
applications for and the granting of patents; 
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(d) to a designated patent application being published IS a 
reference~ 

(i) except as provided in subparagraph (ii), to its being 
published by the designated patent office in which the 
application was made; 

(ii) in the case of a designated patent application based on an 
international application, to the international application 
being published by the International Bureau under the 
Patent Cooperation Treaty, or by the designated patent 
oflice in which the application was made, whichever is the 
earlier; 

(e) to a short-term patent being published is a reference to its being 
published under section 118. 

6. Other references 

(1) Unless the context otherwise requires, a reference in this Ordinance 
to a patent is a reference to a standard patent or a short-term patent granted 
under this Ordinance. 

(2) Unless the context otherwise requires, a reference in this Ordinance 
to an international agreement is a reference to-

(a) the agreement, or any other international agreement replacing it, 
as may from time to time be amended or supplemented by or in 
accordance with any international agreement (including any 
protocol or annex); 

(b) any instrument made under any such agreement to provide for 
amendment to or supplementation of the agreement. 

(3) Unless the context otherwise requires, a reference in this Ordinance 
to an enactment or law of a country, territory or area other than Hong Kong 
shall be construed as a reference to that enactment or law as it may from time 
to time be amended or extended by or under any other enactment or law of the 
country, territory or area. 

(4) Unless the context otherwise requires, a reference in this Ordinance 
to an invention being worked in Hong Kong includes a reference to the 
invention being worked by importation into Hong Kong for the purpose of 
putting the patented product on the market or stocking it for that purpose. 

(5) For the purposes of this Ordinance maller shall be taken to have 
been disclosed in any designated patent application or in the specification of a 
patent or a designated patent if it was either claimed or disclosed (otherwise 
than by way of disclaimer or acknowledgment of prior art) in any such 
application or specification. 

[et 1977 c. 37 s. J30(3) u.K.] 



A 1438 Ord. No. 52 of 1997 PATENTS 

7. Provisions regarding filing of documents, etc. 

In this Ordinance, unless the context otherwise requires, a reference 
providing for the filing of any document with the Registrar shall be deemed to 
include a reference requiring the payment of any fee that may be prescribed for 
the filing of that document, and a document shall be deemed not to be duly 
filed for the purposes of this Ordinance unless any such fee as may be 
prescribed for the filing of the document is paid as so prescribed. 

8. Designation of patent offices 

The Governor in Council may for the purposes of this Ordinance by 
notice published in the Gazette designate a patent office established under the 
law of any country, territory or area other than Hong Kong or established 
under any international agreement. 

9. Special provision regarding invention 
covered by 2 or more patents 

Where there are in effect 2 or more patents for the same invention, any use 
of the invention which does not constitute an infringement of anyone such 
patent (whether by virtue of consent given by the proprietor, a compulsory 
licence having effect under Part VIIT or the provisions of Part IX relating to 
Government use) shall not constitute an infringement or the other such patent. 

PART II 

ApPLICATIONS FOR STANDARD PATENTS 

I ntroduct ion 

10. General prm'ision regarding applications 
for standard patents 

This Part shall be construed as providing for the grant of a standard 
patent for an invention in the following circulllstances, and only in those 
circumstances, namely where~-

(a) an application for a patent for that invention has been filed in 
and published by a designated patent office (and in this 
Ordinance a patent application so filed and published is referred 
to as a "designated patent application"); 
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(b) as the first stage of an application lor a standard patent, the 
designated patent application has been recorded in the register 
and published in Hong Kong in accordance with sections 15 to 
22; 

(c) a patent has been granted in the designated patent onice in 
pursuance of the designated patent application (and in this 
Ordinance such a patent is referred to as a "designated patent"); 
and 

(d) as the second stage of the application for a standard patent, the 
designated patent has been registered in accordance with 
sections 23 to 27. 

II. Formality examination of apll\ications 
for standard patent 

Except as expressly provided to the contrary, nothing in this Part 
providing for the examination by the Registrar of an application for a 
standard patent for an invention shall be construed as imposing upon the 
Registrar any obligation to consider or to have regard to, for the purpose of 
such examination, any question as to-

(a) the patentability of the invention; 
(b) whether the applicant is entitled to any priority claimed in the 

application; 
(c) whether the invention is properly disclosed in the application; or 
(d) whether any requirement under sections 45, 77, 78, 79, 93, 94, 

95, 96, 97. 98, 99 or 100 has been complied with. 

Right to apilly 

12. Who may apply 

(I) The person who may apply for the grant or a standard patent for an 
invention is-

(1I) the person named as applicant in a designated patent application 
for a patent for the invention, or his successor in title to the 
rights under the designated patent application in Hong Kong; or 

(b) in preference to the person mentioned in paragraph (a), the 
person who is entitled to the property in the invention in Hong 
Kong. 

(2) Subject to any determination under section 13, the applicant for a 
standard patent for an invention in proceedings before the Registrar shall for 
the purpose of those proceedings be deemed to be the person entitled to apply 
for the grant of a patent for that invention under subsection (1). 

[(f 1977 c. 37 s. 7 U. K.] 
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13. Determination before grant of questions 
as to who may apply 

PATENTS 

(I) At any time berore a standard patent has been granted ror an 
invention (whether or not an application has been made ror a standard patent 
ror the invention)-

(a) any person may rerer to the Registrar or the court the question 
of whether he is entitled under section 12 (alone or with other 
persons) to apply ror the grant of a standard patent ror the 
invention; or 

(h) any of 2 or more joint proprietors of an application for a patent 
for that invention may so refer the question whether any right in 
or under the application should be transferred or granted to any 
other person. 

(2) The Registrar or the court may make slIch order as he or it thinks fit 
to give effect to a determination under this section. 

(3) Where a question is rererred to the Registrar or the. cOllrt under this 
section after an application for a standard patent has been filed but before a 
standard patent is granted in pursuance of the application then the Registrar 
or the court may, unless the application is withdrawn before the reference is 
disposed of by the Registrar or the court-

(a) order that the application for a standard patent shall proceed in 
the name of that person, either solely or jointly with that of any 
other applicant, instead of in the name of the applicant or any 
specified applicant; 

(b) where the reference was made by 2 or more persons, order that 
the application shall proceed in all their names jointly; or 

(c) make an order transferring or granting any licence or other right 
in or under the application and give directions to any person for 
carrying out the provisions of any such order. 

(4) Where a person refers a question under subsection (I)(b) relating to 
an application, any order under subsection (2) may contain directions to any 
person for transferring or granting any right in or under the application. 

(5) If any person to whom directions have been given under subsection 
(3)(<') or (4) fails to do anything necessary for carrying out any such directions 
within 14 days after the date of the directions, the Registrar or the court may 
on application made to him or it by any person in whose favour or on whose 
reference the directions were given authorize him to do that thing on behalf of 
the person to whom the directions were given. 

(6) No order shall be made under subsection (3) unless notice of such 
reference is given in the prescribed manner to~ 

(a) the applicant for the standard patent (not being a party to the 
reference); or 
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(b) any other person (not being a party to the reference) who it is 
alleged in the reference has the right, by virtue of any 
transaction, instrument or event relating to the invention or the 
application, to apply for the grant of the stanuard patent 
whether alone or with any other person, 

and any person receiving such notice may oppose the reference. 
(7) No directions shall be given unuer this section so as to affect the 

mutual rights or obligations of trustees or of the personal representatives of 
deceased persons, or their rights or obligations as such. 

14. Effect of transfer of application 
under seclion 13 

ler 1977 c. 37 s. 8 u.K.] 

(I) Where an oruer is made or directions arc given under section 13 that 
an application for a standard patent shall proceed in the name of one or some 
of the original applicants (whether or not it is also to proceed in the name of 
some other person), any licences or other rights in or unuer the application 
shall, subject to the order anu any directions under that section, continue in 
force and be treated as granted by the persons in whose name the application 
is to proceed. 

(2) Where an order is made Qr directions are given under section 13 that 
an application for a patent shall proceeu in the name of one or more persons 
none of whom was an original applicant (on the ground that the original 
applicant or applicants was or were not entitled to apply under section 12 for 
the grant of the patent), any licences or other rights in or under the application 
for a standard patent shall, subject to the order and any directions under that 
section and subject to subsection (3), lapse on the registration of that person or 
those persons as the applicant or applicants or, where the application for a 
standard patent has not been published, on the making of the order. 

(3) If before a reference to the Registrar or the court under section 13 
resulting in the making of any order mentioned in subsection (2)-

(a) the original applicant or any of the applicants, acting in good 
faith, workeu the invention in question in Iiong Kong or made 
effective anu serious preparations to uo so; or 

(fJ) a licensee of the applicant, acting in good faith, worked the 
invention in Hong Kong or made clTective and seriolls 
preparations to uo so, 

that or those original applicant or applicants or the licensee shall, on making 
a request within the prescribed period to the person in whose name the 
application is to proceed, he entitled to be granted a licence (hut not an exclusive 
licence) to continue working or, as the case may be, to work the invention. 
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(4) I\ny such licence shall be granted for a reasonable period and on 
reasonable terms. 

(5) Where an order is made as mentioned in subsection (2), the person in 
whose namc the application is to proceed or any person claiming that he is 
entitled to be granted any such licence may refer to the Registrar or the court 
the question whether the latter is so entitled and whether any such period is or 
terms arc reasonable, and the Registrar or the court, as appropriate, shall 
determine the question and may, if he or it considers it appropriate, order the 
grant of such a licence. 

(6) The Registrar or the court may make such order as he or it thinks fit 
to give effect to a determination under subsection (5). 

[Cl 1977 c. 37 s. I I u.K.] 

RC(IUcst to rccord a dcsignatcd patcnt application 

15. Filing of rC(lucst to rccord 

(I) 1\ person entitled under section 12(1) to apply for the grant of a 
standard patent ror an invention may, at any time within 6 months after the date 
or publication of an application in a designated patent office ror a patent for the 
invention. request the Registrar to enter a record of that designated patent 
application in the register (in this Ordinance referred to as a "request to record"). 

(2) Every such request shall be signed by the applicant and be filed with 
the Registrar in the prescribed manner and shall contain~ 

(II) a photocopy of the designated patent application as published, 
that is to say, including any description, claims, drawings, search 
report or abstract published together with the designated patent 
application; 

(!J) where the designated patent application does not contain the name 
of any person as being the inventor, a statement identirying the 
person or persons whom the applicant believes to be the inventor 
or inventors; 

(c) the name and address of the person making the request; 
(d) where the person filing the request is a person other than the 

person named as applicant in the designated patent application, 
a statement explaining his entitlement to apply for the grant of a 
standard patent for the invention and prescribed documents 
supporting that statement; 

(c) a statement indicating whether or not priority is claimed under 
section 9R in respect of a right of priority enjoyed in the 
designated patent office on the basis of an earlier application as 
mentioned in that section and. where the statement indicates that 
priority is so claimed. details of-
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(i) the date of priority claimed: 
(ii) the country in which the earlier application was filed; 

en a statement indicating whether or not at the time of filing the 
designated patent application a claim was made in accordance 
with the law of the designated patent office in respect of any 
previous disclosure of the invention that was, for the purposes 
of the law of the designated patent office, a non-prejudicial 
disclosure and, if the statement indicates that such a claim was 
made, prescribed details relating to such previous disclosure; and 

(g) an address in 1I0ng Kong for service of documents. 
(3) Every such request shall also comply with the requirements of this 

Ordinance as to the provision of information in, or the translation of 
documents into, one or both official languages. 

(4) A filing fee and an advertisement fee shall be payable within I month 
after the earliest filing with the Registrar of any part of the request to record, 
and if either fee is not paid within that period or within such further period as 
may be allowed under subsection (5) the application for a standard patent shall 
be deemed to be withdrawn. 

(5) Rules may provide for a period of grace within which a filing fee or 
advertisement fee that has not been paid within the time limit specified in 
subsection (4) may still be validly paid. 

(6) Subsection (I) shall not apply in respect of a designated patent 
application published before the date on which the designated patent office 
was designated under section 8. 

(7) Nothing in this section" shall preclude a request to record being 
initiated by documents complying with section 17. 

k! EPC Art. 78; 1977 C. 37,.1'. 14 u.K.] 

16. Designated patent application based 
on international application 

Where a designated patent application is the national phase of an 
international application under the Patent Cooperation Treaty, then--

(1I) for the purposes of section 15( I), and notwithstanding section 
5(2)(d)(ii), the date of publication of the designated patent 
application shall be- ~ 

(i) the date of such publication in the dcsignated patent office as 
serves to indicate that the international application has validly 
entered its national phase in the designated patent office; or 

(ii) such other date as may be prescribed in rules, being a date 
not earlier than the date on which the international 
application has validly entered its national phase in the 
designated patent office; 
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(/J) reference in section 15(2)(a) to a photocopy of the designated 
patent application shall be read as reference to-

(i) a photocopy of the international application as published 
by the International Bureau; 

(ii) a photocopy of any translation of the international 
application published by the designated patent office; and 

(iii) a photocopy of any publication of information in the 
designated patent orfice concerning the international 
application; 

(e) the statement required for the purposes of section I 5(2)(c) shall 
be a statement indicating whether or not priority is claimed 
under section 98, and if claimed whether so claimed on the basis 
of a right of priority claimed in the designated patent ornce, or 
claimed in the international application and accepted in the 
designated patent office, and mentioned in the corresponding 
designa ted pa tent a pplica t ion; 

(d) section 17( I)(e) shall have effect in such manner as may be 
specified in rules made for the purposes or this section. 

17. Date of filing of relillest to record 

(I) Subject to subsection (2) and section 18(3), the date of filing a request 
to record shall be the earliest date on which documents filed by the applicant 
contain-

(a) an indication that a request is made to record a designated 
patent application; 

(/I) information identifying the applicant; allll 
(c) a reference to the designated patent application, including-

(i) the application number assigned to it by the designated 
patent office; and 

(ii) the publication number assigned to it by the designated 
patent office, and the date or its publication by the 
designated patent office. 

(2) If the earliest filing with the Registrar of any part of a request to 
record occurs more than 6 months after the publication of the corr-::sponding 
designated patent application the request shall not be dealt with as an 
application ror a standard patent. 

18. Examination on filing of rcrlllcst to record 

(I) The Registrar sha" examine whether 

[(f EPC Arl. 80] 
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(a) the request to record satisfies the requirements of section 17( I) 
for the accordance of a date of filing (the "minimum 
req u i remen ts "); 

(h) the filing fee and advertisement fee have been paid in due time. 
(2) Subject to section 17(2), if a date of filing cannot be accorded because 

of dcficicncies as regards the minimum requirements, the Registrar shall give 
thc applicant an opportunity to correct the deficiencies in accordance with the 
rulcs. 

(3) If stich deficiencies are not correctcd within the prescribed timc. the 
request shall not be dealt with as an application for a standard patent. 

J 9. Examination as to formal rcquiremcnts 
of rC(lucst to rccord 

[(f EPC Art. 90] 

(I) If a request to record has been accorded a date of filing and is not 
dccmed to be withdrawn by virtue of section 15(4). the Registrar shall examine 
whcthcr the requirements of section 15(2) and (3) ("the formal requirements") 
have bcen satisfied. 

(2) Whcre the Registrar notes that there are deficiencies as regards the 
formal requirements which may be corrected, he shall give the applicant an 
opportunity to corrcct them in accordance with the rulcs. 

(3) 11'--
(a) thcre are deficiencies as regards the formal requirements which 

cannot be corrected the application for a standard patent shall 
be refused; 

(b) any deficiencies as regards the formal requirements noted in the 
examination are not corrected in accordance with the rules 
then, except as provided in subsection (4), the application for a 
standard patent shall be refused or, if no steps arc taken to 
correct the deficiencies. shall be deemed to be withdrawn. 

(4) If a deficiency relating solely to a claim to any right of priority is not 
duly corrccted, such right shall be lost for the application. 

[(f EPe Art. 91] 

20. Publication of request to rccord 

(I) If on an examination under section 19( I) a request to record is found 
to have satisfied the requirements of section 15(2) and (3), or if on a 
subscqucnt examination by the Registrar the deficicncies noted under section 
19(2) arc found to have been corrected in accordance with the rules, thcn the 
Registrar shall as soon as pl"acticable after such examination, but subject to 
this scction and scction 37-
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(ll) record the designated patent application in the register and enter 
particulars of the request to record in the register; 

(h) puhlish the request to record in the prescribed manner; 
(e) advertise the fact of such publication and entry by notice in the 

Gazette; 
(d) inform the applicant of the publication of the request to record. 

(2) i\ request to record shall not be published if~ 
(0) before the completion of preparations for publication, it has 

been finally refused or withdrawn or has been deemed to have 
been withdrawn; or 

(h) the filing fee or advertisement fee has not been paid. 
(3) For the purposes of subsection (J)(b) the request to record shall 

include~ 

(a) the designated patent application, including the description, the 
claims, any drawings and any search report or abstract 
published by the designated patent office and fiIcd in the request 
to record; 

(h) the names of the proprietor and (if different) the inventor. 

21. Hegistrar may IlUhlish lldditional matters 

In publishing a request to record under section 20(l)(h), the Registrar may 
publish such matters constituting or relating to the request which in the 
Registrar's opinion it is desirable to publish in addition to the matters specified 
in section 20(3). 

22. Proyision for request to record ill the event of a 
dh'isional designated pa tent application 

(I) Where in an application for a standard patent-
(a) a request to record has been published under section 20 and has 

not been refused, withdrawn or deemed to be withdrawn; and 
(Il) the applicant for the corresponding designated patent 

application or his successor in title has filed in the (!~signated 
patent ortlce a divisional patent application ("a divisional 
corresponding designated patent application"), that is to say, an 
application for a patent which--

(i) is in respect of the same subject-matter and does not extend 
beyond the contents of the corresponding designated patent 
application as filed in the designated patent office; 

(ii) has as its date of filing the date of filing of the 
corresponding designated patent application; alld 
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(iii) enjoys the same benefit of any right of priority as the 
corresponding designated patent application, 

the applicant may within 6 months after the date of publication of the 
divisional designated patent application or publication of the'request to record 
under this Ordinance, whichever is the later, request the Registrar to enter a 
record of that divisional designated patent application in the register. 

(2) Where a request to record a divisional designated patent application 
is filed under this section-

(a) it shall be deemed to have been filed on the date of filing of the 
earlier request to record and the application for a standard 
patent shall have the benefit of any right of priority; 

(/1) subject to paragraph (tI), the provisions of this Ordinance shall 
apply to such a request as they apply to a request to record filed 
under section 15(1). 

(3) For the purpose of the application of the other provisions of this 
Ordinance to this section-

(a) any reference in those other provisions to a corresponding 
designated patent application shall be read as a reference to the 
divisional designated patent application mentioned in subsection 
(I)(/J); 

(h) any reference in those other provisions to a corresponding 
designated patent shall be read as a reference to the designated 
patent granted in pursuance of the divisional designated patent 
application. 

[ef EPC Art. 76; /1)92 No. Is. 24 Eire; 1977 c. 37 s. 15 u.K.] 

RCClucst for rcgistration and grant 

23. Filing of rcqucst for rcgistration and grant 

(I) Where in an application for a standard patent-
(a) a designated patent application has been recorded in the register 

and a request to record has been published and 'the request to 
record is not refused or deemed withdrawn or abandoned 
(whether under this Part or Part II I); and 

(h) a patent has been granted in the designated patent office in 
pursuance of the designated patent application, 

the applicant or his successor in title may, subject to subsection (2), request the 
Registrar to register the designated patent so granted and to grant a standard 
patent for the invention shown in the published specification of the designated 
patent (in this Ordinance referred to as a "request for registration and grant"). 
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(2) A request for registration and grant under subsection (I) shall be 
made within 6 months after the date of grant of the designated patent by the 
designated patent orficc or publication of the request to record, whichever is 
the later. 

(3) Every slIch request shall be filed with the Registrar in the prescribed 
manner and shall contain~~-

(a) a verified copy of the published specification of the designated 
patent. including the description, the claims and any drawings 
published by the designated patent office; 

(h) if the person filing the request is a person other than the person 
named in the register as the applicant for a standard patent for 
the invention, a statement explaining the first-mentioned 
person's entitlement to apply for the grant of a standard patent 
for the invention and prescribed documents supporting that 
statement; 

(e) where the request to record contains a statement under section 
IS(2)(e) to the effect that priority is claimed on the basis of a 
right of priority claimed in the designated patent office, such 
copies as may be prescribed of the documents filed in the 
designated patent orfice claiming and supporting sllch right of 
priority. 

(4) Every such request shall also comply with the requirements of this 
Ordinance as to the provision of information in, or the translation of 
documents into, one or both official languages. 

(S) A filing fee and an advertisement fee shall be payable within I month 
after the earliest filing of a part of the request for registration and grant, and if 
either fee is not paid within that period or within such further period as may be 
allowed under subsection (6) the application for a patent shall be deemed to be 
\vithdrawn. 

(6) Rules may provide for a period of grace within which a filing fcc or 
advertisement fcc that has not been paid within the time limit specified in 
subsection (S) may still be validly paid. 

(7) Nothing in this section shall preclude a request for registration and 
grant being initiated in accordance with section 24. 

24. Date of filing request for registration and grant 

(I) Subject to subsection (2) and section 2S(3), the date of filing of a 
request for registration and grant shall be the earliest date on which documents 
filed by the applicant contain--

(a) an indication that a request is made for the registration of a 
designated patent and the grant of a standard patent; 
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(b) information identifying t.he applicant; 
(c) the publication number assigned to the designated patent by the 

designated patent office, and the date of its publication; and 
(d) the publication number assigned to the request to record by the 

Registrar. 
(2) If the earliest filing with the Registrar of any part of a request for 

registration and grant occurred more than 6 months after the later 01'--
(iI) the date of grant of the designated patent; and 
(h) publication of the request to record in accordance with section 

20, 
then the application shall be deemed to be withdrawn. 

25. Examination on filing of rcclucst for 
rcgistration and grant 

(I) The Registrar shall examine whether-
(0) the request for registration and grant satisfies the requirements 

of section 24( I) for the accordance of a date of filing; and 
(h) the filing fcc and advertisement fee have been paid in due 

time. 
(2) Subject to section 24(2), if on examination under subsection (I )(a) a 

date of filing cannot be accorded because of deficiencies as regards the 
requirements mentioned in subsection (I )(a), the Registrar shall give the 
applicant an opportunity to correct the deficiencies in accordance with the rules. 

(3) 11'-
(a) there arc deficiencies as regards the requirements specified in 

section 24( I) which cannot be corrected the application for a 
standard patent shall be refused; 

(h) any deficiencies as regards those requirements noted in the 
examination under subsection (I) arc not corrected in 
accordance with the rules, the application for a standard patent 
shall be refused or, if no steps arc taken to correct the 
deficiencies, shall be deemed to be withdrawn. 

26. Examination as to formal rec)uirements of 
the request for rcgistration and grant 

(I) If a request for registration and grant has been accorded a date of 
filing and is not deemed to be withdrawn by virtue of section 23(5), the 
Registrar shall examine whether the requirements of section 23(3) and (4) {"the 
formal requirements") have been satisfied. 
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(2) Where the Registrar notes that there are deficiencies as regards the 
formal requirements which may be corrected, he shall give the applicant an 
opportunity to correct them in accordance with the rules. 

(3) If~ 

(a) there are deficiencies as regards the formal requirements which 
cannot be corrected the application for a standard patent shall 
be refused; 

(b) any deficiencies as regards the formal requirements noted in the 
examination are not corrected in accordance with the rules then, 
except as provided in subsection (4), the application for a 
standard patent shall be refused or, if no steps are taken to 
correct the deficiencies, shall be deemed to be withdrawn. 

(4) If a deficiency relating solely to a claim to any right of priority is not 
duly corrected then such right shall be lost for the application. 

27. Registration of designated patent 
and grant of patent 

kl EPC Art. 91] 

(I) If on examination under section 26(1) a request for registration and 
grant is found to have satisfied the requirements of section 23(3) and (4) or if 
on a subsequent examination the deficiencies noted under section 26(2) are 
found to have been corrected in accordance with the rules, then the Registrar 
shall as soon as practicable after such examination, but subject to section 37~ 

(1I) register the designated patent by making an appropriate entry in 
the register; and 

(b) grant a standard patent for the invention shown in the published 
specification of the designated patent as filed under section 
23(3)(0) and issue a certificate to that effect. 

(2) A patent shall not be granted under this section unless the filing fee 
and advertisement fee specified in section 23 and any other fees payable under 
the preceding provisions of this Part have been paid. 

(3) As soon as practicable after a standard patent has been granted 
under this section the Registrar shall~ 

(0) publish in the prescribed manner the specification ,of the patent, 
the names of the proprietor and, if different, the inventor; 

(b) send the certificate issued under subsection (I )(b) to the 
proprietor; and 

(c) advertise the fact of such grant by notice in the Gazette. 
(4) In publishing under subsection (3)(0) any matters specified in that 

subsection, the Registrar may publish in addition such other matters 
constituting or relating to the patent which in his opinion it is desirable to 
publish. 
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Further processing; restoration of rights 

28. Further processing of application 
for standard patent 

(I) Subject to this section, where-
(ll) an application for a standard patent, or any part of an 

application, is refused or is deemed withdrawn following the 
applicant's failure to comply with a time limit under this Part 
(including any time limit set by the Registrar); and 

(h) the applicant has by notice filed with the Registrar requested 
reinstatement of the application or part of the application, 

then the legal consequence of the failure to comply with the time limit, as 
provided under the Ordinance, shall not ensue or, if it has already ensued, shall 
be retracted. 

(2) A notice under this section-
(0) shall be in writing and shall be filed within 2 months after such 

refusal or deemed withdrawal; 
(/J) shall not be deemed to be filed unless the additional prescribed 

fee has been paid; and 
(c) shall not be deemed to be filed unless the omission which 

constituted the failure to comply with a time limit has been made 
good. 

(3) This section does not apply in the case of the refusal or deemed 
withdrawal of an application under section 15(4),23(5),24(2) or 25(3). 

(4) The Registrar may by regulation amend the period specified in 
subsection (2)(a) within which a notice under this section shall be filed. 

[(i EPC Art. 12iJ 

29. Hcstoration of rights 

(I) Subject to this section,. where-
(ll) an applicant for a.standard patent has failed to comply with a 

time limit under this Part (including any time limit set by the 
Registrar); and 

(h) the Registrar is satisfied that the failure to comply with the 
time limit occurred in spite of the applicant having taken all 
reasonable care required by the circumstances, 

then upon application by the applicant to the Registrar under this section for 
restoration of his rights 10sl-
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(i) any refusal or deemed withdrawal of the application that 
occurred as a direct consequence of the failure to comply with 
the time limit shall be deemed to be of no effect and the 
application shall be treated for the purposes of proceedings 
under this Part as if there had been no such failure; 

(ii) any right or means of redress lost by the applicant as a direct 
consequence of the failure to comply with the time limit shall be 
restored to the applicant. 

(2) An application under this section~ 
(a) shall be in writing and shall be made not later than--

(i) I year after the expiry of the time limit referred to in 
subsection (I )(a); or 

(ii) 2 months after the removal of the cause of non-compliance 
with the time limit, 

whichever is the earlier; 
(11) shall not be deemed to be filed unless the additional prescribed 

fee has been paid; and 
(e) shall not be deemed to be made unless the omission which 

constituted the failure to comply with a time limit has been made 
good. 

(1) Where prior to the refusal or deemed withdrawal of the application 
mentioned in subsection (I )(i) the request to record had been published under 
section 2(), the Registrar shall advertise in the Gazette notice of any applieation 
under subsection (I). 

(4) The Registrar may by regulation amend the periods specified in 
subsection (2)«(/) within which a notice under this section shall be filed. 

(5) This section does not apply to any failure tll comply with a time limit 
under section IS (except as regards any time limit specified for the purposes of 
section 15(3», 17(2), 18, 19,22,23(5),24(2) or 25(3). 

30. Effect of restoration of rights 
under section 29 

kf EPC Art. 122] 

(1) The effect of a restoration under section 29 is as follows. "-
(2) A person who, during the period between the loss of rights referred to 

in section 29( I) and the advertisement in the Gazette of notice of the 
application for restoration under section 29(3)~ 

(a) does in good faith an act which would constitute an infringement 
of the applicant's rights under the published application for a 
standard patent if those rights had not been lost; or 

(h) makes in good faith effective and seriolls preparations to do sllch 
an act, 
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has the rights specified in subsection (3). 
(3) The rights referred to in subsection (2) are-

(0) the right to continue to do or, as the case may be, to do the act 
referred to in subsection (2); . 

(11) if such act was done or preparations had been made to do it in 
the course of a business-

(i) in the case of an individual-
(A) the right to assign the right to do it or to transmit such 

right on death; or 
(B) the right to authorize the doing of that act by any of his 

partners for the time being in the business in the course 
of which the act was done or preparations had been 
made to do it; 

(ii) in the case of a body corporate, the right to assign the 
right to do it or to transmit such right on the body's 
dissolution, 

and the doing of that act by virtue of this subsection shall not amount to an 
infringement of the applicant's rights under the published application for a 
patent concerned. 

(4) The rights specified in subsection (3) shall not include the right to 
grant a licence to any person to do an act referred to in subsection (2). 

(5) Where a product is disposed of to another in exercise of a right 
conferred by subsection (3), that other and any person claiming through him 
lllay deal with the product in the same way as if it had been disposed of by the 
applicant in the patent application. 

k{ 1992 No. Is. 55(2) 10 (4) Eire] 

PART III 

PROVISIONS AS TO ApPLICATIONS FOR 

STANDARD PATENTS BEFORE GRANT 

31. Amcndmcnt of application for standard patent 

(I) Subject to this section and sections 36 and 103, an applicant for a 
standard patent may at any time before a standard patent is granted pursuant 
to the application, in accordance ·with the prescribed conditions, amend the 
application of his own volition. 

(2) No amendment may be made under subsection (I) to the title of the 
invention, the abstract, a priority claim or any claim, description or drawing 
unless -
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(a) the application has been published; and 
<h) the amendment is an amendment that has been made to the 

corresponding designated patent application. 
(3) Upon receipt of particulars of an amendment filed in accordance with 

subsections (I) and (2) the Registrar shall record the amendment. 

32. Withdrawal of application 

(I) Subject to section 36, an applicant for a standard patent may at 
any time before a standard patent is granted pursuant to the application 
withdraw in writing his application and any such withdrawal may not be 
revoked. 

(2) Where a patent application is withdrawn under this section, or is 
deemed under this Ordinance to have been withdrawn, or is refused under any 
provision of this Ordinance, then--

(a) if the application has been published, section 94(3) shall continue 
to apply as regards the application; 

(b) the applicant shall continue to enjoy the right of priority under 
section 98 which he enjoyed immediately before such withdrawal 
or refusal; 

(c) no other right may be claimed under this Ordinance in relation 
to the application. 

33. Maintaining application for standard patent 

(I) This section applies to an application for a standard patent which has 
been published but in which no request has been made for registration and 
grant under section 23. 

(2) If it is desired to maintain a patent application to which this section 
applies for a further year after the expiry of the 5th or any succeeding year 
frolll the date specified in subsection (3), the applicant shall, before the expiry 
of that 5th or succeeding year (as the case may be), but not earlier than a date 
3 months before that expiry, apply to the Registrar in the pre.§cribed manner 
for the maintenance of the patent application ("maintenance application") and 
pay the prescribed fcc ("maintenance fee") and a patent application to which 
this section applies shall be deemed to be withdrawn and abandoned at the 
expiry of that 5th or succeeding year if the maintenance application is not so 
made or the maintenance fee is not so paid. 

(3) The date specified for the purpose of subsection (2) is the anniversary 
of the date of filing the corresponding designated patent application first 
occurring after the date of publishing the request to record. 
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(4) If. within 6 months after the end of the period specified in subsection 
(2) ror the making or a maintenance application, an application is made under 
subsection (2) and the maintenance ree and any prescribed additional ree arc 
paid in the prescribed manner then the patent application shall be treated as ir 
it had not been withdrawn or abandoned. 

(5) Ir statements contained in the maintenance application indicate--
(II) that as at a date specified in the application, being a date not 

earlier than I month before the date or making the application­
(i) the designated patent application has not been withdrawn 

or abandoned for the purposes or the law or the designated 
patent office; and 

(ii) there has been no final rerusal by the designated patent 
office to grant a patent pursuant to the designated patent 
application; and 

(/1) that-
(i) as at the date specified ror the purposes or paragraph (II) a 

patent had not been granted pursuant to the designated 
patent application; or 

(ii) a patent has been granted pursuant to the designated patent 
application, and the date of such grant is a date within 6 
months berore the date or the application, 

the Registrar shall, subject to subsection (9), maintain the application ror a 
patent. 

(6) Where a statement contained in a maintenance application indicates 
that a designated patent has been granted on a date within the 6 months berore 
the date of the maintenance application, any maintenance or the patent 
application by virtue or subsection (5) shall have clrcct for a term ending 6 
months after the date of such grant. 

(7) If there are deficiencies in the maintenance application that may be 
corrected the Registrar shall give the applicant an opportunity to correct them 
in accordance with the rules. 

Us) Ir the Registrar is not satisfied as to the veracity of a statement in the 
maintenance application, he shall notiry the applicant accordingly giving 
reasons and shall allow the applicant an opportunity to make further 
statements or adduce material for the purpose of so satisfying him •. 

(9) Ir in an application under this section-
(a) statements contained in the application indicate that--

(i) the desiglHlted patent application has been withdrawn or 
abandoned pursuant to the law of the designated patent 
office; 

(ii) the designated patent office has finally refused the grant of 
a patent in pursuance of the designated patent application; 
or 
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(iii) a designated patent has been granted in pursuance of the 
designated patent application, and the date of such grant 
was a date more than 6 1110nths before the date of the 
application; 

(/1) deficiencies as noted by the Registrar are not corrected in 
accordance with the rules; or 

(c) the applicant has failed to satisfy the Registrar as to the veracity 
of a statement in respect of which notice has been given under 
subsection (8), 

the Registrar shall refuse to maintain the application for a patent and 
upon such refusal that application shall be deemed to be withdrawn or 
abandoned. 

(10) The Registrar may by regulation amend the period specified in 
subsection (2) by reference to which the earliest date for making a maintenance 
application under that subsection is determined. 

(II) The Governor in Council may by regulation amend the period 
specified in subsection (2) as being the period after which a standard patent 
application not maintained shall be deemed to be withdrawn and abandoned. 

[ef EPC Art. 8{J] 

34. Rcstoring application for standard patcnt 

(I) Where an application for a standard patent is deemed withdrawn 
under section 33 by reason only of the failure to pay any maintenance fee 
under that section within the period specified then the applicant may, within 12 
months after the date on which the application was deemed withdrawn and on 
payment of the prescribed fee, apply to the Registrar in the prescribed manner 
for the restoration of the application for a standard patent. 

(2) The Registrar shall advertise in the Gazette notice of any application 
under subsection (I). 

(3) If on an application under subsection (l)~-
(a) the Registrar is satisfied that the failure to pay the maintenance 

fee within the specified period, or that fee and any additional fee 
under section 33(4) within 6 months after the end oCthe specified 
period, occurred in spite of the applicant having taken all 
reasonable Gene required by the circumstances; and 

(h) the requirements of subsection (4) are met, 
the Registrar shall order that the request to record be restored on payment of 
any such unpaid maintenance fee and additional fee. 

(4) An order for restoration shall not be made under subsection (3) 
unless it appears to the Registrar that at the date of the application for 
restora tion-
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(0) the designated patent application is still valid and not 
withdrawn; and 

(h) a patent has not been granted in pursuance of that application 
or, if granted, the time for filing a request for registration and 
grant under section 23 has not expired. 

[ef EPC Art. 122] 

35. Effect of restoration order under section 34 

(I) The effect of a restoration under section 34(4) is as follows. 
(2) A person who, during the period between any deemed withdrawal 

such as is mentioned in section 34( I) and the advertisement in the Gazette of 
notice of the application for restoration under section 34(2)-

(a) does in good faith an act which would constitute an infringement 
of the applicant's rights under the published application for a 
patent if those rights had not been lost; or 

(h) makes in good faith effective and seriolls preparations to do such 
an act, 

has the rights specified in subsection (3). 
(3) The rights referred to in subsection (2) are-

(a) the right to continue to do or, as the case may be, to do the act 
referred to in subsection (2); 

(h) if such act was done or preparations had been made to do it in 
the course of a business-

(i) in the case of an individual-
(A) the right to assign the right to do it or to transmit such 

right on death; or 
(D) the right to authorize the doing of that act by any of his 

partners for the time being in the business in the course 
of which the act was done or preparations had been 
made to do it; 

(ii) ill the case of a body corporate, the right to assign the right 
to do it or to transmit such right on the body's dissolution, 

and the doing of that act by virtue of this subsection shall not amount to an 
infringement of the applicant's rights under the published application for a 
patent concerned. 

(4) The rights specified in subsection (3) shall not include the right to 
grant a licence to any person to do an act referred to in subsection (2). 

(5) Where a product is disposed of to another in exercise of a right 
conferred by subsection (3), that other and any person claiming through him 
may deal with the product in the same way as if it had been disposed of by the 
applicant in the patent application. 
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(6) This section applies in relation to the Government use of an 
invention in respect of which an application has been made as it applies in 
relation to infringement of the rights conferred by publication of an 
application for a standard patent for the invention. 

36. Limilation on withdrawal, amendment, 
etc. of application 

[(I 1992 No.1 s. 55(2) 10 (4) Eire] 

No withdrawal of an application under section 32, no request to enter a 
record of a divisional application under section 22(1) nor any amendment 
under section 31 shall be allowed after the date on which preparations for 
publication under section 27(3) of the specification of a standard patent to be 
granted in pursuance of the application have been completed. 

37. Registrar may refuse to record under section 
20 or to register and grant under section 27 

(I) The Registrar may refuse to record a designated patent application 
under section 20( I) or to register a designated patent under section 27 if he 
considers that the invention the subject of the application for the standard 
patent is not a patentable invention by reason of any of the matters specified 
in section 93(5). 

(2) The Registrar shall give notice in writing to the applicant of any sueh 
refusal. 

PARTlY 

PROVISIONS AS TO PATENTS AFTER GRANT 

Standard patents 

38. Deemed date of filing where standard 
patent has been granted 

Where a standard patent is granted, the application for the standard 
patent shall be deemed to have as its date of filing the date of filing of the 
corresponding designated patcnt application, and in this Ordinance "deemed 
date of filing" U:UHIJ x II WJ) in relation to an application ror a standard patent 
shall be construcd accordingly. 
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39. Term of standard patent 

(I) A standard patent granted under this Ordinance-
(a) shall take effect from the date on which the fact of its grant is 

advertised in the Gazette; and 
(h) subject to subsection (2), shall remain in force until the end of 

the period of 20 years beginning with the deemed date of riling of 
the application for the patent. 

(2) If it is desired to keep a standard patent in force for a further year 
after the expiry of the 3rd or any succeeding year from the date specified in 
subsection (3), the prescribed renewal fee shall be paid before the expiry of that 
3rd or, as the case may be, succeeding year, but not earlier than a date 3 
months before that expiry, and a standard patent shall cease to have effect at 
the expiry of that 3rd or succeeding year if the renewal fee is not so paid. 

(3) The date specified for the purpose of subsection (2) is the anniversary 
of the deemed date of filing of the standard patent first occurring after the date 
or grant of the patent. 

(4) If within 6 months after the end of the period specified in subsection 
(2) for payment of the renewal fee the renewal fee and any prescribed 
additional fee are paid, the standard patent shall be treated as if it had never 
expired, and accordingly-

(a) anything done under or in relation to it during that further 
period shall be valid; 

(h) an act which would constitute an infringement of it if it had not 
expired shall constitute such an infringement; and 

(c) an act which would constitute Government use of the patented 
invention if the patent had not expired shall constitute that use. 

(5) The Registrar may by regulation amend the period specified in 
subsection (2) by reference to which the earliest date for payment of the 
prescribed renewal fee is determined. 

(6) The Governor in Council may by regulation amend-
(a) the period specified in subsection (I )(h) as being the period for 

which a standard patent shall remain in force; 
(h) the period specified in subsection (2) by reference to which a 

standard patent, if not renewed, shall cease to have effect. 
[tf 1977 c. ~J7 s. 25 u.K.] 

40. Restoration of lapsed standard patents 

(I) Where a standard patent has ceased to have effect by reason of the 
failure to pay any renewal fee as provided in section 39, application may be 
made to the Registrar, at any time within 18 months after the date on which 
the patent ceased to have effect, for the restoration of the patent. 
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(2) An application under this section may be made by the person who 
was the proprietor of the standard patent at the time it eeascd to havc effect or 
by any other person who would havc been entitled to the patcnt if it had not 
ccased to have effect; and where the patent was at that time held by 2 or more 
persons jointly the application may, with the leave of thc Registrar. be made 
by one or morc of them without joining the others. 

(3) The Registrar shall advertise in the Gazette notice of any application 
under this section. 

(4) If the Registrar is satisfied that the failure to pay any rcnewal fee as 
provided in section 39, or to pay that fee and any additional fce under that 
section within 6 months after the end of that period, occurrcd in spite of the 
applicant having taken all reasonablc care required by the circumstances the 
Registrar shall by order restore the patent on payment of any slIch unpaid 
renewal fcc and any prescribed additional fee. 

(5) An order undcr this section may be made subject to such terms and 
conditions as the Registrar thinks fit. 

ler 1949 c. 87 s. 28 u.K.; 1977 c. 37 s. 28 u.K.; EPC Art. 122] 

41. Hfcct of ordcr for rcstoration of standard patcnt 

(I) The effect of an order for the restoration of a standard patent is as 
follows. 

(2) Anything donc during the period betwccn expiry and restoration 
which would have constituted an infringemcnt if the patent had not expircd 
shall be treatcd as an infringcmcnt-

(a) if done at a time whcn it was pussib1c for the patent to be 
renewed under scction 39(4); or 

(h) if it was a continuation or repetition of an earlicr infringing act. 
(3) A person who in II ong Kong, after it was no longer possible for the 

patent to be so renewed and before advertiscmcnt in the Gazctte of notice of 
an application for rcstoration undcr scction 40---

(a) bcgan in good faith to do an act which would constitutc an 
infringement of the patent if it were in force; or 

(h) madc in good faith effectivc and serious preparations to do such 
an act, 

has the rights specified in subsection (4). 
(4) Thc rights referrcd to in subsection (3) are-

(a) thc right to continuc to do or, as the case may be, to do thc act 
rcfcrrcd to in subscction (3); 

(/J) if such act was done or preparations had been madc to do it in 
the course of a business---

(i) in thc case of an individual··~ 
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(A) the right to assign the right to do it or to transmit such 
right on death; or 

(B) the right to authorize the doing of that act by any of his 
partners for the time being in the business in the course 
of which the act was done or preparations had been 
made to do it; 

(ii) in the case of a body corporate, the right to assign the right 
to do it or to transmit such right on the body's dissolution, 

and the doing of that act by virtue of this subsection shall not amount to an 
infringement of the patent concerned. 

(5) The rights specified in subsection (4) shall not include the right to 
grant a licence to any person to do an act referred to in subsection (3). 

(6) Where a patented product is disposed of to another in exercise of a 
right conferred by subsection (4), that other and any person claiming through 
him may deal with the product in the same way as if it had been disposed of by 
a registered proprietor of the patent. 

42. Determination after grant of (IUestions 
referred before grant 

kl 1992 No. Is. 55(2) (0 (5) Eire] 

(I) If a question with respect to a standard patent or application for a 
standard patent is referred by any person to the Registrar or the court under 
section 13, whether before or after the making of an application for the patent, 
and is not determined before the time when the application is first in order for 
a grant of a patent in pursuance of the application, that fact shall not prevent 
the grant of a standard patent, but on its grant that person shall be treated as 
having referred to the Registrar or the court under section 55 any question 
mentioned in that section which the Registrar or the court thinks appropriate. 

(2) In determining any such question under section 55 the Registrar shall 
exercise only the powers that are available to him for the purposes of 
determining thc same question referred to him under section 13. 

[(/ 1977 c. 37 s. 9 U. K.] 

43. Amendment of standard patent following opposition or 
re\'Ocation proceedings in the designated patent office ,., 

(I) If the specification of the corresponding designated patent in respect 
of a standard patent grantcd under Part II has (whether bcfore or after the 
grant of the standard patent) been amended in the designated patent oflice 
following prescribcd opposition or revocation proceedings, the proprietor of 
the standard patent shall file with the Registrar in thc prescribed manner and 
within the prescribed period a vcrificd copy of the amendcd specification or the 
amcnding order or other prcscribed docul11entation. 
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(2) The Registrar shall record the amendment to the specification of the 
designated patent by making an appropriate entry in the register and upon that 
recording the standard patent shall be treated as having been amended in a like 
manner. 

(3) As soon as practicable after a standard patent has been amended 
under this section the Registrar shall-

(a) publish the amendment; 
(b) advertise the fact of the amendment by notice in the Gazette. 

(4) Any amendment of the specification of a standard patent under this 
section shall have effect from the date of grant of the patent. 

(5) Any amendment of the specification of a standard patent under this 
section shall have effect subject to section 103. 

44. Revocation of standard patent following opposition 
or revocation proceedings in the designated 
patent office 

[cf EPC Art. 102] 

(I) This section applies to any standard patent of which the 
corresponding designated patent has been revoked following prescribed 
opposition or revocation proceedings in the designated patent office. 

(2) The proprietor of a patent to which this section applies shall after 
publication of the revocation by the designated patent office and in the 
prescribed manner file with the Registrar a verified copy of the order of 
revocation or other prescribed documentation. 

(3) The Registrar shall record any filing under subsection (2) and shall 
advertise the fact of such filing by notice in the Gazette. 

(4) A person other than the proprietor of a patent to which this section 
applies may apply to the Registrar in the prescribed manner for an order under 
this subsection, and where on such an application the Registrar is satisfied that 
the patent is one to which this section applies he shall, subject to subsection 
(5), order that the patent be revoked. 

(5) The Registrar may, if he thinks fit, refer any application under 
subsection (4) to the court and the court shall have jurisdiction to make an 
order for the revocation of the patent. 

(6) Upon the Registrar advertising the fact of a filing by the proprietor 
of a patent under subsection (2) in the Gazette, or upon the making of an order 
by the Registrar under subsection (4) or by the court under subsection (5) for 
the revocation of a patent, the patent shall be treated as never having had 
effect. 

[cf EPC Art. 102] 
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Patents generally 

45. Mention of invcntor 

(I) The inventor or joint inventors of an invention shall have a right to 
be mentioned as such in any patent granted for the invention. 

(2) Where a person has been mentioned in a patent as sole or joint 
inventor in pursuance of this section, any other person who alleges that the 
former ought not to have been so mentioned may at any time after the grant of 
the patent request the Registrar to make a finding to that effect; and if the 
Registrar makes such a finding he shall accordingly amend the register and any 
undistributed copies of the patent, and may issue a certificate to the effect of 
his finding. 

[Cl 1977 c. 37 s. 13 u.K.; 1992 No.1 s. 17 Eire] 

46. Gencral power to amend specification after grant 

(I) Subject to section 103, the proprietor of a patent granted under this 
Ordinance may apply to the court to amend the specification of the patent and 
the court may by order allow any such amendment subject to such conditions 
as it thinks fit. 

(2) No such amendment shall be allowed if there are pending before the 
court proceedings in which the validity of the patent may be put in issue. 

(3) An amendment of a specification of a patent under this section shall 
have effect and be deemed always to have had effect as from the grant of the 
patent. 

(4) Any person wishing to oppose an application under this section may, 
in accordance with rules of court, give to the court notice of opposition; and 
the court shall consider the opposition in deciding whether to grant the 
application. 

(5) Upon receipt of the court order and supporting documents filed in 
the prescribed manner the Registrar shall record the amendments to the 
specification of the patent and shall publish this and ad~'ertise the fact by 
notice in the Gazette. 

(6) The Registrar may, without any application being made to the court 
or to him for the purpose, amend the specification of a patent so as to 
acknowledge a registered trade mark. 

(7) Rules of court may provide for the notification of any application 
under this section to the Registrar and for his appearance on the application 
and for giving effect to any order of the court on the application. 

[Cl 1977 c. 37 .1". 27 U. K.] 
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47. Patent not to be impugned for lack of unity 

No person may in any proceedings object to a patent or to an amendment 
of a specification of a patent on the ground that the claims contained in the 
specification of the patent, as they stand or, as the case may be, as proposed to 
be amended, rclate~ 

(a) to more than one invention; or 
(b) to a group of inventions which are not so linked as to form a 

single inventive concept. 
[eI 1977 c. 37 s. 26 u.K.] 

48. Surrender of patents 

(I) The proprietor ofa patent may at any time by written notice given to 
the Registrar ofrer to surrender his patent. 

(2) Any person may give notice to the Registrar or his opposition to the 
surrender or a patent under this section, and ir he does so the Registrar shall 
notify the proprietor or the patent and, subject to subsection (4), shall 
determine the question. 

(3) If the Registrar is satisfied that the patent may properly be 
surrendered he may accept the orrer and, as rrom the date on which notice or 
his acceptance is advertised in the Gazette, the patent shall cease to have errect, 
but no action ror inrringement shall lie in respect or any act done berore that 
date and no right to compensation shall accrue ror any Government use or the 
patented invention berore that date. 

(4) The Registrar may ir he thinks fit rerer the matter to the court ror 
determination. 

49. Registrar's power to revoke patent on 
grounds of "ordre public" or morality 

[eI 1977 c. 37 s. 29 u.K.] 

(I) Any person may at any time after a patent has been granted ror an 
invention under this Ordinance rerer to the Registrar the question or whether, 
having regard to any or the matters specified in section 93(5), the invention is 
a patentable invention. 

(2) Where a question is so rererred~ 
(a) subject to paragraph (b), the Registrar shall determine the 

question; 
(h) the Registrar may ir he thinks fit rerer the question to be 

determined by the court and, without prejudice to the court's 
jurisdiction apart rrom this paragraph to determine any such 
question, the court shall have jurisdiction to do so. 
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(3) If the Registrar or the court determines that the invention is not a 
patentable invention by reason of any of the matters specified in section 93(5) 
he or it shall order that the patent shall be revoked and upon the making of 
such an order the patent shall be treated as never having had effect. 

(4) Any person may oppose a reference under subsection (2). 

PART V 

PROPERTY IN PATENTS AND ApPLICATIONS; REGISTRATION 

50. Nature of, and transactions in, patents 
and applications for patents 

(I) Any patent or application for a patent is personal property (without 
being a thing in action), and any patent or any such application and rights in 
or under it may be transferred, created or granted in accordance with 
subsections (2) to (7). 

(2) Subject to section 54, any patent or any such application, or any right 
in it, may be assigned or mortgaged. 

(3) Any patent or any such application or right shall vest by operation of 
law in the same way as any other personal property and may be vested by an 
assent of personal representatives. 

(4) Subject to section 54, a licence may be granted under any patent or 
any such application for working the invention which is the subject of the 
patent or the application; and-

(a) to the extent that the licence so provides, a sub-licence may be 
granted under any such licence and any such licence or sub­
licence may be assigned or mortgaged; and 

(b) any such licence or sub-licence shall vest by operation of law in 
the same way as any other personal property and may be vested 
by an assent of personal representatives. 

(5) Subsections (2) to (4) shall have effect subject to this Ordinance. 
(6) Any of the following transactions, that is to say-

(a) any assignment or mortgage of a patent or any such application, 
or any right in a patent or any such application; 

(b) any assent relating to any patent or any such application or right, 
shall be void unless it is in writing and is signed by or on behalf of the assignor, 
mortgagor or party granting such assent as the case may be (or, in the case of 
an assent or other transaction by a personal representative, by or on behalf of 
the personal representative) or in the case of a body corporate is so signed or 
is under the seal of that body. 
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(7) An assignment of a patent or any such application or a share in it, 
and an exclusive licence granted under any patent or any such application, may 
confer on the assignee or licensee the right of the assignor or licensor to bring 
proceedings by virtue of section 80 or 88 for a previous infringement or to 
bring proceedings under section 72 for a previous act. 

[eI 1977 c. 37.1'. 30 u.K.] 

51. Register of patents 

(I) The Registrar shall keep a register to be known as the register of 
patents, which shall comply with rules made for the purposes of this section 
and shall be kept in accordance with such rules. 

(2) Without prejudice to any other provision of this Ordinance--­
(il) rules shall be made providing for the registration or--

(i) patents and of published applications for standard patents; 
and 

(ii) transactions, instruments or events affecting rights in or under 
patents and published applications for standard patents; 

(h) rules made for the purposes of this section may provide, in 
connection with rules made for the purposes of paragraph (a), 
for-

(i) the furnishing to the Registrar of any prescribed documents 
or description of documents in connection with any matter 
which is required to be registered; 

(ii) the correction of errors in the register and in any documents 
filed with the Registrar in connection with registration; and 

(iii) the publication and advertisement of anything done under 
this Ordinance in relation to the register; and 

(e) rules made for the purposes of this section may provide for 
notification to the Registrar of any mailer affecting the property 
in an application for a patent. 

(3) Notwithstanding subsection (2)(a)(ii), no notice of any trust, whether 
express, implied or constructive, shall be entered in the register and the 
Registrar shall not be affected by any such notice. 

(4) The register need not be kept in documentary form. 
(5) Subject to any rules, the public shall have a riglrt to inspect the 

register at the registry at all convenient times. 
(6) Any person who applies for a certified copy of an entry in the register 

or a certified extract from the register shall be entitled to obtain such a copy or 
extract on payment of a fee prescribed in relation to certified copies and 
extracts; and rules may provide that any person who applies for an uncertified 
copy or extract shall be entitled to such a copy or extract on payment of a fee 
prescribed in relation to uncertified copies and extracts. 
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(7) Applications under subsection (6) or rules made by virtue of that 
subsection shall be made in such manner as may be prescribed. 

(8) In relation to any portion of the register kept otherwise than ill 
documentary form --

(a) the right of inspection conferred by subsection (5) is a right to 
inspect the material on the register; and 

(11) the right to a copy or extract conferred by subsection (6) or rules 
is a right to a copy or extract in a form in which it can be taken 
away and in which it is visible and legible. 

(9) Subject to subsection (12), the register shall be prima facie evidence 
llf anything required or authorized by this Ordinance to be registered. 

(10) ;\ certificate purporting to be signed by the Registrar and certifying 
that any entry which he is authorized by this Ordinance to make has or has not 
been made, or that any other thing which he is so authorized to do has or has 
not been done, shall be prima facie evidence of the matters so certified. 

(II) Each of the following, that is to say-
(a) a copy of an entry in the register or an extract from the register 

which is supplied under subsection (6); 
(b) a copy of any document kept at the registry or an extract from 

any such document, any specification of a patent or any 
application for a standard patent which has been published, 

which purports to be a certified copy or a certified extract shall, subject to 
subsection (12), be admitted in evidence without further proof and without 
production of any original. 

(12) This section is without prejudice to section 22A, 2213, 50 or 51 of the 
Evidence Ordinance (Cap. 8) or any provision made by virtue of any of those 
sections. 

(13) I n this section "certified copy" (t~ rl\U'ilj Jf() and "certi!ied extract" (f~m 
li~Wt) mean a copy and extract certified by the Registrar and sealed with the 
seal of the Registrar. 

[eI 1977 c. 37 s. 32 u.K.] 

52. Effect of registration procedures Oil rights in patents 

(I) Any person who claims to have acquired the propert~ in a patent or 
application for a patent by virtue of any transaction, instrument or event to 
which this section applies shall be entitled as against any other person who 
claims to have acquired that property by virtue of an earlier transaction, 
instrument or event to which this section applies if, at the time of the later 
transaction, instrument or event--

(a) either-
(i) applicatiqn has not been made for registration of the earlier 

transaction, instrument or event; or 



A 1498 Onl. No. 52 or 1997 PATENTS 

(ii) in the case of any application for a standard patent which 
has not been published or any application for a short-term 
patent, notice of the earlier transaction, instrument or event 
has not been given to the Registrar in accordance with rules 
(if any) made for the purposes of section 51 (2)(c); and 

(h) the person claiming under the later transaction, instrument or 
event did not know of the earlier transaction, instrument or 
event. 

(2) Subsection (I) shall apply equally to the case where any person claims 
to have acquired any right in or under a patent or application for a patent by 
virtue of a transaction, instrument or event to which this section applies, and 
that right is incompatible with any such right acquired by virtue of an earlier 
transaction. instrument or event to which this section applies. 

0) This section applies to the following transactions, instruments and 
events-

(a) the assignment of a patent or application for a patent, or a right 
in it; 

(h) the mortgage of a patent or application or the granting of 
security over it; 

(c) the grant or assignment of a licence or sub-licence or mortgage 
of a licence or sub-licence under a patent or application; 

(£I) the death of the proprietor or one of the proprietors of any such 
patent or application or any person having a right in or under a 
patent or appliC<ltion and the vesting by an assent of personal 
representatives of a patent, application or any such right; 
and 

(c) any order or directions of a court or other competent authority 
transferring a patent or application or any right in or under it to 
any person and the event by virtue of which the court or 
authority had power to make any such order or give any such 
directions. 

[ef 1977 c. 37 s. 33 u.K.] 

53. Rectification of register 

(I) The court may, on the application of any person aggrieved, order the 
register to be rectiried by the making, or the variation or dcletion. of any entry 
in it. 

(2) In proceedings under this section the court may determine any 
question which it may be necessary or expedient to decide in connection with 
the rectification of the register. 

[ct. 1977 c. 37.1'. 34 u.K.] 
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54. Co-ownership of patents and 
applications for patents 

PATENTS 

(I) Where a patent is granted to 2 or more persons each of them shall, 
subject to any agreement to the contrary, be entitled to an equal undivided 
share in the patent. 

(2) Where 2 or more persons are proprietors of a patent, then, subject to 
this section and to any agreement to the contrary, each of them shall be 
entitled. by himself or his agent, to do in respect of the invention concerned, 
for his O\vn benefit and without the consent of or the need to account to the 
other or others, any act which would apart from this subsection and sections 
6S and 69 amount to an infringement of the patent concerned; and any such 
act shall not amount to an infringement of the patent concerned. 

(3) Subject to sections 13 and 55 and to any agreement for the time being 
in force, where 2 or more persons arc proprietors of a patent one of them shall 
not without the consent of the other or others grant a licence under the patent 
or assign or mortgage a share in the patent. 

(4) Subject to those sections, where 2 or more persons arc proprietors of 
a patent. anyone else may supply one of those persons with the means, relating 
to an essential element of the invention, for putting the invention into effect, 
and the supply of those means by virtue of this subsection shall not amount to 
an infringement of the patent. 

(5) Where a patented product is disposed of by any of 2 or more 
proprietors to any person, that person and any other person claiming through 
him shall be entitled to deal with the product in the same way as if it had been 
disposed of by a sole registered proprietor. 

(6) Nothing in subsection (I) or (2) ,hall affect the mutual rights or 
obligations of trustees or of the personal representatives of a deceased person, 
or their rights or obligations as such. 

(7) This scction shall have effect in relation to an application for a patent 
as liled as it has effect in relation to a patent and ~~ 

(0) references to a patent and a patent being granted shall 
accordingly include references respectively to any such 
application and to the application being filed: and 

(/J) the reference in subsection (5) to a patented product shall be 
construed accordingly. " 

55. Determination of right to patent 
after grant 

[ct: 1977 c. 37.1'. 36 u.K.; EPC Art. 59] 

(I) After a patent has been granted for an invention any person having 
or claiming a proprietary interest in or under the patent Illay refer to the court 
the question---
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(1I) who is or are the true proprietor or proprietors of the patent; 
(11) whether the patent should have been granted to the person or 

persons to whom it was granted; or 
(1') whether any right in or under the patent should be transferred or 

granted to any ot her person or persons, 
and the court shall determine the question and make such order as it thinks lit 
to give effect to the determination. 

(2) Without prejudice to the generality of subsection (I), an order under 
that subsection may contain provision-

(a) directing that the person by whom the reference is made under 
that subsection shall be included (whether or not to the exclusion 
or any other person) among the persons registered as proprietors 
of' the patent; 

(11) directing the registration of a transaction, instrument or event by 
virtue of which that person has acquired any right in or under 
the pa ten t; 

(e) granting any licence or other right in or under the patent; 
(tI) directing the proprietor or the patent or any person having any 

right in or under the patent to do anything specilied in the order 
as necessary to carry out the other provisions of the order. 

(3) II' any person to whom directions have been given under subsection 
(2)(iI) fails to do anything necessary for carrying out any such directions 
within 14 days after the date or the order containing the directions, the court 
may. on application made to it by any person in whose ravour or on whose 
reference the order containing the directions was made, authorize him to do 
that thing on behalr of the person to whom the directions were given. 

(4) Where the court finds on a rererencc under this section that the 
patent was granted to a person not entitled to be granted that patent (whether 
alone or with other persons) and on an application made under section 91 
makes an order on that ground ror the conditional or unconditional revocation 
or the patent, the court may order that the person by whom the application 
was made or h is successor in t i lie may, su bject to section IOJ, make a new 
application for a patent--

(1I) in the case of unconditional revocation, for the whole of the 
matter comprised in the specilication of that patr-nl; and 

(h) in the case of conditional revocation, for the matter which in the 
opinion of the court should be excluded from that specilication 
by amendment under section 102. 

(5) Where a new application for a patent is made under subsection (4), it 
shall be trcated-

(a) as having been liled on the date or filing the application to which 
the reference relates; and 
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(b) as having the same date of filing and, where the reference under 
this section is in respect of a standard patent, as having the same 
deemed date of filing, as the application to which the reference 
relates. 

(6) Where the reference under this section is in respect of a standard patent, 
the court may order in respect of any new application under subsection (4)-

(a) that all or any of the requirements of section 15(2) or (3) or 23(3) 
or (4) be dispensed with; and 

(b) that the person making the new application shall for the 
purposes of that application be deemed to have filed a request to 
record having the same date of filing as the request to record in 
the application for the patent to which the reference relates. 

(7) On any such reference as is mentioned in subsection (4) no order shall 
be made under this section transferring the patent to which the reference 
relates on the ground that the patent was granted to a person not so entitled, 
and no order shall be made under subsection (4) on that ground, if the 
reference was made after the end of 2 years beginning with the date of the 
grant, unless it is shown that any person registered as a proprietor of the 
patent knew at the time of the grant or, as the case may be, of the transfer of 
the patent to him that he was not entitled to the patent. 

(8) Where a question is referred to the court under this section an order 
shall not be made by virtue of subsection (2) or under subsection (4) on the 
reference unless notice of the reference is given to all persons registered as 
proprietor of the patent or as having a right in or under the patent except those 
who are parties to the reference. 

[cf 1977 c. 37 s. 37 U.K] 

56. Effect of transfer of patent under section 55 

(1) Where an order is made under section 55 that a patent shall be 
transferred from any person or persons (the old proprietor or proprietors) to 
one or more persons (whether or not induding an old proprietor), then, except 
in a case falling within subsection (2), any licences or other rights granted or 
created by the old proprietor or proprietors shall, subject to section 50 and to 
the provisions of the order, continue in force and be treated as granted by the 
person or persons to whom the patent is ordered to be transferred (the new 
proprietor or proprietors). 

(2) Where an order is so made that a patent shall be transferred from the 
old proprietor or proprietors to one or more persons none of whom was an old 
proprietor (on the ground that the patent was granted to a person not entitled to 
be granted the patent), any licences or other rights in or under the patent shall, 
subject to the provisions of the order and subsection (3), lapse on the registration 
of that person or those persons as the new proprietor or proprietors of the patent. 
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(3) Where an order is so made that a patent shall be transferred as 
mentioned in subsection (2) or that a person other than an old proprietor may 
make a new application for a patent and before the reference of the question 
under section 55 resulting in the making of any such order is registered, the old 
proprietor or proprietors or a licensee of the patent, acting in good faith, 
worked the invention in question in Hong Kong or made effective and serious 
preparations to do so, the old proprietor or proprietors or the licensee shall on 
making a request to the new proprietor or proprietors within the prescribed 
period be entitled to be granted a licence (but not an exclusive licence) to 
continue working or, as the case may be, to work the invention, so far as it is 
the subject of the new application. 

(4) Any such licence shall be granted for a reasonable period and on 
reasonable terms. 

(5) The new proprietor or proprietors of the patent or any person 
claiming that he is entitled to be granted any such licence may refer to the 
court the question whether that person is so entitled and whether any such 
period is or terms are reasonable, and the court shall determine the question 
and may, if it considers it appropriate, order the grant of such a licence. 

[cf 1977 c. 37 s. 38 u.K.] 

PART VI 

EMPLOYEES' INVENTIONS 

57. Right to employees' inventions 

(1) Notwithstanding anything in any rule of law, an invention made by 
an employee shall, as between him and his employer, be taken to belong to his 
employer for the purposes of this Ordinance and all other purposes if-

(a) it was made in the course of the normal duties of the employee 
or in the course of duties falling outside his normal duties, but 
specifically assigned to him, and the circumstances in either case 
were such that an invention might reasonably be expected to 
result from the carrying out of his duties; or 

(b) the invention was made in the course of the duties of th~ 
employee and, at the time of making the invention, because oj 
the nature of his duties and the particular responsibilities arisin~ 
from the nature of his duties he had a special obligation tc 
further the interests of the employer's undertaking. 

(2) Any other invention made by an employee shall, as between him anc 
his employer, be taken for those purposes to belong to the employee. 

(3) Where by virtue of this section an invention belongs, as between hirr 
and his employer, to an employee, nothing done-
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(1I) by or on behalf of the employee or any person claiming under 
him for the purposes of pursuing an application for a patent; or 

(11) by any person for the purpose of performing or working the 
invention, 

shall be taken to infringe any protected layout-design (topography) right to 
which, as between him and his employer, his employer is entitled in any model 
or document relating to the invention. 

kl 1977 c. 37.1'.39 u.K.] 

58. Compensation of employees for certain inventions 

(I) Where it appears to the court on an application made by an employee 
within the prescribed period that--

(1I) the employee has made an invention belonging to the employer 
for which a patent has been granted; 

(b) the patent is (having regard among other things to the size and 
nature of the employer's undertaking) of outstanding benefit to 
the employer; and 

(e) by reason of those facts it is just that the employee should be 
awarded compensation to be paid by the employer, 

the court may award him such compensation of an amount determined under 
section 59. 

(2) Where it appears to the court on an application made by an employee 
within the prescribed period that---

(a) a patent has been granted for an invention made by and 
belonging to the employee; 

(h) his rights in the invention, or in an) patent or application for a 
patent for the invention, have since the commencement of this 
section been assigned to the employer or an exclusive licence 
under the patent or application for a patent has since the 
commencement of this section been granted to the employer; 

(e) having regard to all the circumstances of the case, including the 
terms of the contract of assignment or grant or any ancillary 
contract ("the relevant contract"), the benefit derived by the 
employee from the relevant contract is inadequate in relation to 
the benefit derived by the employer from the patent; and 

(d) by reason of those facts it is just that the employee should be 
awarded compensation to be paid by the employer in addition to 
the benefit derived from the relevant contract, 

the court may award him such compensation of an amount determined under 
section 59. 

(3) Subsection (2) shall have effect notwithstanding anything in the 
relevant contract or any agreement applicable to the invention. 
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(4) References in this section to 3n invention belonging to an employer 
or an employee are references to it so belonging as between the employer and 
the employee. 

kl 1CJ77 c. 37 s. 40 U. K.] 

59. Amount of compensation 

( I) An award of compensation to an employee under section 58( I) or (2) in 
relation to a patent for an invention shall be such as will secure for the employee 
a fair share (having regard to all the circumstances) of the benefit which the 
employer has derived, or may reasonably be expected to derive, from-

(a) the patent; or 
(h) the assignment or grant to a person connected with the employer 

of--
(i) the property or any right in the invention; or 

(ii) the property in, or any right in or undcr, an application for 
that patent. 

(2) For thc purposes of subsection (I), the amount of any benelit derived 
or expected to bc dcrived by an cmployer from thc assignment or grant of­

(a) the property in, or any such right in or under-
(i) a patcnt for the invcntion; or 

(ii) an application for such a patent; or 
(b) the property or any right in the invention, 

to a person connccted with him shall be takcn to bc the amount which could 
reasonably be expected to be so derived by the employer if that pcrson had not 
been connected with him. 

(3) In detcrmining the fair share of the bcnelit to be securcd for an 
employce in respect of a patent for an invcntion which has always belonged to 
an employer, the court shall, among other things, take the following matters 
into account, that is to say--

(0) the nature of the employee's duties, his rcmuneration and the 
other advantagcs hc dcrives or has dcrived from his employment 
or has derived in relation to thc invcntion under this Ordinance; 

(h) the effoi"t and skill which the employee has devoted to making 
the invention; .,. 

(c) thc effort and skill which any other person has devoted to 
making thc invention jointly with thc employee concerned, and 
thc advice and other assistancc contributed by any other 
employee who is not a joint inventor of the invention; and 

(d) the contribution madc by the employer to the making, developing 
and working of the invention by the provision of advice, facilities 
and othcr assistance, by the provision of opportunities and by his 
managerial and commercial skill and activities. 
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(4) In determining the fair share of the benefit to be secured for an 
employee in respect of a patent for an invention which originally belonged to 
him. the court shall, among other things, take the following matters into 
account. that is to say~-

(1I) any conditions in a licence or licences granted under this 
Ordinance or otherwise in respect of thc invention or the patcnt; 

(h) the cxtent to which the invention was made jointly by the 
employee with any othcr pcrson: and 

(e) thc contribution made by the employcr to the making, developing 
and working of the invcntion as mentioncd in subsection (3)(d). 

(5) Any order for the payment of compensation under section 58 may be 
an order for the payment of a lump SUIll or for periodical payment, or both. 

«() Without prejudice to section 39(1) of the Intcrprctation and Gencral 
Clauses Ordinance (Cap. I), the refusal of the court to make any such order on 
an application made by an employee under section 58 shall not prevent a 
further application being made under that section by him or any successor in 
title of his. 

(7) Where the court has made any such order, the court may on the 
application of either the employer or the employee vary or discharge it or 
su~pcnd any provision of the order and revivc any provision so suspended. 

611. Enforceability of contracts relating 
to employees' inventions 

[cr 1977 (', 37 .1". 41 U. K. ] 

(I) This section applies to any contract (whenever made) relating to 
invcntions made by an employce, being a contral'l cntered into by him-

(1I) with the cmploycr (alone or with another); or 
(h) with some other person at thc rcquest of the employcr or 111 

pursuance of the cmployee's contract of employment. 
(2) Any term in a contract to which this scction applies which diminishcs 

thc employce's rights in inventions of any description made by him after the 
commencemcnt of this scction and the date of thc contract, or in or under 
patents for thosc inventions or applications for such patents, shall be 
unenforceable against him to the extent that it diminishes I~s rights in an 
ill\cntion of that description so madc, or in or undcr a patent for such an 
invcntion or an application for any such patcnt. 

(.~) Subsection (2) is without prejudice to any duty of confidcntiality 
{)\\'Cli to his employcr by an employee by virtue of any rule of law or otherwise. 

(4) This section applies to any arrangemcnt made with a public officer in 
the course of his duties as it applies to any contract made between an employee 
and an employer other than the Government. 

[er 1977 c. 37.1'. 42 U. K.] 
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61. SUl'plcmcntary 

(I) Sections 57 to 60 shall not apply to an invention made berore the 
commencement or this Ordinance. 

(2) Sections 57 to 60 shall not apply to an invention made by an 
employee unless at the time he made the invention one or the rollowing 
conditions was satisfied in his case, that is to say-

(a) he was mainly employed in Hong Kong; or 
(b) he was not mainly employed anywhere or his place or 

employment could not be determined, but his employer had a 
place or business in Hong Kong. to which the employee was 
attached, whether or not he was also attached elsewhere. 

(3) In sections 57 to 60 and this section, except so rar as the context 
otherwise requires, rererences to the making or an invention by an employee 
are rererences to his making it alone or jointly with any other person, but do 
not include rererences to his merely contributing advice or other assistance in 
the making or an invention by another employee. 

(4) Any rererences in sections 57 to 60-
(a) to a patent are references to a patent or other rorms or 

protection ror an invention; 
(h) to a patent being granted are rererences to its being granted, 

whether under the law or I long Kong or the law in rorce in any other country, 
territory or area or under any treaty or international convention. 

(5) For the purposes or sections 58 and 59 the benefit derived or expected 
to be derived by an employer rrom a patent shall, where he dies berore any 
award is made under section 58 in respect or the patent, include any benefit 
derived or expected to be derived rrom the patent by his personal 
representatives or by any person in whom the patent was vested by their assent. 

(6) Where an employee dies berore an award is made under section 58 in 
respect or a patented invention made by him, his personal representatives or 
their successors in title may exercise his right to make or proceed with an 
application ror compensation under subsection (I) or (2) or that section. 

(7) In sections 58 and 59 and this section "benefit" (,f1Jj,~) means benefit 
in money or money's worth. 

(8) In section 59(2)-
"person connected with" ({fIMH.!li(I~A), in relation to an employer, means---

(a) where the employer is a natural person­
(i) a relalive or the employer; 

(ii) a partner or the employer and any relalive or Ihal partner; 
(iii) a partnership in which the employer is a partner; 
(iv) any corporation conlrolled by the employer, by a partner or 

the employer or by a partnership in which the employer is a 
parlner; 
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(v) any director or principal orricer of any slIch corporation as 
is referred to in sllbparagr~lph (iv); 

(h) where the employer is a corporation --
(i) any associated corporation; 

(ii) any person who controls the corporation and any partner of 
such person, and, where either such person is a natural 
person, any relative of such person; 

(iii) any director or principal orricer of that corporation or of 
any associated corporation and any relative of any such 
director or orticer; 

(iv) any partner of the corporation and, where such partner is a 
natural person, any relative of such partner; 

(e) where the employer is a partnership-
(i) any partner of the partnership and where such partner is a 

partnership any partner of that partnership, any partner 
with the partnership in any other partnership and where 
such partner is a partnership any partner of that partnership 
and where any partner of, or with, or in any of the 
partnerships mentioned in this subparagraph is a natural 
person, any relative of such partner; 

(ii) any corporation controlled by the partnership or by any 
partner thereof or, where such a partner is a natural person, 
any relative of such partner; 

(iii) any corporation of which any partner is a director or 
principal orricer; 

(iv) any director or principal of ricer of a corporation referred to 
in subp~\ragraph (ii); 

and for the purposes of that derinition-
"associated corporation" ({n~~WI\IJI), in relation to a person, means­

(a) a corporation over which the person has control; 
(h) if the person is a corporation~--

(i) a corporation which has control over the person; or 
(ii) a corporation which is under the control of the same person 

as is the first-mentioned person; 
"control" (h'Ji'J), in relation to a corporation, means the power of a person to 

secure--
(a) by means of the holding of shares or the possession of voting 

power in or in relation to that or any other corporation; or 
(h) by virtue of any powers conferred by the articles of association 

or other document regulating that or any other corporation, 
that the affairs of the first-mentioned corporation are conducted in 
accordance with the wishes of that person; 

"principal officer" ( U~- Jd!) Illeans--
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(a) a person employed by a corporation who, either alone or jointly 
with one or more other persons, is responsible under the 
imlllediate authority or the directors for the conduct of the 
business of the corporation; or 

(h) a person so employed who, under the immediate authority of a 
director of the corporation or a person to whom paragraph (a) 
applies, exercises managerial functions in respect or the 
corporation; 

"relative" (.f:\UlfJ) means the spouse, parent, child, brother or sister of the 
relevant person, and, in deducing such a relationship, an adopted child 
shall be deemed to be a child both of the natural parents and the adopting 
parent and a step child to be the child of both the natural parents and of 
any step parent. 

PART VII 

CONTR/\cTS AS TO PATENTED PRODUCTS, ETC. 

62. AHlidance of certain restrictive conditions 

(I) Subject to this section, any condition or term of a contract for the 
supply of a patented product or of a licence to work a patented invention, or 
of a contract relating to any such supply or licence, shall be void in so far as it 
pu rports---

(1I) in the case of a contract for ~upply, to require the person 
supplied to acquire from the supplier, or his nominee, or 
prohibit him from acquiring from any specified person, or from 
acquiring except from the supplier or his nominee, anything 
other than the patented product; 

(h) in the case of a licence to work a patented invention, to require 
the licensee 10 acquire from the licensor or his nominee, or 
prohibit him from acquiring frol11 any specified person. or from 
acquiring except from the licensor or his nQminee. anything 
other than the product which is the patented invention or (if it is 
a process) other than any product oblained directly by means of 
the process or to which the process has been applied; 

(e) in either case, to prohibit the person supplied or licensee from 
using articles (whether patented products or not) which are not 
supplied by, or any patented process which docs not belong to, 
the supplier or licensor. or his nominee. or to restrict the right of 
the person supplied or liccnsce to use any such articles or process. 
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(2) Subsection (I) docs not apply to contracts made or licences granted 
before the commencement of this Ordinance. 

(3) In proceedings against any person for infringement of a patent it 
shall be a defence to prove that at the time of the infringement there was in 
force a contract relating to the patent made by or with the consent of the 
plaintiff or a licence under the patent granted by him or with his consent and 
containing in either case a condition or term void by virtue of this section. 

(4) A condition or term of a contract or licence shall not be void by 
virtue of this section if-

(a) at the time of the making of the contract or granting of the 
licence the supplier or licensor was willing to supply the product, 
or grant a licence to work the invention, as the case may be, to 
the person supplied or licensee, on reasonable terms specified in 
the contract or licence and without any such condition or term 
as is mentioned in subsection (I); and 

(17) the person supplied or licensee is entitled under the contract or 
licence to relieve himself of' his liability to observe the condition 
or term on giving to the other party 3 months' notice in writing 
and subject to payment to that other party of such compensation 
(being, in the case of a contract to supply, a lump sum or rent for 
the residue of the term of the contract and, in the case of a 
licence, a royalty for the residue of the term of the licence) as 
may in default of agreement between the parties be determined 
by an arbitrator appointed by the parties. 

(5) If in any proceeding it is alleged that any condition or term of a 
contract or licence is void by virtue of this sect ion it shall lie on the supplier or 
licensor to prove the matters set out in subsection (4)(a). 

(6) A condition or term of a contract or licence shall not be void by 
virtue of this section by reason only-

(a) that it prohibits any person from selling goods other than those 
supplied by a specified person; or 

(b) in the case of a contract for the hiring of or licence to use a 
patented product, that it reserves to the bailor or licensor, or his 
nominee, the right to supply such new parts of the patented 
product as may be required to put or keep it in repair. 

[eI 1977 c. 37 s. 44 u.K.] 

63. Determination of parts of certain contracts 

(I) This section applies to-
(a) any contract for the supply of a patented product; 
(b) any licence to work a patented invention; or 
(e) any contract relating to any such supply or licence, 
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where thc patcnt or all the patcnts by which the product or invention was 
protectcd at thc timc of the making of the contract or granting of thc licence 
has or havc ccased to be in force. 

(2) Notwithstanding anything to the contrary in the contract or licence 
or in any other contract, a contract or licence to which this scction applies may 
to the extent (and only to the extcnt) that the contract or licence relates to the 
product or invention, be determined by either party on giving 3 months' notice 
in writing to the other party. 

(3) In subsection (I) "patentcd product" (W,fIJr'rUdd and "patented 
invention" (W,fIJ~~Ilfl) include respectively a product and an invention which is 
the subject of an application for a patent, and that subsection shall apply in 
relation to a patent by which any such product or invention was protected and 
which was granted aftcr the time of the making of the contract or granting of 
thc licence in question, on an application for a patcnt which had becn rilcd 
before that time, as it applics to a patent in force at that time. 

(4) If, on an application under this subscction made by either party to a 
contract or liccnce falling within subsection (I), the court is satisfied that, in 
consequcnce of thc patcnt or patents conccrned ceasing to be in forcc, it would 
bc unjust to rcquire thc applicant to continue to comply with all tcrms and 
conditions of the contract or licence, it may make sllch order varying those 
terms or conditions as, having rcgard to all thc circumstances of the case, it 
thinks just as betwccn the partics. 

(5) The foregoing provisions of this section apply to contracts and 
liccnces whether madc bcfore or aftcr the commencement of this scction. 

(0) The provisions of this section shall be without prcjudice to any rule 
of law relating to the frustration of contracts and any right of determining a 
contract or licence exercisablc apart !'rUII! this section. 

kl 1977 c. 37 s. 45 u.K.] 

PART VIII 

COMPULSORY LICENCES FOR STANDARD PATENTS 

64. Compulsory licences for standard patents 

(I) At any time after the expiration of 3 years from the date of grant of 
a standard patent any person may apply to the court on one or more of the 
grounds specified in subsection (2)-

(a) for a licence under the patent; 
(fJ) where the applicant is the Government, for the grant of a licence 

under the patent to any person specified in the application. 
(2) The grounds refcrred to in subscction (I) arc--
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(II) where the patented invention is capable of being commercially 
worked in I long Kong, that it is not being so worked or is 
not being so worked to the fullest extent that is reasonably 
practicable; 

(b) where the patented invention is a product, that a demand for the 
product in Hong Kong is not being met on reasonable terms; 

(c) where the patented invention is capable of being commercially 
worked in Hong Kong by manufacture, that it is being prevented 
or hindered from being so worked-

(i) in the case of a product, by the importation of the product; 
or 

(ii) in the case or a process, by the importation of a product 
obtained directly by means of the process or to which the 
process has been applied; 

(t/) that by reason of the refusal by the proprietor of the patent to 
grant a I icence or licences on reasonable terms---

(i) the working or efficient working in Hong Kong of any 
other patented. invention which involves an important 
technical advance of considcrable economic significance in 
relation to the patent is prcvented or hindered; or 

(ii) the establishment or development or commercial or 
industrial activities in I long Kong is unfairly prejudiced; or 

(c) that by reason of conditions imposed by the proprietor of the 
patent on the grant of licences under the patent, or on the disposal 
or use of the patented product or on the use of the patented process, 
the manufacture, use or disposal of materials not protected by 
the patent or the establislllllcill or development of commercial or 
industrial activities in Hong Kong, is unfairly prt:iudiced. 

0) The court may, if it is satisfied that any of those grounds are 
established, and subject to subsections (4) and (5), order the grant of a licence 
on such terms as it thinks fit---

(a) to the applicant, where the application is made under subsection 
(I)(a); or 

(/1) to the person specified in the application. where the application 
is made under subsection (I )(/J). 

(4) Where the application is made on the ground that the patented 
invention is not being commercially worked in Hong Kong or is not being so 
worked to the fullest extent that is reasonably practicable, and it appears to the 
court that the time which has elapsed since the grant of the patent was advertised 
in the Gazelle has for any reason been insufficient to enable the invention to be 
so worked, the court may adjourn the hearing for such period as will in the 
opinion of the court give sufficient time for the invention to be so worked. 
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(5) No order shall be made under this section unless the court is satisfied 
that the applicant has made reasonable efforts to obtain authorization from 
the proprietor on reasonable commercial terms and conditions and that such 
efforts have not been successful within a reasonable period of time. 

(6) No order shall be made under this section in respect of a patent 
("patent A") on the ground mentioned in subsection (2)(d){i) unless the court 
is satisfied that the proprietor of the patent for the other invention ("patent 
B") is able and willing to grant to the proprietor of patent A and his licensees 
a licence under patent B on reasonable terms. 

(7) An order granting a licence under this section shall provide­
(a) that the licence shall be non-exclusive; and 
(b) that such licence shall be non-assignable except with that part of 

the enterprise or goodwill which enjoys the use of the patent 
under the licence, and in the case of a licence granted under 
subsection (6) the licence in respect of patent A shall only be 
assignable with the assignment of the licence on patent B, 

and shall specify the scope and duration of such licence. 
(8) An application may be made under this section in respect of a patent 

notwithstanding that the applicant is already the holder of a licence under the 
patent; and no person shall be estopped from relying on any of the matters 
specified in subsection (2) because of any admission made by him, whether in 
such licence or otherwise or by reason 'of his having accepted such licence. 

65. Provisions about licences 
under section 64 

[cf 1977 c. 37 s. 48 UK] 

(1) Where the court is satisfied, on an application made under section 64 
in respect of a patent, that the manufacture, use or disposal of materials not 
protected by the patent is unfairly prejudiced by reason of conditions imposed 
by the proprietor of the patent on the grant of licences under the patent, or on 
the disposal or use of the patented product or the use of the patented process, 
the court may (subject to the provisions of that section) order the grant of 
licences under the patent to such customers of the applicant as it thinks fit as 
well as to the applicant. 

(2) Where an application under section 64 is made in respect of a patent 
by a person who holds a licence under the patent, the court may-

(a) if it orders the grant of a licence to the applicant, order the 
existing licence to be cancelled; or 

(b) instead of ordering the grant of a licence to the applicant, order 
the existing licence to be amended. 

[cf 1977 c. 37 s. 49 UK] 
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66. Exercise of powers on applications 
under section 64 

PATENTS 

(1) The powers of the court on an application under section 64 in respect 
of a patent shall be exercised with a view to securing the following purposes-

(a) that inventions which can be worked on a commercial scale in 
Hong Kong and which should in the public interest be so 
worked shall be worked there without undue delay and to the 
fullest extent that is reasonably practicable; 

(b) that the inventor or other person beneficially entitled to a patent 
shall receive reasonable remuneration having regard to the 
nature of the invention; 

(e) that the interests of any person for the time being working or 
developing an invention in Hong Kong under the protection of a 
patent shall not be unfairly prejudiced. 

(2) Subject to subsection (1), the court shall, in determining whether to 
make an order in pursuance of such an application, take account of the 
following matters-

(a) the nature of the invention, the time which has elapsed since the 
grant of the patent was advertised in the Gazette and the 
measures already taken by the proprietor of the patent or any 
licensee to make full use of the invention; 

(b) the ability of any person to whom a licence would be granted by 
the court to work the invention to the public advantage; 

(e) the risks to be undertaken by that person in providing capital 
and working the invention if the application for an order is 
granted, 

but the court shall not be required to take account of any such matter occuring 
subsequent to the making of the application. 

(3) Any person aggrieved by an order made under section 64 or 65 may 
apply to the court for an order for the variation or cancellation of the licence 
if the court in all the circumstances should think fit. 

67. Opposition to application under 
sections 64 to 66 

[ef 1977 e. 37 s. 50 u.K.] 

The proprietor of the patent concerned or any other person wishing to 
oppose an application under sections 64 to 66 may, in accordance with rules of 
court, give to the court notice of opposition; and the court shall consider the 
opposition in deciding whether to grant the application. 

[ef 1977 e. 37 s. 52 u.K.] 
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PART IX 

GOVERNMENT USE OF PATENTED INVENTIONS 

68. Declaration of extreme urgency 

The Governor in Council may, for the purposes of applying sections 69 to 
71, by regulation declare a period of extreme urgency whenever he considers it 
to be necessary or expedient in the public interest for the maintenance of 
supplies and services essential to the life of the community or for securing 
sufficient supplies and services essential to the life of the community. 

69. Government use of patents during a 
period of extreme urgency 

(1) During a period of declared extreme urgency a public officer 
authorized in writing by the Governor or any person authorized in writing by 
such public officer may in relation to-

(a) a patented invention, without the consent of the proprietor of 
the patent; or 

(b) an invention in respect of which an application for a patent has 
been filed, without the consent of the applicant, 

do any act in Hong Kong in relation to the invention as appears to the public 
officer or person authorized to be necessary or expedient in connection with 
the urgency giving rise to the declaration under section 68. 

(2) Any act done in relation to an invention by virtue of this section is in 
the following provisions of this section referred to as use, or Government use, 
of the invention; and "use" (~Jtl), in relation to an invention, in section 70 to 
72 shall be construed accordingly. 

(3) Government use may include any act which would, apart from this 
section, amount to an infringement of the patent concerned or, as the case may 
be, give rise to a right under section 88 to bring proceedings in respect of the 
application for a standard patent. 

(4) Any Government use of the invention made at any time either-
(a) after the publication of an application for a standard patent or 

the grant of a short-term patent for the invention; or 
(b) without prejudice to paragraph (a), in consequence of a relevant 

communication made otherwise than in confidence-
(i) after the deemed date of filing of the application for the 

standard patent for the invention or the date of filing of the 
application of the short-term patent for the invention, as the 
case may be; or 

(ii) where priority was claimed, after the date of priority, 
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shall be made on such terms as may be agreed, either before or after the use, 
by the Government and the proprietor of the patent or as may in default of 
agreement be determined by the court on a reference under section 72. 

(5) Where an invention is used by virtue of this section at any time after 
publication of an application for a standard patent for the invention but before 
such a patent is granted, and the terms for its use agreed or determined as 
mentioned in subsection (4) include terms as to payment for the use, then 
(notwithstanding anything in those terms) any such payment shall be 
recoverable only-

(a) after such a patent is granted; and 
(b) if (apart from this section) the use would, if the patent had been 

granted on the date of the publication of the application, have 
infringed not only the patent but also the claims (as interpreted 
by the description and any drawings referred to in the 
description or claims) in the form in which they were contained 
in the application as published. 

(6) The authority of a public officer in respect of an invention may be 
given under this section either before or after the patent is granted, and may be 
given to any person whether or not he is authorized directly or indirectly by the 
proprietor of the patent to do anything in relation to the invention. 

(7) Where any Government use of an invention is made by or with the 
authority of a public officer under this section, then the public officer shall notify 
the proprietor of the patent as soon as practicable, and furnish him with such 
information as to the extent of the use as he may from time to time require. 

(8) A person acquiring anything disposed of in the exercise of powers 
conferred by this section, and any person claiming through him, may deal with 
it in the same manner as if the patent were held on behalf of the Government. 

(9) Any reference in this section to a patented invention, in relation to 
any time, is a reference to an invention to which a patent has before that time 
been, or is subsequently, granted. 

(10) In this section "relevant communication" (1ilMilwnt), in relation to an 
invention, means a communication of the invention directly or indirectly by 
the proprietor of the patent or any person from whom he derives title. 

(11) Subsection (4) is without prejudice to any rule of law relating to the 
confidentiality of information. 

[cf 1977 c. 37 SS. 55 & 56 u.K.] 

70. Rights of third parties in respect of Government use 

(1) The provisions of any licence, assignment or agreement specified in 
subsection (3) are of no effect in relation to-

(a) any Government use of an invention by a public officer, or a 
person authorized by a public officer, by virtue of section 69; or 
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(b) anything done for Government use to the order of a public 
officer by the proprietor of a patent in respect of a patented 
invention or by the proprietor of an application in respect of an 
invention for which an application for a patent has been filed 
and is still pending, 

so far as those provisions-
(i) restrict or regulate the working of the invention, or the use of 

any model, document or information relating to it; or 
(ii) provide for the making of payments in respect of, or calculated 

by reference to, such working or use. 
(2) The reproduction or publication of any model or document in 

connection with a working or use referred to in subsection (1) shall not be 
deemed to be an infringement of any copyright or protected layout-design 
(topography) subsisting in the model or document. 

(3) The licence, assignment or agreement referred to in subsection (I) is 
any licence, assignment or agreement which is made, whether before or after 
the date of commencement of this Ordinance, between any person who is a 
proprietor of or an applicant for the patent, or anyone who derives title from 
any such person or from whom such person derives title (on the one hand). and 
any person whatever other than the Government (on the other hand). 

(4) Where an exclusive licence granted otherwise than for royalties or 
other benefits determined by reference to the working of the invention is in 
force under the patent or application concerned, then-

(a) section 69(4) applies in relation to anything done in respect of 
the invention which, but for this section and section 69(1), would 
be an infringement of the rights of the licensee, with the 
substitution in those provisions of reference to the proprietor of 
the patent with reference to the licensee; and 

(b) section 69(4) does not apply in relation to anything done in 
respect of the invention by the licensee by virtue of an authority 
given under section 69( I). 

(5) Subject to subsection (4), where the patent, or the right to the grant 
of the patent, has been assigned to the proprietor of the patent or application 
in consideration of royalties or other benefits determined by reference to the 
working of the invention, then-

(a) section 69(4) applies in relation to any Government use of 
the invention as if reference to the proprietor of the patent 
included a reference to the assignor, and any sum payable for 
Government use under that subsection shall be divided between 
those persons in such proportion as may be agreed on by them 
or as may in default of agreement be determined by the court on 
a reference under section 72; and 
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(b) section 69(4) applies in relation to any act done in respect of the 
invention for Government use by the proprietor of the patent or 
application to the order of a public officer, as if that act were use 
made by virtue of an authority given under that section. 

(6) Where section 69(4) applies to any use of an invention and a person 
holds an exclusive licence under the patent or application concerned (other 
than such a licence as is mentioned in subsection (4» authorizing him to work 
the invention, then subsections (8) and (9) shall apply. 

(7) In subsections (8) and (9) "the section 69(4) payment" (~ 69(4) f~f;t 
f,x) means such payment (if any) as the proprietor of the patent or application 
and the Government agree under section 69, or the court determines under 
section 72, should be made by the public officer concerned to the proprietor in 
respect of the use of the invention. 

(8) The licensee shall be entitled to recover from the proprietor of the 
patent or application such part (if any) of the section 69(4) payment as may be 
agreed on by them or as may in default of agreement be determined by the 
court under section 72 to be just having regard to any expenditure incurred by 
the licensee~ 

(a) in developing the invention; or 
(b) in making payments to the proprietor in consideration of the 

licence, other than royalties or other payments determined by 
reference to the use of the invention. 

(9) Any agreement by the proprietor of the patent or application and the 
Government under section 69(4) as to the amount of the section 69(4) payment 
shall be of no effect unless the licensee consents to the agreement; and any 
determination by the court under section 69(4) as to the amount of that 
payment shall be of no effect unless the licensee has been informed of the 
reference to the court and is given an opportunity to be heard. 

(10) In this section "the public officer concerned" (1f~0~A~), in 
relation to any Government use of an invention, means the public officer by 
whom or on whose authority the use was made. 

[cf 1977 c. 37 s. 57 u.K.] 

71. Compensation for loss of profit 

(1) Where Government use is made of an invention, the Government 
shall pay~ 

(a) to the proprietor of the patent; or 
(b) if there is an exclusive licence in force in respect of the patent, to 

the exclusive licensee, 
compensation for any loss resulting from his not being awarded a contract to 
supply the patented product or, as the case may be, to perform the patented 
process or supply a thing made by means of the patented process. 



Al538 Ord. No. 52 of 1997 PATENTS 

(2) Compensation is payable only to the extent that such a contract 
could have been fulfilled from the existing manufacturing or other capacity of 
the proprietor or licensee; but is payable notwithstanding the existence of 
circumstances rendering him ineligible for the award of such a contract. 

(3) In determining the loss, regard shall be had to the profit which 
would have been made on such a contract and to the extent to which any 
manufacturing or other capacity was under-used. 

(4) No compensation is payable in respect of any failure to secure 
contracts to supply the patented product or, as the case may be, to perform the 
patented process or supply a thing made by means of the patented process, 
otherwise than for Government use. 

(5) The amount payable shall, if not agreed between the proprietor or 
licensee and the Government, be determined by the court on a reference under 
section 72, and is in addition to any amount payable under section 69 or 70. 

[cf 1977 c. 37 s. 57 A u.K.] 

72. References of disputes as to Government use 

(I) Any dispute as to-
(a) the exercise by a public officer, or a person authorized by a 

public officer, of the powers conferred by section 69; 
(b) terms for Government use of an invention under section 69; 
(c) the right of any person to receive any part of a payment made in 

pursuance of section 69(4); or 
(d) the right of any person to receive a payment under section 71, 

may be referred to the court by either party to the dispute after a patent has 
been granted for the invention. 

(2) In determining under this section any dispute between the 
Government and any person as to the terms for the Government use of an 
invention, the court shall have regard-

(a) to any benefit or compensation which that person or any person 
from whom he derives title may have received or may be entitled 
to receive directly or indirectly from any public officer in respect 
of the invention in question; 

(b) to whether that person or any person from whom he derives title 
has in the court's opinion without reasonable cause failed to 
comply with a request of the public officer concerned for 
Government use of the invention on reasonable terms. 

(3) On a reference under this section the court may refuse to grant relief 
by way of compensation in respect of Government use of an invention-

(a) during any further period specified under section 33(4), but 
before payment of the maintenance fee and any additional fee 
prescribed for the purposes of that section; or 
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(b) during any further period specified under section 39(4) or 126(5) .It' (as the case may be), but before the payment of the renewal fee 
tilt and any additional fee prescribed for the purposes of that section. 
":J (4) . Wher~ an amendment of the specification of ~ patent has been allowed 

.. Wider thIS Ordmance or has been recorded under sectIOn 43(2), the court shall 
·E·· grant relief by way of compensation under this section in respect of any 
..... h use before the decision to allow the amendment or the recording of the 

.. endment unless the court is satisfied that the specification of the patent as 
iPublished was framed in good faith and with reasonable skill and knowledge. 
;} (5) If the validity of a patent is put in issue in proceedings under this 
Section and it is found that the patent is only partially valid, the court may, 
subject to subsection (6), grant relief to the proprietor of the patent in respect 
of that part of the patent which is found to be valid and to have been used in 
Government use. 

(6) Where in any such proceedings it is found that a patent is only 
partially valid, the court shall not grant relief by way of compensation, costs or 
expenses except where the proprietor of the patent proves that the specification 
of the patent was framed in good faith and with reasonable skill and 
knowledge, and in that event the court may grant relief in respect of that part 
of the patent which is valid and has been so used, subject to the discretion of 
the court as to costs and expenses and as to the date from which compensation 
should be awarded. 

(7) As a condition of any such relief the court may direct that the 
specification of the patent shall be amended to its satisfaction upon an 
application made for that purpose under section 102, and an application may 
be so made accordingly, whether or not all other issues in the proceedings have 
been determined. 

(8) In considering the amount of any compensation for Government use 
of an invention after publication of an application for a standard patent for the 
invention and before such a patent is granted, the court shall consider whether 
or not it would have been reasonable to expect, from a consideration of the 
application as published that a patent would be granted conferring on the 
proprietor of the patent protection for an act of the same description as that 
found to constitute that use, and if the court finds that it would not have been 
reasonable, it shall reduce the compensation to such amount as it thinks just. 

(9) Where a person becomes the proprietor or one of the proprietors or 
an exclusive licensee of a patent (the new proprietor or licensee) by virtue of a 
transaction, instrument or event to which section 52 applies, then unless-

(a) an application for registration of the prescribed particulars of 
the transaction, instrument or event is made before the end of 
the period of 6 months beginning with its date; or 
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(b) the court is satisfied that it was not practicable for such an 
application to be made before the end of that period and that an 
application was made as soon as practicable thereafter, 

the new proprietor or licensee shall not be entitled to any compensation 
under section 69(4) (as it stands or as modified by section 70(4)) or to any 
compensation under section 71 in respect of any use of the patented invention 
by a public officer or a person authorized by a public officer under section 69 
after the date of the transaction, instrument or event and before the prescribed 
particulars of the transaction, instrument or event are registered. 

(10) One of 2 or more joint proprietors of a patent or application for a patent 
may without the concurrence of the others refer a dispute to the court under this 
section, but shall not do so unless the others are made parties to the proceedings; 
but any of the others made a defendant shall not be liable for any costs or expenses 
unless he enters an appearance and takes part in the proceedings. 

[cf 1977 c. 37 s. 58 u.K.] 

PART X 

EFFECTS OF PATENT AND PATENT ApPLICA nON 

73. Prevention of direct use of invention 

A patent while it is in force shall confer on its proprietor the right to 
prevent all third parties not having his consent from doing in Hong Kong all 
or any of the following-

(a) in relation to any product which is the subject-matter of the 
patent-

(i) making, putting on the market, using or importing the 
product; or 

(ii) stocking the product, whether for the purpose of putting it 
on the market (in Hong Kong or elsewhere) or otherwise; 

(b) in relation to any process which is the subject-matter of the 
patent-

(i) using the process; or 
(ii) offering the process for use in Hong Kong when the third 

party knows, or it is obvious to a reasonable person in the 
circumstances, that the use of the process is prohibited 
without the consent of the proprietor of the patent; 

(c) where the invention is a process, then in relation to any product 
obtained directly by means of that process-

(i) putting on the market, using or importing the product; or 
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(ii) stocking the product, whether for the purpose of putting it 
on the market (in Hong Kong or elsewhere) or otherwise. 

[cf 1992 No.1 s. 40 Eire] 

74. Prevention of indirect use of invention 

(I) A patent while it is in force shall also confer on its proprietor the 
right to prevent all third parties not having his consent from supplying or 
offering to supply in Hong Kong a person, other than a party entitled to work 
the patented invention, with means, relating to an essential element of that 
invention, for putting it into effect, when the third party knows, or it is obvious 
in the circumstances to a reasonable person, that the said means are suitable 
and intended for putting that invention into effect in Hong Kong. 

(2) Subsection (I) shall not apply when the means referred to therein are 
staple commercial products, unless the supply or offering is made for the 
purpose of inducing the person supplied or, as the case may be, to whom the 
offer is made to commit acts which the proprietor of a patent is enabled to 
prevent by virtue of section 73. 

(3) Persons performing acts referred to in section 75(a), (b) or (c) shall 
not be considered to be parties entitled to work an invention pursuant to 
subsection (I). 

(4) For the purposes of subsection (1)-
(a) reference in that subsection to a person entitled to work an 

invention includes a reference to a person so entitled by virtue of 
section 69; and 

(b) a person who by virtue of section 30, 35, 39(4), 41(4) or (5), 83, 
106(4) or 126(5) (including, in the case of section 41, that section 
as applied by section 127) is entitled to do an act in relation to 
the invention without it constituting an infringement of a patent 
for the invention shall, so far as concerns that act, be treated as 
a person entitled to work the invention. 

[cf 1992 No.1 s. 41 Eire] 

75. Limitation of effect of patent 

The rights conferred by a patent shall not extend to-
(a) acts done privately for non-commercial purposes; 
(b) acts done for experimental purposes relating to the subject­

matter of the relevant patented invention; 
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(c) the extemporaneous preparation for individual cases III a 
pharmacy of a medicine in accordance with a medical 
prescription issued by a registered medical practitioner or 
registered dentist (which terms bear the meaning assigned to 
them by section 2 of the Medical Registration Ordinance (Cap. 
161) and section 2(1) of the Dentists Registration Ordinance 
(Cap. 156) respectively) or acts concerning the medicine so 
prepared; 

(d) the use of the invention which is the subject of the patent-
(i) on board vessels registered in any of the Paris Convention 

countries or WTO member countries, territories or areas, 
other than Hong Kong; or 

(ii) in the body of such vessels, or in the machinery, tackle, gear 
or other accessories of such vessels, 

when such vessels temporarily or accidentally enter the territorial 
waters of Hong Kong, but only if the invention is used in such 
waters exclusively for the needs of the vessel; 

(e) the use of the invention which is the subject of the patent in the 
construction or operation of-

(i) aircraft, hovercraft or land vehicles of Paris Convention 
countries or WTO member countries, territories or areas, 
other than Hong Kong; or 

(ii) such aircraft, hovercraft or land vehicle accessories, 
when such aircraft, hovercraft or land vehicles temporarily or 
accidentally enter Hong Kong; 

(f) the use of an aircraft to which section 1 0(4) of the Civil Aviation 
Ordinance (Cap. 448) applies which has lawfully entered or is 
lawfully crossing Hong Kong (including the air space above it 
and its territorial waters), or the importation into Hong Kong, 
or the use or storage there, of any part or accessory for such an 
aircraft. 

[cf 1992 No.1 s. 42 Eire] 

76. Extent of invention 

(1) For the purposes of this Ordinance-
(a) an invention in respect of which an application for a patent has 

been filed shall, unless the context otherwise requires, be taken 
to be that specified in a claim of the specification of the 
application, as interpreted by the description and any drawings 
contained in that specification; 
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(b) an invention for which a patent has been granted shall, unless 
the context otherwise requires, be taken to be that specified in a 
claim of the specification of the patent, as interpreted by the 
description and any drawings contained in that specification, 

and the extent of the protection conferred by a patent or an application for a 
patent shall be determined accordingly. 

(2) Where more than one invention is specified in any such claim in 
relation to a patent or an application for a patent, each invention may have a 
different date of priority for the purposes of this Ordinance. 

(3) Subsection (1) should not be interpreted in either of the following 
senses, namely-

(a) in the sense that the extent of the protection conferred by a 
patent is to be understood as that defined by the strict, literal 
meaning of the wording used in the claims, the description and 
drawings being employed only for the purpose of resolving an 
ambiguity found in the claims, on the one hand; or 

(b) in the sense that the claims serve only as a guideline and that the 
actual protection conferred by a patent may extend to what, 
from a consideration of the description and drawings by a 
person skilled in the art, the patentee has contemplated, on the 
other hand, 

but rather is to be interpreted as defining a position between these extremes 
which combines a fair protection for the proprietor of the patent or the 
application for a patent with a reasonable degree of certainty for third parties. 

[ef 1977 e. 37 s. 125 u.K.] 

77. Disclosure of invention 

The application for and specification of a patent for· an invention shall 
disclose the invention to which it relates in a manner sufficiently clear and 
complete for it to be performed by a person skilled in the art. 

[ef EPC Art. 83] 

78. The claims 

The claims shall define the matter for which protection is given or sought, 
be clear and concise and be supported by the description. 

[ef EPC Art. 84; 1992 No.1 s. 20 Eire] 
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79. The abstract 

The abstract shall only serve for use as technical information; it may not 
be taken into account for any other purpose and in particular it may be used 
neither for the purpose of interpreting the scope of the protection given nor for 
the purpose of applying section 94(3). 

[ef EPC Art. 85; 1992 No.1 s. 22(1) Eire] 

PART XI 

INFRINGEMENT 

80. Proceedings for infringement of patent 

(l) Subject to this Part, civil proceedings may be brought in the court by 
the proprietor of a patent in respect of any act of infringement which he alleges 
he is entitled under sections 73 to 75 to prevent and (without prejudice to any 
other jurisdiction of the court) in those proceedings a claim may be made-

(a) for an injunction restraining the defendant from any 
apprehended act of such infringement; 

(b) for an order requiring the defendant to deliver up or destroy any 
patented product in relation to which the patent is infringed or 
any article in which the product is inextricably comprised; 

(e) for damages in respect of the infringement; 
(d) for an account of the profits derived by the defendant from the 

infringement; 
(e) for a declaration that the patent is valid and has been infringed 

by the defendant. 
(2) The court shall not, in respect of the same infringement, both award 

the proprietor of a patent damages and order that he shall be given an account 
of the profits. 

(3) Subject to this Part, in determining whether or not to grant any kind 
of relief claimed under this section and the extent of the relief granted the court 
shall apply the principles applied by the court in relation to that kind of relief 
immediately before the commencement of this Part. 

[ef 1977 e. 37 s. 61 U.K; 1992 No.1 s. 47 Eire] 

81. Restrictions on recovery of damages 
for infringement 

(1) In proceedings for the infringement of a patent damages shall not be 
awarded, and no order shall be made for an account of profits, against a 
defendant who proves that at the date of the infringement he was not aware, 
and had no reasonable grounds for supposing, that the patent existed. 
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(2) For the purposes of subsection (1) a person shall not be taken to have 
been so aware or to have had reasonable grounds for so supposing by reason 
only of the application to a product of the word "patent" or "patented" or "J/J. 
*IJ" or "llRf-lJ.W*iJ", or any word or words expressing or implying that a 
patent has been obtained for the product, unless the number of the patent 
accompanied the word or words in question. 

(3) In proceedings for infringement of a patent the court may, if it thinks 
fit, refuse to award any damages or make any such order in respect of an 
infringement committed during any further period specified under section 
39(4) or 126(5), as the case may be, but before the payment of the renewal fee 
and any additional fee prescribed for the purposes of that subsection. 

(4) Where an amendment of the specification of a patent has been 
allowed under this Ordinance, no damages shall be awarded in any 
proceedings for an infringement of the patent committed before the date of the 
decision to allow the amendment or of the recording of the amendment 
pursuant to section 43(2), as the case may be, unless the court is satisfied that 
the specification of the patent as originally published was framed in good faith 
and with reasonable skill and knowledge. 

(5) Without limiting the effect of subsection (4), where an order has been 
made by the court under section 46(1) allowing an amendment of the 
specification of a patent, no damages shall be awarded in any proceedings for 
an infringement of the patent committed after the date on which the order is 
made and before a copy of the order is filed with the Registrar for the purposes 
of section 46(5). 

[ef 1977 e. 37 s. 62 u.K.] 

82. Relief for infringement of partially valid patent 

(1) If the validity of a patent is put in issue in proceedings for 
infringement of the patent and it is found that the patent is only partially valid, 
the court may, subject to subsection (2), grant relief in respect of that part of 
the patent which is found to be valid and infringed. 

(2) Where in any such proceedings it is found that a patent is only 
partially valid, the court shall not grant relief by way of damages or costs, 
except where the plaintiff proves that the specification for the patent was 
framed in good faith and with reasonable skill and knowledge, and in that 
event the court may grant relief in respect of that part of the patent which is 
valid and infringed, subject to the discretion of the court as to costs and as to 
the date from which damages should be reckoned. 
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(3) As a condition or relier under subsection (I) or (2) the court may direct 
that the specification or the patent shall be amended to its satisraction upon an 
application made ror that purpose under section 102, and such an application may 
he made whether or not all other issues in the proceedings have been determined. 

[(f 1977 c. 37 s. 63 UK.] 

83. Right to continue use begun before priority date 

(I) Where a patent is granted for an invention, a person who in Hong 
Kong before the deemed date or filing or the application ror the standard 
patent or the date or filing or the application for the short-term patent (as the 
case may be) or, ir priority was claimed, berore the date of priority--

(tI) does in good raith an act which would constitute un infringement 
or the patent ir it were in rorce: or 

(h) makes in good faith erfective and serious preparations to do such 
an act, 

has the rights specified in subsection (2). 
(2) The rights referred to in subsection (I) are--

(II) the right to continue to do or, as the case may be, to do the act 
referred to in subsection (I): 

(/I) if such act was done or preparations had been made to do it in 
the course of a business-~ 

(i) in the case of an individual---
(A) the right to assign the right to do it or to transmit such 

right on death: or 
(B) the right to authorize the doing orthat act by any of his 

partners ror the time being ill the business in the course 
of which the act was done or preparations had been 
made to do it: 

(ii) in the case or a body corporate, the right to assign the right 
to do it or to transmit such right on the body's dissolution, 

and the doing of that act by virtue of this subsection shall not amount to an 
infringement or the patent concerned. 

(3) The rights specified in subsection (2) shall not indltde the right to 
grant a licence to any person to do an act rererred to in subsection (I). 

(4) Where a patented product is disposed or to another in exercise or a 
right conrerred by subsection (2), that other and any person claiming through 
him may deal with the p'roduct in the same way as ir it had been disposed or by 
a registered proprietor of the patent. 

[(I 1992 N(). 1 s. 55 Eire] 
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84. Certificate of contested mliditJ of patent 

(I) If in any proceedings berore the COll\'t the validity or a patent to any 
extcnt is contested and that patcnt is round by the court to be wholly or 
partially valid. the court may certify the finding and the fact that the validity 
of the patent was so contested. 

(2) Where a certificate is granted under this section. thcn if. in any 
subsequent proceedings before the court for infringement of the patent 
concerned or for revocation or the patent, a linal order or judgment is made or 
givcn in favour or the party relying on the validity or the patent that party 
shall. unless the court otherwise directs, be entitled to his costs on the 
indemnity basis within the meaning of that term as appearing in Order 62 rule 
28 of the Rules of the Suprcme Court (Cap. 4 sub. leg.) (other than the costs or 
any appeal in the subsequent proceedings). 

let: /977 ('. 37 s. 05 u.K.] 

85. PrllCl'cdings for infringcmcnt hy II co-ow ncr 

(I) In the application of section 73 to a patent of which there are 2 or 
more joint proprietors the reference to the proprietor shall be construed--

(tI) in relation to any act. as a reference to that proprictor or those 
proprietors who. by virtue of section 54 or any agrcement 
referred to in that section. is or arc entitled to do that ael 
without its amounting to an infringement; and 

(/1) in relation to any consent. as a reference to that proprietor or 
those proprietors who. by virtue of section 54 or any such 
agreement. is or arc the proper person or persons to give the 
requisite consent. 

(2) One of 2 or more joint proprietors of a patent may without the 
concurrence of the others bring proceedings in respect of an act alleged to 
inrringe the patent, but shall not do so unless the others are made parties to the 
proceedings. but any or the others made a defendant in pursuance of this 
subsection shall not be liable for any costs or expenses unless he enters an 
appearance and takes part in the proceedings. 

86. Proceedings for infringemcnt 
by cxclusiye licensee 

!cl 1977 (', 37 s. 66 U. K.J 

(I) Subject to this section. the holder or an exclusive licence under a 
patent shall -have the same right as the proprietor or the patent to bring 
proceedings in respect of any infringement of the patent committed aner the 
date of the licence; and references to the proprietor of the patent in the 
provisions or this Ordinance relating to infringement shall be construed 
accordingly_ 
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(~) In awarding damages or granting any other relier in any such 
proceedings the court shall take into consideration any loss surfered or likely 
to be surrered by the exclusive licensee as such as a result of the inrringement, 
or. as the case Illay bc. the profits derived rrom the inrringement, so rar as it 
constitutes an inrringement or the rights or the exclusive licensee as such. 

(3) In any proceedings taken by an exclusive licensee by virtue or this 
section the proprietor or the patent shall be made a party to the proceedings, 
but if made a derendant in pursuance or this subsection shall not be liable 
ror costs or expenses unless he enters an appearance and takes part in the 
proceedings. 

[e( 1977 c. 37 s. 67 UK.] 

X7. Effect of non-registration on infringement proceedings 

\Vhere a person becomes t he proprietor or one or the proprietors or an 
exclusive licensee or a patent by virtue or a transaction. instrument or event to 
which section 52 applies. then unless-~ 

(tI) an application ror registration of the prescribed particulars of 
the transaction. instrument or e\'ent is made before the end or 
the period or 6 months beginning with its date; or 

(Il) the court is satisried that it was not practicable ror such an 
applicatioll to be made berore the cnd or that period and that an 
applicatioll was made as soon as practicable thereaner. 

he is not entitled to damages or an accollnt or profits in respect of any 
inrringement of the patent occllrring aner the date of the transaction, 
instrument or event and berore the prescribed particulars or the transaction, 
instrument or event arc registered. 

XS. Infringement of rights conferred by Jlublication 
of applica lion for standard patent 

[c( 1<)77 c. 37 s. 68 UK.] 

(I) Subject to this section. where an application ror a standard patent is 
published the applicant shall have. as rrom the date or pUblication and until 
the grant or the standard patent. the same right as he would have had. ir the 
patent had been granted on the date or the publication or tJ}e application, to 
bring proceedings in the court for damages in respect of any act which would 
have infringed the patent. 

(2) Furt her to su bsection (I). rererences in sect ions 73. 74. 75, 80, 81 and 
85 to 87~-

(a) to a patent and the proprietor or a patent. as they relate to a 
standard patent. shall be respectively construed as including 
references to the application ror the standard patent and the 
applicant; and 
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(h) to a patent being in force, being granted, being valid or existing, 
as they relate to a standard patent, shall be construed 
accordingly. and for this purpose the reference in section 8\(3) to 
scction 39(4) shall be read as a rcfcrcnce to section 33(4). 

0) Thc applicant shall bc entitled to bring proccedings by virtuc of this 
section in respcct of any act only--

(a) after the standard patent has been granted; and 
(h) if the act would, if the patent had been granted on the date of 

publication of the request to record, have infringed not only the 
standard patent, but also the claims (as interpreted by the 
description and any drawings rcferred to in the description or 
claims) in thc form in which they were containcd in the 
published request to record. 

(4) Scction 81 (4) shall not apply to an infringement or the rights conrerred 
by this section. but in considering the amount or any damages for sllch an 
infringement, the court shall consider whethcr or not it would have been 
rcasonablc to cxpcct. from a consideration or thc application ror a standard 
patcnt as publishcd that a patcnt would bc grantcd conferring on thc proprietor 
of the patent protection rrom an act of the same description as that found to 
infringe those rights. and if the court finds that it would not havc been 
rcasonablc. it shall reduce the damages to such an amount as it thinks just. 

(5) ;\n applicant shall be deemed never to have had the rights set out in 
subsection (\) if the application ror a standard patent is rerused or withdrawn 
or is dcemed to be withdrawn. 

89. Rellledy for groundless threats of 
infringelllent proceedings 

[et: 1977 e. 37 s. 69 u.K.] 

(I) Where a pcrson (whcthcr or not the proprietor or, or cntitled to any 
right in. a patcnt) by circulars, advertisemcnts or othcrwisc thrcatcns another 
person with proceedings ror infringemcnt of a patcnt, a person aggrieved by 
the thrcats (whether or not he is the person to whom thc threats are made) 
may, subjcct to subsection (4), bring proccedings in thc court against the 
pcrson making thc thrcats for any such relier as is mentioncQ. in subsection (3). 

(2) In any such procecdings the plaintiff shall, if hc provcs that thc 
threats were so made and satisfics the court that he is a person aggricvcd by 
thcm, bc entitled to thc rclief claimed lInless-

(a) thc defendant provcs that the acts in respect or which 
proceedings were threatened constitute or, ir done, would 
constitute an inrringement or a patcnt; and 

(h) the patent allcgcd to bc inrringcd is not shown by the plaintirf to 
be invalid in a relevant respect. ) 



A 1%2 Ord. Nn. 52 nf 1997 PATENTS 

(l) The said reliefis--
«(I) a declaration to the effect that the threats are unjustifiable; 
(/J) an injunction against the continuance of the threats; and 
(c) such damages, if any, as have been sustained by the plaintiff by 

reason of the threats. 
(4) Proceedings may not be brought under this section as regards a 

threat to bring proceedings for an infringement alleged to consist of making a 
product for putting on the market or or using a process. 

(5) For the purposes or this section a notification of the existence of a 
patent docs not of itself constitute a threat of proceedings. 

[(f 1977 c. 37.1. 70 u.K.) 

9(). Declaration as 10 non-infringement 

Without prejUdice to the court's jurisdiction to make a declaration apart 
from this section, a declaration that an act docs not, or a proposed act would 
not, constitute an infringement of a patent may be made by the court in 
proceedings between the person doing or proposing to do the act and the 
proprietor of the patent, notwithstanding that no assertion to the contrary has 
been made by the proprietor, if it is shown that----

(a) that person has applied in writing to the proprietor for a written 
acknowledgment to the effect of the declaration claimed, and 
has furnished him with full particulars in writing of the act in 
question; and 

(h) the proprietor has refused or failed to give any such 
acknowledgment. 

kf 1977 c. 37 s. 71 u.K.) 

PART XII 

REVOCATION OF PATENTS 

General provisions 

91. Power to remke patents on apJllication 

(I) Subject to this Ordinance, the court may on the application of any 
pcrson by order revoke a patent for an invention on (but only on) any of the 
following grounds, that is to say-

(a) that the invention is not a patentable invention; 
(II) that the patent was granted to a person who was 110t entitled to 

be granted that patent; 
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(c) that the specification of the patent does not disclose the 
invention in a manner sufficiently clear and complete ror it to be 
performed by a person skilled in the art; 

(eI) that the mailer disclosed in the specification or the patent 
extends beyond that disclosed in the application for the patent as 
flied or, ir the patent was granted on a new application filed 
under section 55(4) or as mentioned in section 22 or 116, in the 
earlier application for a patent as riled; 

(c) that the protection confCrred by the patent has been extended 
by an amendment of the application for the patent or the 
specification of the patent which is invalid; 

en that the patent is one of 2 standard patents for the same 
invention, the applications for which were filed by the same 
person and have the sallle deemed date of filing; 

(g) that the patent is one of 2 short-term patents for the same 
invention, the applications for which were filed by the samc 
person and have the same date of filing; 

(II) that--
(i) the patent is one of 2 patents for the same invention, one 

such patent being a standard patent and the other being a 
short-term patent, the applications for which were riled by 
the same person and have the same deemed date of filing or 
date of filing; and 

(ii) the 2 patents are not under the proprietorship of the same 
person: 

(i) in the case of a standard patent, that the corresponding designated 
patent has been revoked followillg prescribed opposition or 
revocation proceedings in the designated patent orrice. 

(2) An order under this section may be-
(a) an order for the unconJitional revocation of the patent; or 
(11) where the court determines that one of the grounds mentioned in 

subsection (I )(a)' .to (II) has been established, but only so as to 
invalidate the patent to a limited extent. <1n order that the patcnt 
should be revoked unless within a speciried time the specification 
is amended unde'r section 102 to the satisfaction or the court. 

(3) In subsection (I )(./), (g) and (h)-
(a) reference to the date of filing or deemed date of filing or an 

application for a patent shall be read as a reference to that date 
or, if priority was claimed in respect of the application, to the 
date of priority of the application; 

(11) reference to the applications for 2 patents being filed by the same 
person shall be read as a reference to that case or to the case 
wherc 
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(i) the person filing one of the applications is the successor in 
title to the person filing the other application; or 

(ii) the persons filing the applications are both successors in 
title to the same former proprietor of the invention. 

[eI 1977 c. 37 s. 72 u.K.; EPC Art. 138] 

92. Application for rCl'Ocation 

(1) An application for the revocation of a patent on the ground 
mentioned in section 91 (I )(b)-

(o) may be made only by a person found by the court in an action 
for a declaration or on a reference under section 55 to be entitled 
to be granted that patent or to be granted a patent for part of the 
matter comprised in the specirication of the patent sought to be 
revoked, or in case more than one person is found to be so 
entitled, by all those persons; and 

(!J) notwithstanding paragraph (0), may not be made if the action 
for a declaration was commenced or the reference under section 
55 was made after the end of the period of 2 years beginning 
with the date of the grant of the patent sought to be revoked, 
unless it is shown that any person registered as a proprietor of 
the patent knew at the time of the grant or of the transfer of the 
patent to him that he was not entitled to the patent. 

(2) On an application for the revocation of a patent on the ground 
mentioned in section 91 (l)(,f), (g) or (II), the cOllrt shall not make an order 
for revocation unless the proprietor of each patent has been allowed an 
opportunity of making observations and of amending the specification of the 
patent, and if the proprietors fail to satisfy the court that there are not 2 patents 
in respect of the same invention, or to amend one or both specifications so as to 
prevent there being 2 patents in respect of the same invention, the cOllrt shall 
revoke the patent having the shorter remaining period in force under section 
39(1) or 126(1) (as may be appropriate) or, if both patents have the same 
remaining period in force, shall revoke anyone of the patents. 

kl 1977 c. 37 s. 72 u.K.] 

Patcntablc invcntions 

93. Patentablc invcntions 

(I) An invention is patentable if it is susceptible of industrial application, 
is new and involves an inventive step. 

(2) The following in particular shall not be regarded as inventions within 
the meaning of subsection (1)-
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(a) a discovery, scientific theory or mathematical method; 
(II) an aesthetic creation; 
(e) a scheme. rule or method for performing a mental act. playing a 

game or doing business. or a program ror a computer; 
(d) the presentation of information. 

C~) Subsection (2) shall exclude patentability of subject-matter or 
activities reICrred to in that subsection only to the extent to which a patent or 
patent application relates to such subject-matter or activities as such. 

(4) A method for treatment of the human or animal body by surgery or 
therapy and a diagnostic method practised on the human or animal body shaH 
not be regarded as an invention which is susceptible of industrial application 
for the purposes of subsection (I), but this subsection shall not apply to a 
product. and in particular a substance or composition, for lise in any such 
method. 

(5) An invention the publication or working of which would be contrary 
to public order ("ordre public") or morality shall not be a patentable 
invention: however. the working of an invention shall not be deemed to be so 
contrary merely because it is prohibited by any law in force in Iiong Kong. 

(6) A plant or animal variety or an essentially biological process for the 
production of plants or animals, other than a microbiological process or the 
products of slIch a process. shall not be patentable. 

[ef Ere ;/1". 52 & 53: 1977 c. 37 s.\'. 1 & 4 U. K.: IW2 No.1 s.\'. 9 & 10 
Eire] 

94. Nm'clty 

(\) An invention shalllk considered to be Ilew if it docs not form part of 
the state of the art. 

(2) The state of the art shall be held to comprise everything made 
available to the public (whether in Ilong Kong or elsewhere) by means of a 
written or oral description. by use. or in any other way--

(a) before the deemed date of filing of an application for a standard 
patent for the invention or. if priority was claimed. before the 
date of priority: or 

(h) before the date of filing of an application for a short-term patent 
for the invention or, if priority was claimed, before the date of 
priority. 

whichever is the earlier. 
(3) Additionally, the state of the art shall be considered as comprising 

the content of-
(0) any application for a standard patent as filed, or which ---

(i) the deemed date of filing or, if priority was claimed, the date 
of priority is before the date referred to in subsection (2); and 
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(ii) the corresponding designated patent application was 
publishcd in the designated patent office on or after the date 
refcrred to in subsection (2); 

(/J) any designated patent application as filed in a designated patent 
oflice-

(i) of which the date of filing or, if priority was c1aimcd in the 
designated patent office, the date or priority accorded in the 
designated palent ortice is berore the date referred to in 
subsection (2); and 

(ii) which was published by the designated patent office on or 
after the date referred to in subsection (2); or 

(c) any application ror a short-term patent--
(i) or which the date of filing or, if priority was claimed, the 

date or priority is before the date rererred to in subsection 
(2); and 

(ii) pursuant to which a short-term patent was published under 
this Ordinance on or after the date rererred to in subsection 
(2). 

(4) Subsections (I) to (3) shall not exclude the patentability of any 
substance or composition, comprised in the state of the art, ror use in a method 
rererred to in sect ion 93(4) where its use for any method referred to in that 
subsection is not comprised in the state or the art. 

[cf.' EPC Arl. 54: ]1)77 c. 37.1'.2 UK.; 1992 No. I s. /I Eire] 

95. Non-prejudicial disclosure in casc of 
standard patcnt application 

(I) For the application or section 94 in the case of a standard patent 
application, but subject to section 15(2)( f), a disclosure of the invention shall 
not be taken into consideration ir it occurred no earlier than 6 months before 
the deemed date of liling of the application and if it was due to, or in 
conseq uence of~-

(a) an evident abuse in relation to the applicant or any proprietor or 
the invention for the time being; or 

(11) the rad that the applicant or any proprietor of the invention for 
the time being has displayed the invention at a prescribed 
exhibition or meeting. 

(2) Subsection (I )(b) shall only have effect if, at the time or liling the 
corresponding designated patent application, the applicant stated in 
accordance with the law of the designated patent office relating to 
non-prejudicial disclosure that the invention had been so displayed. 

let: EPC Arl. 55] 



;\ 1572 Ord. Nfl. 52 (If 1997 PATENTS 

96. hl\'cnfhc stcp 

(I) An invention shall be considered as involving an inventive step if, 
having regard to the state of the art, it is not obvious to a person skilled in the 
art. 

(2) For the purpose of subsection (I), if the state of the art also includes 
documents within the meaning of section 94(3), these documents arc not to be 
considered in deciding whether there has been an inventive step. 

[c( EPC Arl. 56] 

97. I ndustrial application 

An invention shall be considered as susceptible of industrial application if 
it can be made or used in any kind of industry, including agriculture. 

[c( EI'C Arl. 57] 

Priority for standard patcnt applicnfion 

98. Priority right 

(I) This section applies to the proprietor of a designated patent 
application for an invention who, on the basis of an earlier application in a 
Paris Convention country for a patent or other protection for the same 
invention, enjoys under the law of the designated patent oflice a right of 
priority for the period of 12 months ;!f'ler the date of filing the earlier 
application. 

(2) Such person or his successor in title shall enjoy, for the purposes of 
filing an application for a standard patent for the invention which is the 
subject of the designated patent application, the same right of priority as he 
enjoys in respect of the designated patent application under the law of the 
designated patent oflice. 

(3) Subsections (I) and (2) also apply where-
(0) the earlier application was filed in a counJry, territory or area 

which is not a Paris Convention country; and 
(h) the right of priority enjoyed in the designated patent oflice is 

granted consequent upon an international agreement to which 
Iiong Kong is a party or which is otherwise applied to 1I0ng 
Kong by a party to the agreement, which agreement provides for 
the grant of such priority on the basis of a first filing made in or 
for that country. territory or area and subject to conditions 
equivalent to those laid down in the Paris Convention. 
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(4) Reference in this section to the law of a designated patent ortice 
includes reference to the law of the designated patent ortice dealing with the 
circumstances under which-

(0) a filing in a Paris Convention country that is equivalent to a 
regular national riling under the domestic legislation of that 
country or under bilateral or multilateral agreements gives rise 
to a right of priority; 

(h) a subsequent application for a patcnt 1'01' the same subject­
matter as a previous lirst application and filed in or in respect of 
the same Paris Convention country is to be considered as the 
lirst application for the purposes of determining priority; 

(e) multiple priorities may be claimed in respect of a designated 
patent application. 

(5) The rights conferred by this section arc subject to sections IS(2)(e) 
and 23(3)(e). 

(6) In this section, "Paris Convention country" (t',h'gL~~:(JI"~) means a 
country or territory other than Hong Kong which is a party to the Paris 
Convention or a depcndent territory of any such country to which that 
Convention has been extended. 

[cF EPC Arl. 87 & 88: 191)2 No. / ss. 25 c.~ 26 Eire: 1977 c. 37 s. 5 u.K.) 

99. Effect of priority right 

(I) The right of priority conferred under section 98 shall have the effect 
that the date of priority enjoyed in the designated patent office shall be 
regarded as being the date of priority of the standard patent application for the 
purposes of this Ordinance. 

(2) A patent granted pursuant to a standard patent application in respect 
of which the proprietor enjoys a righ t of priority as provided in section 98 shall 
not be invalidated by reason only of the fact that any subject-matter disclosed 
in the earlier applicaiion (that is to say, the application on the basis of which 
the right of priority is enjoyed in the designated patent ornce) was made 
available to the public at any time after the date of filing of the earlier 
application. 

[(f fPC Arl. 81): /(1)2 No. / s. 27 Eire] 

I~ight to a patent 

100. Right to a patent to belong to inventor 

(I) Except as provided in subsection (2), the right to it patent shall 
belong to the inventor or his sliccessor in title. 
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(2) [I' the inventor is an employee, the right to the patent shall be 
detennined in accordance with the law of the country, territory or area in 
which the employee is wholly or mainly employed or, if the identity of such 
country, territory or area cannot be determined, in accordance with the law or 
the country. territory or area in which the employer has his place of business 
to which the employee is attached. 

(3) If 2 or more persons have made an invention independently of each 
other, the right to the patent shall belong~ 

(II) as between persons who have applied for or been granted a 
standard patent for the invention, to the person in respect or 
whose application for the standard patent the date of filing or 
the corresponding designated patent application or, ir priority 
was claimed, the date of priority, is the earlier or earliest; or 

(h) as between persons who have applied for or been granted a 
short-term patent for the invention, to the person in respect of 
whose application for a short-term patent the date of filing or, 
if priority was claimed, the date of priority, is the earlier or 
ea r1iest; or 

(c) where one or more or the persons has applied for or been 
granted a standard patent and one or more of the persons has 
been granted a short-term patent, to the person in respect of 
whose application the date specified in paragraphs (if) and (b) (as 
may be appropriate) is the earlier or earliest, 

but in the application of paragraphs (0) and (c) regard shall only be had to an 
application for a standard patent that has been published under this Ordinance. 

kI EPC Art. (j0; /992 No. / s. /(j Eire] 

Putting validity ill issue 

I() I. Proceedings in which nllidity of 
[latent lIlay be [lut in issue 

(I) Subject to the following provisions of this section. the validity or a 
patent may be put ill issue ---

(if) by way or derence, in proceedings ror infringement of the patent 
under section 80 or, in the case or a standard patent, in 
proceedings under section 88 ror infringement or rights 
conrerred by the publication of an application; 

(IJ) in proceedings under section 89; 
(c) in proceedings in which a declaration in relation to the patent is 

sought under section 90; 
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(d) in proceedings before the court under section 91 for the 
revocation of the patent; 

(e) in proceedings under section 72. 
(2) The validity of a patent may not be put in issue in any other proceedings 

<Ind, in particular, no proceedings may be instituted (whether under this Ordinance 
or otherwise) seeking only a declaration as to the validity or invalidity of a patent. 

(3) The only grounds on which the validity or a patent may be put in 
issue (whether in proceedings ror revocation under section 91 or otherwise) are 
the grounds on which the patent may be revoked under that section. 

(4) No determination shall be made in any proceedings mentioned in 
subsection (1) on the validity of a patent which any person puts in issue on the 
ground mentioned in section 91 (I )(/J) unless-~ 

(0) it has been determined~--
(i) in entitlement proceedings commenced by that person; or 

(ii) in the proceedings in which the validity of the patent is in 
Issue, 

that the patent should have been granted to him and not some 
other person; and 

(II) except in the case at paragraph (a)(i)--
(i) the proceedings in which thc validity of the patent is in issue 

are commenced before the end of 2 years bcginning with the 
date of the grant of the patent; or 

(ii) it is shown that any person registered as a proprietor of the 
patent knew at the time of the grant or of the transfer of the 
patent to him that he was not entitled to the patent. 

(5) Where the validity of a patent is put in issue by way of defence or 
counterclaim the court shall, if it thinks it jll~t (0 do so, give the defendant an 
opportunity to comply with the condition in subsection (4)(0). 

(6) In subsection (4) "entitlement proceedings" (';"{HtlW~ilq'nn, in 
relation to a patent, means a reference under section 55( I) on the ground that 
the patent was granted to a person 110t entitled to it or proceedings for a 
declaration that it was so granted. 

[c( /977 c. 37 s. 74 u.K.] 

PART XIII 

GENERAL PROVISIONS AS TO AMENDMENT OF 

PATENTS AND PATENT ApPLICATIONS 

102. Amendment of patent in infringement 
or revocation proceedings 

(I) In any proceedings before the court in which the validity of a patent 
is put in issue the court may, suhject to section IOl, allow the proprietor of the 
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patent to amend the specification or the patent ill such manner, and subject to 
such terms as to advertising the proposed amendment and as to costs, expenses 
or otherwisc, as the court thinks fil. 

(2) A person may give notice to the court of his opposition to an 
amendmcnt proposcd by thc proprictor or the patent undcr this section, and ir 
hc docs so thc court shall notify thc proprictor and consider the opposition in 
deciding whethcr thc amcndment or any amcndmcnt should bc allowcd. 

(3) An amendmcnt or a specirication or a patcnt under this section shall 
have effect and be deemcd always to have had clTect from the grant or the patent. 

(4) Rules of court may provide ror the notification or any application 
under this section to the Registrar and for his appearance on thc application 
and for giving effcct to any order of the court on the application. 

103. Amendments of applications and patents 
not to includc added mattcr 

(I) An application ror a patent--

[c( 1977 c. 37 s. 75 u.K.] 

«(/) which is made in rcspect of mallcr disclosed in an earlier 
application, or in the specification or a patent which has been 
granted; and 

(h) which discloses additional maller, that is, malleI' extending 
beyond that disclosed in the earlier application, as filed, or the 
application for the patcnt, as riled, 

may be filed under section 55(4), or as mentioncd in section 22 or 116 (as 
may be appropriate), but shall be invalid to the extcnt that it extcnds the 
subject-malleI' discloscd in thc application (IS rilcl'!. 

(2) Any amendment or an application lur a standard patent filed under 
section 31 shall be invalid to thc extcnt that it extends the subject-matter 
disclosed in the application as filed. 

(3) Any amendmcnt or the spccirication or a patcnt filed undcr section 
46( I ) or 102, or of the spcci rica tion of a sta IIda rd pa tcn t ri led under section 43 
shall be i\1\'alid to the cxtent that it -

(0) extends the subjcct-maller disclosed in the application as filed; or 
(h) extends the protection conrerrcd by the patent. 

[e( 1977 c. 37 s. 76 u.K.] 

PART XIV 

LANGUAGE OF PROCEEDINGS; AUTHENTIC TEXT 

t 04. L!1I1gllagc of proceedings before Registrar 

(I) An application ror a patent must be filed In one of the onidal 
languages. 
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(2) Except as otherwise provided in rules made for the purposes of this 
section, and notwithstanding section 5 of the Orticial Languages Ordinance 
(Cap. 5), the official language in which an application for a patent is filed shall 
be used as the language of the proceedings in all proceedings before the 
Registrar concerning the application or the resulting patent. 

(3) Where a designated patent apI'llication in respect of an invention is in 
one of the official languages, nothing in this section shall be construed as 
requiring an application for a standard patent in respect of that invention to be 
filed in the same official language. 

(4) Rules may be made -
(1I) requiring, in respect of any document filed or to be filed with the 

Registrar in proceedings under this Ordinance. the filing of a 
translation of the document into the language of the proceeding 
or into one or both olTicial languages; 

(h) providing for the usc by any person in oral proceedings before 
the Registrar, of a language other than the language of the 
proceedings; 

(c) in respect of documents to be used for the purpose of evidence in 
proceedings before the Registrar and which are in a language 
other than the language of the proceedings, providing for the 
filing of the document in that other language and the filing of a 
translation of the document into the language of the proceedings 
or into one of the official languages; 

(t!) in respect of information provided or to be provided to the 
Registrar and which is to be entered in the register, requiring the 
provision of that information in both official languages; 

(e) specifying, in cases of entrie~ which are made in the register in 
both official languages, which entry is to be authentic. 

(5) Rules made for the purposes of subsection (4)((/) or (d)--
(lI) may specify periods within which translations of docllments into 

the language of the proceedings or into the official languages are 
to be filed or within which information in the official languages 
is to be provided; 

(h) may provide for extensions, upon application by a party to the 
proceedings, of such periods, and may reqllire that applications 
for such extension shall be subject to the payment of a penalty fcc. 

1115. Authentic text 

Except as provided in section IOel, the text of a patent or an application 
for a patent in the langvage of the proceedings before the Registrar shall be the 
authentic text in any proceedings before the Registrar or a court. 

ttl EPC Art. 70(1 J] 
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106. Autheutic text of standard patent 
aud standard patent apl,licatiuu 

.~ 

PATENTS 

(1) Subject to subsection (2), the text of the specification of a 
corresponding designated patent or corresponding dcsignated patent 
application in the language of thc proceedings bcfore the dcsignated patent !~ 
ornce shall be the authentic text of the spccification of the standard patent or~! 
standard palent application respcctively for thc purposcs of any proceedings Ii 
under this Ordinance relating to the standard patent or standard patent 1 
al)I)lication beforc the Registrar or a courLi'j 

.~ (2) 1[·_·- ,~ 
(a) the language of the proccedings before thc designated patent' 

officc is other than onc of thc official languages; and 
(II) thc corrcsponding dcsignatcd patent or designated patent applica- !~: 

tion as translatcd into one of the orticial languages confers ~ 
protection which is narrowcr than that confcrrcd by it in the '1 

languagc of the proccedings bcfore thc designatcd patcnt office, 
then a translation into onc of thc official languagcs of thc spccification of the \' 
clor~'espon(lling designalt.ed . patel

1
1t Iiolb' of thc

d 
c1ail11

l
s of tlhc .corresponfdin

h
g ~ 

(eslgnatc( patent app Icatlon S 1a c trcatc as t 1C aul1entJc tcxt 0 t e ;: 
spccification of thc standard patcnt or of the claims of the standard patent ~ 
application respcctivcly for the purposc of any procccdings under this ill 

I.. 
Ordinancc, other than procccdings fur thc rcvocation of the patent. 1, 

(3) If any translation such as is mentioncd in subscction (2) rcsults in a i~ 

dcsignatcd patcnt or dcsignatcd patent application conferring thc narrower ,~ 
protcction, thc proprictor of or applicant for thc standard patcnt may file a iii 

~ corrected translation with the Rcgistrar and. if hc pays the prcscribed fee ~ 
within the prcscribed period, thc Rcgistrar shall publish it, but- ,"I 

(a) any paymcnt for any lise of thc invention which (apart from ~~ 
scction (19) would have infringcd the patcnt as correctly J:' 
translatcd, but not as originally translatcd, or in thc case of an '. 
application would have infringed it as aforesaid if thc patent had .~ 
bcen granted. shall not bc rccovcrable undcr that sectIon; "fI 

(II) the pro.prict?r or applicant shall .110t. ':c. entitled to bring-~ 
proceedll1gs 111 respcct of an act whICh II1fnngcd the patent as f" 
correctly translatcd, but not as originally tral1~;ated, or in the.; 
easc of an application would have infringed it as aforesaid if the ;, 
patent has been granted. ' 

unless before that usc or thc doing or the act thc corrccted translation has been ". 
published by thc Registrar or thc proprietor or applicant has sent the corrected i~ 
translation by post or delivcrcd it to thc public oflicer who madc use or.~ 
authorized the usc of the invcntion or, as thc casc may bc. to thc pcrson alleged .,~ 
to have donc that act. .~ 

~ 
-\ I 
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(4) Where a correction of a translation is published under subsection (3) 
and before it is so published a person begins in good faith to do an act which 
would not constitute an infringement of the patent or application as originally 
translated but would (apart from section 69) constitutc an infringemcnt of it 
under the amended translation. or makes in good faith efTcctive and serious 
preparations to do such an act, he shall have the rights conferred by section 
41(4) and (5). and section 41(6) shall apply accordingly. 

(5) In this section "language of the proceedings before the dcsignated 
patent office" «(E m Ii' ~lf til '{jlj 1,~ Ht f i (I~ il~ 11' VI' 11" (I'~ ~If ;t). in relation to a 
corresponding dcsignated patent or corresponding designated patent 
application. means the language in which proceedings relating to that patent or 
application are to be conducted before the designated patent office. 

1117. Amendment to patent or patent application 
to he in authentic text 

let: JY77 c. 37 s. 80 U. K.] 

An amendment to the specification of a patent or to an application for a 
patent may only be ma(lc.in the language of the authentic text of the patent or 
application. 

PART XV 

SIIORT-TER M PATENTS 

Right to short-term patent 

108. Right to apply for a short-term patent 

(I) An application for a short-tcrm patent to be granted under section 
118 may be made by any person either alone or jointly with another. 

(2) For the purposes of proceedings before the Registrar the 
applicant shall be deemed to be entitled to exercise the right to thc short-term 
patent. 

Patentahilit), 

109. Non-prejudicial disclosure 

For the purposes of section 94. a disclosure of the invention shall not be 
taken into consideration if it occurred no earlicr than 6 months before the 
filing of thc short-term patent application and if it was due to, or in 
consequence 0[--
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(II) an cvidcnt abuse in relation to thc applicant or any proprictor of 
the invcntion for thc timc being: or 

(h) the fact that thc applicant or his legal prcdecessor has displayed 
the invention at an ofricial. or officially recognized. international 
exhibition falling within thc tcrms of thc Convention on 
International Exhibitions signed at Paris on 22 Novcmber 1928 
as applying to I-long Kong. 

but paragraph (h) shall apply only if thc short-term patcnt application as rilcd 
contains a statement to the cffect that the invcntion has bccn so displaycd and 
contains written cvidence in support of thc statcment complying with any 
prcscribcd conditions. 

(cf u'e .'11'1. 55] 

PrioritJ 

1111. Priorit~· right 

(I) 1\ person who has filed--
(II) in or for any Paris Convcntion country or WTO membcr 

country. territory or arca. an application for a patent or other 
protection in respcct of all invention: or 

(/I) in Hong Kong. an application for a short-tcrm patent under this 
Part in rcspect of an invcntion. 

or his successors in title, shall cnjoy, for thc purposc or filing a subsequent 
application for a short-tcrm patcnt under this Part in rcspcct of thc same 
invcntion, a right of priority for the pcriod or 12 months after thc date of filing 
of thc first application, subjcct to compliance II ilh any prescribed conditions. 

(2) For the purposcs or subsection (I) as it applics in the casc or a riling 
specificd in paragraph (a) of that subscction-

(a) cvery riling which in a Paris Convcntion country or WTO membcr 
country, tcrritory or area is equivalcnt to a regular national filing 
under its domestic legislation or under bilateral or multilateral 
agreements shall be rccognizcd as giving rise to a right of priority; 

(h) a subsequent application for a patent or othcr protection for the 
same subject-mailer as a previous first applicatjon and filed in 
or for the same Paris Convention country or WTO member 
country, territory or area shall bc considered as the first 
application for the purposes of determining priority if, and only 
ir. at the date or filing thc subscquent application, thc prcvious 
application has been withdrawn, abandoncd or refused, without 
being open to public inspection and without lcaving any rights 
outstanding, and has not served as a basis for claiming a right of 
priority: 
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(c) where pursuant to paragraph (11) a subsequent application ror a 
patent or other protection is considered as a lirst application, the 
previous application may not thereafter serve as a basis ror 
claiming a right of priority, 

and in this subsection, "regular national filing" (JUJ~~I:I~j]lx) means any filing 
that establishes the date on which the application was filed. whatever may be 
the outcome or the application. 

(3) For the purposes of subsection (I) as it applies in the case of a filing 
specified in paragraph (11) of that subsection ~ 

(a) every regular liling of an application for a short-term patent 
under this Part shall be recognized as giving rise to a right of 
priority in relation to ('Jther applications under this Part: 

(h) a subseqllent application for a short-term patent under this 
Part ror the same subject-matter as a previolls first application 
for a short-term patent shall be considered as the first 
application ror the purposes or determining priority if. and 
only if, at the date of filing the subsequent application, the 
previous application has been withdrawn, abandoned or 
rerused, without being open to public inspection and without 
leaving any rights outstanding. and has not served as a basis 
for claiming a right of priority; 

(c) where pursuant to paragraph (11) a subsequent application for a 
short-term patent is considered as a first application, the 
previous application for a short-term patent may not thereafter 
serve as a basis ror claiming a right or priority, 

and in this subsection "regular filing or an application for a short-term patent" 
Oi.i!VJVHIJI\l;'i!'i(I(JIUJl.Vt1x) means any filing Ihat establishes the date on which 
the application for the short-term patent was liled, whatever may be the 
outcome or the application. 

(4) In this section, "application ror a patent or other protection" (Wllj 
!!x:Hft!lf~;\1H~ It' ifrT) means an application ror a patent or ror the registration of 
a utility model or ror a utility certiricate or ror an inventor's certiricate filed 
in or ror any Paris Convention country or WTO member country, territory 
or area. 

[(I EPC Art. 87; 1-992 No. I s. 25 Eire) 

III. Claiming priority 

(I) An applicant for a short-term patent desiring to take advantage of 
the priority of a previolls application shall file in the prescribed manner a 
statement of priority Hnd a copy or the previous application. 
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(2) MUltiple priorities may be claimed in respect of a short-term patent 
application. notwithstanding the fact that they originated in different countries, 
and where appropriate. multiple priorities may be claimed for anyone claim. 

(3) Where multiple priorities are claimcd. time limits which run from the 
date or priority shall run from the earliest date of priority. 

(4) If one or more priorities are claimed in respcct of a short-tcrm patent 
application. the right of priority shall cover only those clements of the 
short-term patent application which are included in the application or 
applications whose priority is claimed. 

(5) If certain clements of the invention for which priority is claimed do 
not appear among the claims formulated in the previous application. priority 
may nonethcless be granted if the documents of the previous application as a 
whole specifically disclosed such clements. 

((l) Where a statement of priority i~ riled in accordance with this 
section. the applicant shall for the purpose of proceedings before the 
Registrar be deemed to be entitled to enjoy the right of priority shown in 
the statement. 

[ct: D'C Art. 88] 

112. Effect of priority right 

(I) The right of priority shall have the effect that the date of priority of 
the previous application claimed under section III shall be regarded as being 
the date of priority of the short-term patent application for the purposes of 
section 94(2) and (3) as it applies to this Part. 

(2) Where a short-term patent application is filed and the priority of a 
previous application is claimed under sectioll III, then, notwithstanding 
anything contained in this Ordinance, the short-term patent application and 
any short-term patent granted in pursuance of it shall not be invalidated by 
rcason only of the fact that any subject-matter disclosed in the previous 
application was made available to the public at any time after the date of filing 
of the previolls application. 

[ct: EI'C Art. 89] 

A ",)\ications 

113. Requirements of short-term "atent application 

(I) Every application for a short-term patent shaH be signed by the 
applicant and be filed with the Registrar in the prescribed manner and shall 
conla i n---
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(0) a request ror the grant of a short-term patent; 
(h) a specification which provides on the face or it for--

(i) a description or the invention to which the application 
relates; 

(ii) one or more claims but not exceeding one independent 
claim; 

(iii) any drawings rererred to in the description or the claim or 
claims; 

(c) an abstract; and 
(d) a search report in relation to the invention. 

(2) An application ror a short-term patent-
(0) shall state the name and address or the applicant; 
(h) shall identiry the person or persons whom the applicant believes 

to be the inventor or inventors and shall specify the last known 
address of that person or persons; 

(c) where the applicant is not the sole inventor or the applicants are 
not the joint inventors, shall contain a statement indicating the 
derivation or his or their entitlement to exercise the right to the 
short-term patent; and 

(tI) shall specify an address in Ilong Kong ror service of documents. 
(3) Every such application shall also comply with the requirements or 

this Ordinance as to the provision or inrormation in, or the translation of 
documents into, one or both official languages. 

(4) Rules may provide-
(0) that a short-term patent application shall or may contain a title 

or the invention and a designation or the classification or the 
invention; 

(II) for the manner in which the rollowing matters shall or may be 
contained in a short-term patent application-

(i) any statement in accordance with subsection (2) relating to 
the inventor or the derivation or the applicant's right to 
grant; 

(ii) any claim to the priority of an earlier patent application and 
supporting priority documents in accordance with section 
III ; 

(iii) any request for dererral of the grant of a patent In 

accordance with section 119; 
(iv) any claim regarding non-prejudicial disclosure In 

accordance with section 109; 
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(v) in relation to any invention which requires for its 
performance the use of a micro-organism, information 
concerning the availability to the public of samples of the 
mi rco-orga nism. 

(5) A filing ICc and an advertisement fcc shall he payable within I month 
after the earliest filing with the Registrar of any part of the application, and if 
either fcc is not paid within that period or within such further period of grace 
as may have been allowed under subsection (6) the application shall be deemed 
to be withdrawn. 

(6) Rules may provide for a period of grace within which a filing fee or 
advertisement fee that has not been paid within the time limit specified in 
subsection (5) may still be validly paid. 

(7) The foregoing provisions shall not prevent any application being 
initiated by documents complying with section 114(2). 

(8) In this section "search report" (tfHHli{li) means a report~ 
(0) by a prescribed semching authority of a search undertaken by 

that authority as to the prior art in relation to the invention, 
based on the claims and having due regard to the description 
and drawings (if any); and 

(h) which contains the prescribed information. 
lef 1992 N(}. 1 s. 18 Eire: EI'C A,./. 78] 

114. Examination on filing 

(I) The Registrar shall examine whether~ 
(0) the short-term patent application satisfies the requirements 

specified in subsection (2) for the accordance of a date of filing 
("minim um req uirements "); 

(/J) the prescribed filing fee and advertisement fcc has been paid in 
due time. 

(2) The date of filing of a short-term patent application shall be the 
earliest date on which uocuments filed by the applicant contain­

(a) an indication that a short-term patent is sought; 
(h) information identifying the applicant; 
(c) a part which on the face of it appears to be a.,!.lescription of an 

invention. 
(3) If a date of filing cannot be accordeu because of deficiencies as . 

regards the minimum requirements, the Registrar shall give the applicant an . 
opportunity to correct the dcliciencics in accordance with the rules. 

(4) If the deficiencies are not corrected within the time prescribed in the 
rules, the application shall not be dealt with as an application ror a short-term 
patent. 

leI EPC Arl. 80 & 90] 
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115. Examination as to formal requirements 

(I) If a short-term patent application has been accorded a date of filing, 
and is not deemed to be withdrawn by virtue or section 113(5), the Registrar 
shall examine whether the requirements or section 113 and or any rules 
made ror the purposes or that section (the "formal requirements") have been 
satisfied. 

(2) Where the Registrar notes that there are deficiencies as regards the 
rormal requirements which may be corrected, he shall give the applicant an 
opportunity to correct them in accordance with the rules. 

(3) Ir-
(0) there arc deficiencies as regards the formal requirements which 

cannot be corrected the application for a short-term patent shall 
be refused; or 

(h) any deficiencies as regards the rormal requirements noted in 
the examination under subsection (I) arc not corrected in 
accordance with the rules, then except as provided in subsection 
(4), the application for a short-term patent shall be refused or, if 
no steps arc taken to correct the deficiencies, shall be deemed to 
be withdrawn. 

(4) II' a deficiency relating solely to a claim to any right or priority is not 
duly corrected then such right shall be lost for the application. 

[ef.' EPC Art. 9J] 

116. Di\'isional short-term patent apillicntion 

Where, after an application ror a short-term patent has been filed and 
-t 

before the date under section 122 on which preparation for publication of the 
patent has commenced, a new application for a short-term patent is filed by 
the original applicant or his successor in title in accordance with the rules to be ~ 

~ 
prescribed, being an application- ''1 

;~ 

(oj which is in respect or any part or the subject-matter contained in :i 
the eal'lier short-term patent application; ;\ 

(b) which complies. wit~l . the r~leval~t requirements including.i 
pr~cedures and tlllle limits spec.lfied III the rules; and .~ 

(e) which docs not contravene sectIOn 103, ;~ 
then such new application shall be treated as having, as its date of filing, the ;1 
date ?r filing o~ tl~e earlier short-term application and shall have the benefit of1 
any right of prlonty. 'i 

I ~" 
" 
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117. Formality examination only 

Except as expressly provided to the contrary, nothing in this Part 
providing for the examination by the Registrar of an application for a short­
terlll patent for an invention shall be construed as imposing any obligation 
upon the Registrar to consider or to have rega rd to, for the purpose of such 
examination, any question as to~ 

(a) the patentability of the invention; 
(!J) whether the applicant is entitled to any priority claimed in the 

application; 
(c) whether the invention is properly disclosed in the application; or 
(d) any matter specified ill section 45,77,78,79,93,94,96,97,100, 

109, 110, 111(2) to (6) or 120(2). 

Procedure up to and including grant 

II H. Grant of short-term patent and pUhlication 

(I) If on examination by the Registrar under section 115(1) an 
application for a short-term patent is found to have satisfied the requirements 
of that provision, or if 011 a subsequent examination the deficiencies noted by 
the Registrar under section 115(2) are found to have been corrected in 
accordance with the rules, then as soon as practicable after such examination, 
but subject to sections 119 and 124, the Registrar shall grant a short-term 
patent for the invention. 

(2) As soon as practicable after a short-term patent has been granted 
under this section the Registrar shall- ~ 

(1I) publish in the prescribed manner the spccification of the ' 
short-term patent, the namcs of the proprietor and, if different, , 
the inventor; ij 

(h) isslie a certificate or grant: and ':i 

(c) advertise the fact of such grant by notice in the Gazette. i 
0) The Registrar may in any publication under subscttion (2)(a) publish ~~ 

in addition to the matters specified in that subsection any other matters ~ 
constituting or relating to the patent which in the Registrar's opinion it is j~ 
desirable to publish. .:i 

,i 
f.ii 
''! 
i 
.~ 
<, ,. 

;i 
f 
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I 19. Deferral of grant of Ilatent 
at applicant's re!Jllest 

PA TENTS 

(I) Whcrc in his application for a short-tcrm patent an applicant has ' 
rcqucsted thc Rcgistrar to defcr thc grant of a patent for a period specified in" 
the application, a short-term patent shall not be granted in that application. 
until~ 

(1I) thc expiry of that pcriod, or of such shortcr pcriod as the 
applicant may subsequently spccify by notice filed with the, 
Registrar, artcr the date on which the requirements of section -
IIS( I) arc found to havc bcen satisficd; or 

(/J) 12 months arter the datc of filing of thc application, 
whichcver occurs first. 

(2) Whcrc a rcquest has bccn madc under this scction for thc deferral of : 
a grant, any grant under section II R( I) shall bc made by thc Registrar as soon .. 
as possible artcr thc cxpiry of the pcriod of dcfcrral applying by virtue of this,: 
scction. 

1211. Amendment of application for short-term 
patent before grant 

(I) Subject to this scction and scctions 122 and 103, at any time before ~,,~ 
patent. is grantc.d. under this Part an .apl~licant n.lay, in ac~(~rdance with thci 
prcscnbed cOl1(lItlons, amend thc application of hiS own volition. .,-'~ 

(2) Any amendmcnt made undcr this section shall be invalid to the extent' 
that it cxtcnds thc subject-matter discloscd in the application as filed. tj 

(3) The Registrar may, without an applicatioll being made to him for the'~ 
purposc, amend the specification and abstract contained in an application for'~ 
a short-term patent so as to acknowledge a registered trade mark. 7\1 

[(I 1977 c. 37 s. 19 U.K) f 

12 J. Withdrawal of application '. }l 
~~ 

. (I) At an~ timc bcfOJ:c 'a short~tcrm'patcllt .is grall~cd .thc applicant may, ' .• ~ 
subJcct to section 122, Withdraw III wntlllg hiS apPllcatlO1l and any such·' 
withdrawal may not bc rcvokcd. ". 

(2) Whcrc a short-tcrm patcnt application is withdrawn under this section", 
or is dccmcd under this Ordinance to havc becn withdrawn, or is rcfused under~:, 
any provision of this Ordinancc, thc following provisions shall apply-- . , 

(a) the applicant shall continuc to cnjoy thc right of priority:', 
under scction 112 which he cnjoycd immediately before such .~ 
withdrawal or refusal; !; 

(/J) no other right may be claimed under this Ordinance in rclatioD'~ 
to the application. ':~ 

.. ~ 
,1 
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122. Limitalion on withdrawal, amendment, 
etc. of allillication 

PATENTS 

No withdrawal or an application under section 121, no divisional 
application under section 116 nor any amendment under section 120 shall be 
allowed after the date on which preparations ror publication under section 
118(2) or the specification or a short-term patent to be granted in pursuance of 
the application have becn completed. 

123. Further processing of, and restoration of rights 
in respect of, short-term Ilatent allplications 

(I) Sections 2S( I) and (2), 29( I) and (2) and 30 shall apply, subject to 
necessary modification, to an application for a short-term patent as if a 
reference in those sections to an application ror a standard patent and to Part 
II were a rererence to an application for a short-term patent and to this Part 
respectively. 

(2) Section 28 as applied by subsection (I) does not apply in the case of 
a decmed withdrawal of an application under section 113(5). 

(3) Section 29 as applied by subsection (I) does not apply in the case of 
a railure to comply with a time limit under section 113, 114 or 115. 

124. Registrar may refuse to grant short-term patent 

The Registrar may reruse to grant a short-term patent for an invention if 
he considers that the invention is not a patentable invention by reason of any 
or the matters specified in section 93(5), and thc Registrar shall give notice of 
any such refusal to the applicant. 

125. Short-term patent application based on 
international application 

(I) Where an international application seeking a patent for a utility 
model and designating the People's Republic or China has entered its national 
phase in the People's Republic or China, the applicant in the international 
application may apply ror a short-term patcnt for the invention (if any) 
disclosed in that application. 

(2) An application 1'01' a short-term patent made pursuant to this section 
may be filed at any time berore a date 6 months arter the entry into the 
national phase or the international application in the People's Republic of 
China, or such other date as may be prescribed by rules. 

(3) An application 1'01' a short-term patent made pursuant to this section 
shall contain---
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(II) a photocopy of the international application as published by the , 
International Bureau under Article 21 of the Patent Cooperation :i 
Treaty; .J 

(h) a photocopy of the international search report in relation to the J 
international application as published under Article 21(3) of ;~ 
the Patent Cooperation Treaty (whether contained in the P 
international application as published or separately published); .t 

(c) the date of entry of the international application into the :1~,·.···' 
national phase in the People's Republic of China; 

(ti) a photocopy of the translation of the international application 
(if any) published by the Chinese Patent Office; and i" 

(c) a photocopy of any inrormation that may be published by the '.' 
Chinese Patent Onice concerning the international application. :3 

(4) Section 113 applies in relation to an application for a short-term ~ 
patcnt made pursuant to this section as if for subsection (I )(/J) to (d) of that e 

section there was substituted a reference to the documents specified in 
subsection (3)(0) to (e) of this section. 

(5) Where an application made pursuant to this section results in the 
grant of a short-term patent, the application shall be deemed to have as its date 
of filing the international liIing date accorded to the international application 
for the purposes of Artiele II of the Patent Cooperation Treaty and, in this 
Ordinance, reference to the date of filing of an application in relation to a 
short-term patent which has been granted pursuant to an application made as 
provided for in this section shall be construed accordingly. 

(6) In this section, "Chinese Patent Onice" (11'~'liIWfIJ}i~) means the office 
established under the laws of the People's Republic of China for the granting 
of patents for inventions. 

Pro\'isiOl1s as to short-term patents after grant 

126, Term or short-term !latent 

(I) A short-term patent grantcd under this Part~ 
(1I) shall take effect on the date on which the fact of its grant is 

advertised in the Gazelle; and 
(b) subject to subsection (2) and (3), shall rcmain in force until the 

end of the period of 8 years beginning with the date of filing the 
application for the patent. 
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(2) If it is desired to keep a short-term patent in force for a further 4 
years after the expiry of thc 4th year from thc date of filing of the application 
for that patent, the prescribed renewal fee shall be paid within the 3 months 
ending with the expiry of that 4th year, and a short-term patent shall cease to 
have effect at the expiry of that 4th ycar if the renewal fcc is not so paid. 

(3) Despite subsection (2), where the date of grant of a short-term patent 
occurs aner the expiry of the 4th year from the date of filing of the application 
for that patent then-

(II) the prescribed renewal Icc may be paid at any time before the 
expiry of 3 months beginning from the date of grant and in the 
event of such payment the patent shall remain in force for the 
balance of the period of 4 years specified in subsection (2); 

(h) the patent shall cease to have effect under this section if, and ~: 
only if, the prescribed renewal fcc is not paid as provided in " 
paragraph (II). ~ 

(4) The Registrar may by regulation amend the period specified in ;; 
subsection (2) as being the period ending with the expiry of the 4th year from ••.. 
the date of filing of the short-term patent application. 

(5) If within 6 months after the end of the period specified in subsection 
(2) or (3), as the case may be, the renewal fec and any prescribed additional fee 
is paid, the short-term patent shall be treated as if it had never expired, and 
accordingly--

(II) anything done under or in relation to it during that further 
period shall be valid; . 

(h) an act which would constitute an infringement of it if it had not; 
expired shall constitute such an infringement; and 

(c) an act which would constitull: Government usc of the patented 
invention if the patent had not expired shall constitute that use., 

(6) The Governor in Council may by regulation amend-~; 
(II) the period specified in subsection (I )(/1) as being the period for: 

which a short-term patent shall remain in force; " 
(f,) the period specified in subsection (2) or (3) by reference to which ". 

a short-term paten\' if not renewed, shall cease to have effect.~ 
[ef, }977 c. 37.1'. 25 U.K).~ 

.11 
.~ 
~; 127. Restoration of lallsed short-term Jlutellts,~ 
·t 

Sections 40 and 41 shall apply to short-term patents, with necessary~ 
modification, as if reference in those sections to a standard patent and to; 
section 39 were a reference to a short-term patent and to section 126; 
respectively. ,! 

<.t l 

Ii 

.!:; 
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Miscellaneous 

12N. Disclosurc of im'cntion by specification; anlilability 
of samples of micro-organisms 

( I) Provision may be made by rules prescribing the circumstances in 
which the specification of an application for a short-term patent, or of a short­
term patent, for an invention which requires for its performance the use of a 
micro-organism is to be treated as disclosing the invcntion in a manner 
sufficiently clear and complete for the invention to be performed by a person 
skilled in the art. 

(2) The rules may in particular require the applicant or proprietor-
(a) to take such steps as may be prcscribed for the purposes of 

making available to the public samples of the micro-organism; 
and 

(h) not to impose or maintain restrictions on the uses to which such 
samples may be put, except as may be prescribed. 

(3) The rules may provide that, in such cases as may be prescribed, 
samples need only be made available to such persons or descriptions of persons 
as Illay be prescribed; and the rules may identify a description of persons by 
reference to whether the Registrar has given his certificate as to any matter. 

(4) An application ror revocation or the short-term patent under section 1 

91( I )(e) may be made if any or the requirements of the rules cease to be 
complied with, 

[et: 1977 c, 37 s. 125A U.K) 

129. Court proceedings in rehltilln to short-term patents 

(I) In any proceedings before a court for the enrorcement or rights 
conferred under this Ordinance in relation to a short-term patent-

(a) it is ror the proprietor of the patent to establish the validity of 
the patent, and the ract that the patent has been granted under 
this Part shall be of no account in that regard; 

(h) evidence by the proprietor which is surficient to establish prima '; 
racie the validity or the patent shall in the absence of evidence to .:: 
the contrary be sufficient proof of such validity.i 

(2) Ir in proceedings berore the court under this Ordinance in relation to '~ 
a short-term patent an order is made in interlocutory proceedings granting or j 
refusing an application for an injunction under section 80( I )(a) or an order 'i under section 80(1 )(h), any party may apply to the court for an order that the ,~ 
matter proceed to early trial and, subject to compliance by that party with '~ 
rules or court, the court shall so order unless it considers that the interests of 
justice would not be served by the making of such an order. 
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(3) A court making an order for an early trial under subsection (2)-
(0) may also make such order as respects the period before trial as 

the justice of the case requires; 
(b) shall by the order determine the mode of trial. 

PART XVI 

MISCELLANEOUS 

130. AI1llcai from Rcgistrar 

(I) Except as otherwise expressly provided by rules, an appeal to th~ ) 
collrt shall lie from any decision or order of the Registrar under thisj 
Ordinance, and for the purposes of this provision "decision" (lkiE) includes '1 
any act of the Registrar in exercise of a discretion vested in him by or under "j 
this Ordinance. i: :1 

(2) Any appeal under this Ordinance which concerns a patent 'j 
application which has 110t been I:ublisl~ed shall be heard in private'::i 

(3) In any appeal under thiS Ordlllance-- ", 
(a) the Registrar shall be entitled to appear or be represented and bC ;:. 

heard in support of his decision or order; , 
(II) the Registrar shall appear if so directed by the court. 

(4) In any appeal under this Ordinance the court may exercise any power:' 
which could have been exercised by the Registrar in proceedings from whicQ ~ 
the appeal is brought. l~( 

131. Rcgistrar's :tllilcarancc in proccedings 
iJl\'olving registcr ~,: 

(I) In any proceedings before the court involving an application for the' 
alteration or rectification of the register, the Registrar shall be entitled to" 
appear or be represented and be heard, and shall appear if so directed by the. 
court. 

(2) Unless otherwise directed by the court, the Registrar may instead of 
appearing submit to the court a statement in writing signeri by him, giving,: 
particulars of--(~ 

(1I) any proceedings before him in relation to the matter in issue; t,::" 
(h) the grounds of any decision given by him affecting it; }; 
(c) the practice of the registry in like cases; or :i"~ 
(d) sllch nHitters relevant to the iss lies and within his knowledge as: 

Registrar as he thinks fit, ' 

and the statement shall be deemed to form part of the evidence in the.il.,.' .. ',·" 
","coeding'. J 
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132. General powers of the conrt 

(I) The court may, for the purpose of dctermining any question in the 
exercise of its original or appellate jurisdiction under this Ordinance, make any 
order or exercise any other power which the Registrar could have made or 
exercised for the purpose of determining that question. 

(2) Every order of the court shall be subjcct to appeal to the Court of 
Appeal. 

133. Procedure in case of option to apply to 
court or Registrur 

[ei 1977 C'. 37 s. 99 u.K.] 

(I) Where under this Ordinance an applicant has an option to make an 
application either to the court or to the Registrar-

(tI) if an action concerning the patent or application for a patent in 
question is pending, the application must be made to the court; 

(h) if in any other case the application is made to the Registrar, 
the Registrar may, at any stage of the proceedings, refer the 
application to the court, or he may, after hearing the parties, 
determine the question between them, subject to appeal to the 
court. 

(2) Subsection (I) is without prejUdice to the court's powers, apart from 
this section, to determine any question referred to in that subsection. 

(3) Reference in subsection (I) to an option to make an application 
either to the court or to the Registrar includes reference to an option to refer a 
question either to the court or to the Registrar. 

[(f Tl'lIdl! M{/rks Ord. s. 80] 

134. Burden of proof in certain cases 

(I) If the invention 1'01' which a patent is granted is a process for 
obtaining a new product, the same product produced by a person other than 
the proprietor of the patent or a licensee of his shall, unless the contrary is 
proved, be taken in any proceedings to have been obtained by that process. 

(2) In considering whether a party has discharged the burden imposed 
upon him by this section, the court shall not require him to disclose any 
manufacturing or commercial secrets if it appcars to the court that it would be 
unreasonable to do so. 

[e1 1977 c. 37 s. 100 u.K.] 
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135. Exercise of Registrllr's discretionllry powers 

Without prejudice to any rule of law, the Registrar shall give any party to 
a proceeding before him an opportunity of being heard before exercising 
adversely to that party any discretion vested in the Registrar by this Ordinance 
or by the rules. 

136. Costs and expenses in proceedings 
before the court 

[ef.' ]1)77 c. 37 s. 101 UK) 

(I) Subject to subsection (2), in all proceedings before the court under 
this Ordinance the court may award to any party such costs as it may consider 
reasonable and the costs of the Registrar shall be in the discretion of the court, 
but the Registrar shall not be ordered to pay the costs of any other of the 
parties. 

(2) In proceedings before the court under section 58 the court shall, in 
determining whether to award costs or expenses to any party and what costs or 
expenses to award, have regard to all the relevant circumstances, including the 
financial position of the parties. 

(3) If in any stich proceedings the court directs that any costs of one 
party shall be paid by another party, the court may settle the amount of the 
costs by fixing a lump sum or may direct tha t the costs shall be taxed on a scale 
specified by the court, being a scale of costs prescribed by rules of court. 

137. Costs and expenses in proceedings 
before Registrar 

[(I 1977 c. 37 s. 106 UK.] 

(I) The Registrar may, in proceedings before him under this Ordinance,. 
by order award to any party such costs as he may consider reasonable and 
direct how and by what parties they are to be paid.: 

(2) Any costs awarded under this section shall, if the court so orders, be 
recoverable by execution issued from the court as if they were payable under 
an order of that court. 

(3) Rules may empower the Registrar, in such cases as may be 
prescribed, to require a party to proceedings before him to give security fOI 

costs, in relation to those proceedings or to proceedings on appeal, and rna} 
provide for the consequences if security is not given. 

lef.' 1977 c. 37 s. 107 UK.: 
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138. Licences granted by order of the court or Registrar 

Any order for the grant of a licence under section 14, 56, 64 or 65 shall, 
without prejudice to any other method of enforcement, have effect as if it were 
a deed, executed by the proprietor or the standard patent and all other 
necessary parties, granting a licence in accordance with the order. 

139. Immunity of Registrar as regards official acts 

Neither the Registrar nor any officer of his-

[e( 1977 c. 37 s. 108 U.K] 

(t/) shall be taken to warrant the validity of any patent granted 
under this Ordinance; or 

(b) shall incur any liability by reason of or in connection with any 
examination or investigation required or authorized by this 
Ordinance, or any report or other proceedings consequent on 
any such examination or investigation. 

[e( /977 c. 37 s. 116 U.K] 

140. Recognition of agents 

(I) Subject to this section and to the rules, where under this Ordinance 
any act has to be done by or to any person in connection with a patent or any 
procedure relating to a patent or the obtaining of a patent, the act may be done 
by or to an agent of such person duly authorized by that person orally or in 
writing. 

(2) A person duly authorized by another person under subsection (I) to 
act as his agent Illay (subject to any provision to the contrary in any agreement 
between the agent and that person), on giving notice to the Registrar and the 
other person, cease to act as agent for the other person. 

(3) Rules Illay authorize the Registrar to refuse to recognize as agent in 
respect of any business under this Ordinance any person specified for the 
purpose in the rules. 

(4) The Registrar shall refuse to recognize as an agent a person who 
neither resides nor has a place of business in Hong Kong. 

PART XVII 

OFFENCES 

141. Falsification of register, etc. 

A person who-
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(1I) makes or causes to be made a false entry in any register kept 
under this Ordinance, knowing the entry to be raise; or 

(1)) makes or causes to be made a writing falsely purporting to be a 
copy or reproduction of an entry in any register kept under this 
Ordinance, or produces or tenders or causes to be produced or .~ 
tendered in evidence any such writing, knowing the writing to be 
f~llse, 

commits an offence and is Iiable- -- ~ 
(i) on summary conviction, to a fine at level 5 and to ill111risonment ; 

for 6 months; .. ~ 
(ii) on conviction on indictment, to imprisonment for 2 years. .; 

[c{ 1977 c. 37.1'. 109 U.K] ,.~ 

142. Unauthorized claim of patent rights 
-:¥ 
,l~ 

~ I 

(I) Subject to this section, a person who falsely represents that anything '~ 
disposed of by him for value is a patented product commits an offence and is ) 
liable on summary conviction to a fine at level 3. . .,f 

(2) For the purposes of subsection (I), a person who for value disposes .'~ 
of an article having stamped, engraved or impressed on it or otherwise applied '" 
to it the word "patent" or "patented" or "WflJ" or "'jf·1fvn1j" or anything;~ 
expressing or implying that the article is a patented product, shall be taken to j 
represent that the article is a patented product. .~ 

:1 (3) Subsection (\) docs not apply where the representation is made, 
in respect or a product after the patent for that product or, as the case may .~ 
be, the process in question has expired or been revoked and before the end .~ 
or a period which is reasonably sufficient to enable the accused to take steps "t 
to ensure that the representation is not made (or does not continue to be:~ 

'tl 
made). . > 

(4) In proceedings for an offence under this section it shall be a defence :~ 
for the accused to prove that he used due diligence to prevent the commission ;~ 
of the orfence. A 

[cf. 1977 c. 37 s. 110 UKLl 
'~ 

143. Unauthorized claim that patent has i 
been applied for ~ 

(I) Subject to this sedion, a person who represents that a patent has;! 
~cen applied for in respect of any article disposed of for valuc by him when in~ 
fact- .~ 

(0) no sllch application for a patcnt has been made; or tj 
(b) any sllch application has been withdrawn or deemed withdrawn, .. ~ 

cOlllmits an offence and is liable on summary conviction to a fine at level 3 .. ~ 
·1 
.~ 
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(2) Subsection (I )(11) does not apply where the representation is made (or 
continues to be made) before the expiry of a period which begins with the 
withdrawal or deemed withdrawal and which is reasonably sufficient to enable 
the accused to take steps to ensure that the representation is not made (or does 
not continue to be made). 

(3) For the purposes of subsection (I), a person who for value disposes " 
of an article having stamped, engraved or impressed on it or otherwise applied; 
to it the words "patent applied for" or "patent pending" or "[2 I/IIi;Y-Wfll" or ~ 
"W til 1/1 in~ 1.'i'ih", or anything expressing or implying that an application has ~ 
been made for a patent in respect of the article, shall be taken to represent that t 
an application for such a patent has been made. 

(4) In any proceedings for an offence under this section it shall be a 
defence for the accused to prove that he used due diligence to prevent the 
commission of such an offence. 

[Cl ICJ77 c. 37 s. 111 U.K] j 

144. Misllse of title "Putents negistry" 
.~ 
f~ 
'I 

A person who uses on his place of business, or any document issued by .~ 
him, or otherwise, the words "Patents Registry" or "WfIJ~U"IM&" or any other'~ 
words suggesting that his place of business is, or is officially connected with,': 
the Patents Registry, commits an offence and is liable on summary conviction .'j 
to a fine at level 4. ~ 

[el ICJ77 l'. 37.1'. 1/2 U.K]j 
.J 

145. Offences by cllfponitions or partners . \J 
(I) Where an offense under this Ordinance committed by a body~; 

or to be attnbutable to any neglect on the part of, a director, manager,." 
secretary or other similar oflicer of the body, or a person purporting to act in· 
any such capacity, he as well as the body corporate is guilty of the offence and ': 
liable to be proceeded against and punished accordingly. ~. 

(2) The following provisions apply for the purposes of proceedings for: 
an offence under this Ordinance alleged to have oeen committed by a body.' 
corpora te--­

(iI) 
(/J) 

,., I .~ 
any rules of court relating to the service of documents; f 

section 19A (plea by a corporation before a magistrate) and • 
section 87 (procedure on charge of indictable offence against·' 
corporation) of the Magistrates Ordinance (Cap. 227). • " 

(3) Where the affairs of a body corporate are managed by its members, \ 
subsection (I) shall apply in relation to the acts and defaults of a member in 
connection with his functions of management as if he were a director of tbe 
body corporate. 
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(4) Where a partnership is guilty of an offence under this Ordinance, 
every partner, other than a partner who is proved to have been ignorant of or 
to have allempted 10 prevent the commission or the offence, is also guilty of 
the offence and liable to be proceeded against and punished accordingly. 

(5) Without prejudice to any liability of the partners under subsection 
(4), proceedings for an offence under this Ordinance alleged to have been 
committed by a partnership shall be brought against the partnership in the 
name or the linn and not in that or the partncrs. 

(6) A line imposed on a partnership on its conviction in such proceedings 
shall be paid out of the partnership assets. 

(7) Where an orfence under this Ordinance committed by a partner in a 
firm is proved to have been committed with the consent or connivance or, or 
to be attributable to any neglect on the part or, any other partner in the firm 
or any person concerned in the management of the linn, that partner or the 
person concerned in the management of the linn is also guilty of the orfence 
and liable to be proceeded against and punished al·cordingly. 

PART XVIII 

ADMINISTRATIVE PROVISIONS 

146. Correction of l'rrllfS in patents and apillications 

(I) The Registrar may, subject to the rules, correct any error of 
translation or transcription, clerical error or mistake in any specilication of a 
patent or application for a patent or any document filed in connection with a 
patent or such an application. 

(2) Where the Registrar is requested to correct such an error or mistake 
any person may in accordance with the rules give thc Registrar notice of 
opposition to thc requcst and the Registrar shall determinc the matter. 

147. Information about patent applications and 
patents, and inspection of docllments 

[ct." /977 c. 37 s. 117 u.K.] 

(I) Arter publication of an application for a standard patent in 
accordance with section 20 or the grant of a short-term patent the Registrar 
shall upon the liling of a written request in the prcscribed manner give the 
person making thc request sllch information, and permit him to inspect such 
docllments, relating to the application or any patent granted in pursuance of 
thc application or to the short-tcrm patent as may bc specilied in the request, 
subject, however, to any prescribed restrictions. 
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(2) Subject to this section, until an application for a standard patent 
is so published or a short-term patent is granted documents or information 
constituting or relating to the application for the standard patent or the 
short-term patent shall not, without the consent of the proprietor or the 
applicant (as the case may be), be published or communi..:ated to any person 
by the Registrar. 

(3) Subsection (2) shall not prevent the Registrar 1'1' 0 III publishing or 
communicating to others any pres..:ribed bibliographic information about an 
unpublished application for a standard patent or an application for a short­
term patent. 

(4) Where a person is notified that an application for a standard patent 
has been made. but not published in a..:cordance with section 20, and that the 
applicant will, if the patent is granted, bring pro..:eedings against that person in 
the event of his doing an act spc..:ilied in the notification after the application 
is so published, that person may make a requcst under subsection (I), 
notwithstanding that the application has not been published, and that 
subsection shall apply accordingly. 

(5) Where a person is notilied that an application for a short-term patent 
has been made and that the applicant will, if the patent is granted, bring 
proceedings against that person in the cvent of his doing an act spe..:ified in the 
notili..:ation, that person may make a rcquest under subsection (I) and that 
subsection shall apply accordingly. 

(6) Where an application for a standard patent is filed, but not 
published, and a new application for a standard patent is liled in respect of any 
part of thc subject-matter of the earlier application (either in accordance with 
the rules or in pursuance of an order under section 13) and is published, any 
person Illay make a request under subsection (I) in the prescribed manner 
relating to the earlier application and the Registrar shall give him such 
information and permit him to inspect such doculllents as could have been 
gi\'en or inspected if the earlier application had been published. 

[el J!)77 c. 37.1'. 118 u.K.] 

14M. I lours (If Imsillcss mill cxcludcd dll)'s 

(I) The Registrar may, by notice published in the Gazette, give directions 
specifying the hours of business of the registry for the purpose of the 
transaction by the public of business under this Ordinance, and the days which 
are business days for that purpose. 

(2) Business done on any day after the specificd hours of business, or on 
a day which is not a business day, shall be deemed to have been done on the 
next business day; and where the time for doing anything under this Ordinance 
expires on a day which is not a business day, that time shall be extended to the 
next business day. 

• "i 

i 
.. , 
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(3) Directions made under this section may make dirrerent provision for 
dirrerent classes or business. 

149. Rules 

(I) The Registrar may make rules --
(iI) ror the purposes of any provision or this Ordinance authorizing 

the making of rules (other than rules or COUl'l) with respect to 
any matter; and 

(/J) for prescribing anything authorized or required by an provision 
of this Ordinance to be prescribed, 

and generally for regulating practice and procedure under this Ordinance. 
(2) Without prejudice to the generality of subsection (I), rules may make 

provision-
(iI) in connection with applications for patents and other documents 

which may be filed with the Registrar-
(i) prescribing the form and contents or any such documents; 

(ii) requiring copies or such documents to be rurnished; 
(iii) prescribing the manner or liling or such documents; 

(/I) regulating the procedure to be followed in connection with 
any proceeding or other matter before the Registrar or in the 
registry and authorizing the rectilication of irregularities of 
proced u re; 

(e) requiring fees to be paid in connection with any such proceeding 
or matter or in connection with the provision of any service by 
the registry and providing for the remission of fees in the 
prescribed circumstances; 

(d) regulating the mode or giving evidence in any such proceeding 
and empowering the Registrar to compel the attendance of 
witnesses and the discovery of and production or documents; 

(c) requiring the Registrar to advertise any proposed amendments 
of patents and any other prescribed matters, including any 
prescribed steps in any such proceeding; 

U) providing for the appointment of advisers to assist the Registrar 
in any proceedings before him; .. 

(g) prescribing time limits for doing anything required to be done in 
connection with any such proceeding by this Ordinance or the 
rules and providing for the alteration of any period of time 
specilied in this Ordinance or the rules; 

(II) giving erfect to the right of an inventor or an invention 
to be mentioned in an application ror a patent for the invention; 
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(i) without prejudice to <Iny other provision of this Ordinance, 
requiring and regulating the translation of documents in 
connection with a patent or an application for a patent into 
the language of the proceedings or into one or both official 
languages and the filing and verification of any such 
t ransla t ions; 

(j) providing for the publication allli sale of documents by the 
registry and of infonnat.ion about such documents; 

(k) prescribing opposition or revocation proceedings in designated 
patent offices for the purposes of sections 43 and 44. 

(3) Rules may make different provision for different cases. 
(4) Rules made under this section--

(a) authorizing the rectification of irregularities of procedure; or 
(h) providing for the alteration of any period of time, 

may authorize the extension or further extension of any period of time 
notwithstanding that the period has already expired. 

(5) Rules prescribing fees, including any penalty fee under section 
104(5)(h), shall not be made except with the consent of the Financial Secretary. 

(h) Any rules made under subsection (2)(c) may~ 
(a) prescribe Ices fixed at; or 
(/I) provide for fees to be fixed at, 

levels that provide for the recovery of expenditure incurred or likely to be 
incurred by the Government or other authority in the exercise of any or all 
functions under this Ordinance, and shall not be limited by reference to the 
amount of administrative or other costs incurred or likely to be incurred in the 
exercise or any particular function. 

(7) Rules may provide 1'01' arrangelllcnts to be made by the Registrar 
for the publication of reports of cases relating to patents decided by the 
Registrar and of cases relating to patents (whether under this Ordinance or 
otherwise) decided by any court or body (whether in Hong Kong or 
elsewhere ). 

(t( JC)77 £'. 37 s. 123 u.K.] 

ISO. Registrnr may sJlecify forms to be Ilsed 

(I) The Registrar may require the lise of such forms as he may, by notice 
published in the Gazette, specify in connection with the granting of a patent or 
any other proceeding before him under this Ordinance. 

(2) A notice under subsection (I) may contain any direction of the 
Registrar with respect to the use of a form specified in the notice. 
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151. Ordinance binding on Gm'ernment 

Subject to the provisions of this Ordinance, and notwithstanding section 
5(3) of the Crown Proceedings Ordinance (Cap. 3(0), this Ordinance binds the 
Govcrnment. 

fer Regis/l'll/iOIl oI Pa/ellis On/. s. 7A] 

152. Forfeited urticles 

Nothing in this Ordinance affects the right of the Government or any 
person deriving title directly or indirectly from the Government to dispose of 
or use articles forfeited under the law relating to customs or excise. 

rcr /977 c. 37 s. 122 U.K] 

153. Amendment of Schedule 1 

The Govcrnor in Council Illay by order published in the Gazette­
(II) add to Schedule I the name 01'-

(i) any country which has acceded to the Paris Convention; 
(ii) any country, territory or area which has acceded to the 

World Trade Organisation Agreement; 
(h) delete from the Schedule I the name 01'--

154. I~CllI~al 

(i) any country which has denounced the Paris Convention; 
(ii) any country, territory or area which has denounced the 

World Trade Organisation Agreement. 

PART XIX 

REPEALS AND TRANSITIONAL ARRANCiEMENTS 

(I) The Registration of Patents Ordinance (Cap. 42) is repealed. 
(2) The repeal effected by subsection (I) is subject to the following 

provisions of this Part. 

155. Validit)· of instruments made or things 
done under the repealed Ordimmce 

Insofar as any instrulllent made or other thing done at any time under any 
provision of the repealed Ordinance could have been made or done under a 
corresponding provision of this Ordinance it shall not be invalidated by the 
repeals made by this Ordinance but shall have effect as if made or done under 
that corresponding provision. 
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156. lIsc of patcntcd imcntions for 
scn-icc of thc Crown 

PATENTS 

(I) Section 7G of the repealed Ordinance (which deals with the question 
of acts done by the Government as constituting the usc of an invention for the 
ser\'ices of the Crown. and payment falling to be made in respect of any such 
use) as it applied immediately before the commencement date shall continue in 
force. 

(2) For case of reference, section 7G of the repealed Ordinance as 
applying for the purposes of subsection (I) is set out in Schedule 2. 

(3) Where a patent for an invention has been granted under this 
Ordinancc pursuant to this Part to the proprietor of an existing registered 
patent for that invention, or to the applicant of a pending application for 
registration of a patent for that invention under the repealed Ordinance, 
sections 69 to 72 shall apply to Government use of such invention during any 
period of extreme urgency declared under section 68. subject to any necessary 
mod i fica t ions. 

157. Infringl'l1lcnt 

( I) Any question whether an act done before the commencement date 
infringes an existing registered patent shall be deterJnined in accordance with the 
law relating to infringement in force immediately before the commencement 
date. and sections 6 and 7 of the repealed Ordinance shall apply accordingly. 

(2) Subject to subsection (3) and to necessary modiflcation-
(iI) sections 73 to 75, 80, 81, 85 to 87, 89 and 90 shall apply to any 

act done on or after the commencement date which infringes an 
existing registered patent; and 

(h) sections 82 to 84 shall apply to any such act which infringes an 
existing registered 1977 Act patent, 

as those sections apply to infringements of a patent granted ullder this 
Ordinance. 

(3) Where an act is commenced before the commencement date and 
continues to be done on or after that date then if that act would not, under the 
law in force immediately before that day, amount to an infringement of an 
existing registered patent for an invention it shall not am~'unt to an 
infringement of any patent for that invention which Illay be granted under this 
Ordinance pursuant to this Part. 

158. Rulcs Ilro\'iding for transitional arnlllgcJl1cnts 

(I) The Governor in Council may. subject to the approval of the 
Legislative Council, make rules providing for the application of this Ordinance 
and the continued application of the repealed Ordinance to-
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(0) existing registered patcnts; 
(h) pcnding applications for registration of a patent under the 

repealed Ordinance, and patcnts rcgistercd pursuant to such 
applica tions; 

(c) cxisting 1949 Act or 1977 Act patents; 
(d) published applications for 1977 Act patcnts and patents granted 

aftcr the commcnccment date pursuant to such applications; 
(I') existing applications for 1949 Act patents and patents granted 

after the commencemcnt datc pursuant to such applications. 
(2) Without prcjudice to thc generality of subscction (1), rules made 

under that subsection may provide 1'01'--

(0) existing registcrcd patents to bc treated as standard patents 
granted under this Ordinance; 

(h) thc registration of patcnts under the repealed Ordinance 
pursuant to pcnding applications for such registration, and for 
patcnts so rcgistcred to bc treatcd as cxisting registered patents; 

(c) the grant of a standard patcnt to the proprietor of an existing 
1949 Act or 1977 Act patcnt; 

(tI) an application for a standard patcnt by the applicant of a 
publishcd application for a 1977 Act patent, and the grant of a 
standard patcnt to thc proprictor of a patcnt grantcd pursuant 
to such an application aftcr thc commcnccmcnt date; 

(c) thc grant of a standard patent to thc proprietor of a 1949 Act 
patcnt grantcd after the commcncement date pursuant to an 
cxisting application for the 1949 Act paten!. 

(3) Rulcs madc under subsection (I) may further provide-
(tI) for timc limits for making any application for a patent pursuant 

to rules madc under this Part; 
(h) for the application of this Ordinancc to any patent or 

application for a patent provided for in this Part or in rules 
made under this Part; 

(c) subject to any rules that may be made under paragraph (d), that 
no amendment or revocation of an existing registered patent 
in the United Kingdom taking effect on or after the 
commenccment date shall have any effect for the purposes of 
any patent granted undcr this Ordinance pursuant to this Part, 
notwithstanding that such amendment or revocation may have 
effect in the United Kingdom as from a date prior to the 
commencement da te; 

(tI) for the amcndmcnt or revocation or a standard patent for an 
invention grantcd under this Ordinance pursuant to this Part 
following the amcndmcnt or revocation in the United Kingdom 
of a 1941) Act patcnt for that invcntion; 
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Ie) for modifications to this Ordinance as it is applied for the 
purpose or any provision of this Part: 

en for the rcsolution of questions of priority as between­
(i) 1949 Act patents and patent applications; 

(ii) 1977 Act patents and patent applications; and 
(iii) pall'nts and pall'nt applications undcr this Ordinance; 

(g) for the transfer to the rcgister kept under this Ordinance of 
details of patcnts rcgistered under the repealed Ordinance before 
the commencemcnt date, and for matters connected with the 
keeping of thc register in relation to such details, and in that 
connection rules may provide for~ 

(i) rectification of the register in relation to such details; 
(ii) application by any pcrson for the inclusion in the register of 

such details; 
(h) for the amendment by the Registrar by notice published in the 

Gazette of any time limit specified in, or any Schedule to, such 
rulcs. 

159. Interpretation (Part XIX) 

(I) In this Part, unless thc context otherwise requires--
"1949 Act" (~1949 q:U/:·'-~) means the Patents Act 1949 (1949 c. 87 U.K.), 

and "1949 Act patent" (1949inL~'-~JflJ) means a patent granted under 
that Act or under the 1977 Act pursuant to an application under the 1949 
Act; 

"1977 Act" ({1977 iIU/:») means the Patents Act 11)77 (1977 c. 37 U.K.), and 
"1977 Act patent" (1977 il:il~'>P.ffIJ) means a patent granted under that 
Act pursuant to an application made before the commencement date and 
means also a European patent (UK) that has effect in the United 
Kingdom pursuant to section 77 of the 1977 Act; 

"commencement date" ('J_~~ 111Vl) means the date appointed under section 1(2) 
as being the date on which this Ordinance comes into operation; 

"European patent (UK)" (~J;iHJp.nIJ (~qf.·ft I~~)) means a patent granted under 
the Convention on the Grant of European Patents (European Patent 
Convention) and designating the United Kingdom: 

"existing 1949 Act or 1977 Act patent" (JlUf(IJ~ 1949 il'il/~.!JJi: 1977 {1:il~9-W;fIJ) 
mcans a 1949 Act or 1977 Act patent-~ 

(iI) granted bcfore the commencement date and capable as at that 
datc of registration under the repealed Ordinance; and 

(h) for which as at the commencement date no valid application for 
registration under the repealed Ordinance had been made; 
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"c:\isting application for a 1949 Act patent" (1949 {ril~0-W·fIJ(J0HH'fIPi\W) means 
an application for a patent made under the 1949 Act, in respect of which 
as at thc commencement date a patent had not been granted; 

"cxisting registercd patcnt" (HUliHllil J,llflJ) means a 1949 Act or 1977 Act 
patcnt which· 

(1/) was registered under the rcpealed Ordinance before the 
comlllencemcnt date; and 

(h) at the commencement date--
(i) was still in force in the United Kingdom; 

(ii) had ceased to have effect in the United Kingdom, but 
subsequently is treated for the purposes of the 1977 Act as 
having never expired; or 

(iii) had ceased to have effect in the United Kingdom but 
suosequently is restored by an order made under the 1977 
Act; 

"pcnding application for registration of a patent under the repealed 
Ordinance" (I.T iJ((I:j:l~ 1;1[ fll HHJ~c J#'~I;;f; fl~ fijlJ.\j IIIlfl9 1/1 Ml) means an application 
made before the commenccment date for registration of a 1949 Act or 
1977 Act patent under section 3 of the repealed Ordinance, but not as at 
that date registered under the repealed Ordinance; 

"published application for a 1977 Act patent" (l'.~t:1«I:j 1977 "ri2d'¥HIj(I~lfli\7i) 
means an application for a patent-·-

(iI) pursuant to which there could be granted a 1977 Act patent; and 
(h) published oefore the commencement date, 

and in the case of an international application reference in paragraph (b) 
to publication shall be read as a reference to such publication of the 
application by a designated patent office as scrves to indicate that the 
international application has validly entered its national phase; 

"the repealed Ordinance" (C.Iif'II~f;fl~WIJ) means the Registration of Patents 
Ordinancc (Cap. 41). 
(1) In this Part. unless thc contcxt otherwisc rcquires-

(II) a refercllcc to the rcgistration or a patcnt undcr the repealed 
Ordinance is a rc/Crcncc to the issue of a certificate of 
rcgistration under section 5 of that Ordinancc in respect of that 
patent; 

(h) a rcfcrcncc 10 the rcpcalcd Ordinance is a rc/Crcnce to that 
Ordinance as it applicd immediatcly before the commencement 
datc; 

(e) a rcferellce to a patcnt granted under this Ordinance pursuant to 
this Part includes a reference to a patent treated as so granted. 
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COnse(IUential Amendments 

Inland Rel'el1lle Ordinance 

J 60. Ascertainment of chargeable Ilrofits 

Section 16( I leg) of the Inland Revenue Ordinance (Cap. 112) is amended 
by repealing ", design or patent" and substituting "or design, or the 
registration or grant of a patent,". 

Pesticides Ordinance 

J 61. Trademarks, trade descrilltions, patents 
and COII~'right not affected 

Section 20 of the Pesticides Ordinance (Cap. 133) is amended by repealing 
"Registration of Patents Ordinance (Cap. 42)" and substituting "Patents 
Ordinance (52 of 1997)". 

Crown Proceedmgs Ordinance 

162. Prol'isions as to industrial property 

Section 5(2) of the Crown Proceedings Ordinance (Cap. 300) is amended 
by repealing-- ' 

(a) the passage beginning "section 46" and ending "U.K.), or"; 
(h) "the Registration of Patents Ordinance (Cap. 42), and"; 
(c) "respect ively". 

Director of Intellectual Propert~' (Establishment) Ordinan~e 

163. ".lUttffi}IlAIIA~" substituted for 
"$lIH.ttffi}IlAIIA~" 

Section 7(\), (2) and (3) and Schedule 2 of the Director of Intellectual 
Property (Establishment) Ordinance (Cap. 412) is amended by repealing. "~lIJ 
ItLilIIIIIJ;11JiW:" wherever it occurs and substituting "~'f.fIJ.nllll}J;11J;1[~". 
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SCHEDULE I [ss. 2 & 153) 

PARIS CON\TN rlON COUN I RIl'S AND WTO MUlDER COliN mll:S, TFRRIlORIl'S AND AREAS 

Puris Cun\'l~ntiun cunntries 

The following arc specilied for the purposes of the Jclinition of "Paris Convention country" 
in section 2( I) as countries which have acceded to the Paris Convcntion~ 

Albania 

Algeria 

Argentina 

Armenia 

Australia 

A list ria 

Azerbaijan 

Bahamas 

Bangladesh 

Barbados 

Belarus 

Bcigium 

Benin 

Bolivia 

Bosnia allli Ilerzegovina 

Brazil 

Bulgaria 

Burkina Faso 

Burundi 

Cameroon 

Canada 

Ccntral African Republic 

Chad 

Chile 

China 

Colombia 

Congo 

Costa Rica 

Cnte d'ivoirc 

Croatia 

Cuba 

Cyprus 

Czech Republic 

Democratic Pcnple's Republic nf Korea 

Denmark 

Dominican Republic 

Egypt 
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EI Sa"ador 
Equatorial Guinea 

Estonia 

Finland 
France 
Gahon 
Gamhia 
Georgia 
Germany 
Ghana 
Greece 
Guinea 
Guinea-Bissau 
Guyana 

Haiti 
Iioly See 

Ilonduras 
Ilungary 
Iceland 
Indonesia 
Iran (Islamic Republic or) 

Iraq 
Ireland 
Israel 
Italy 
Japan 
Jordan 
Kazakstan 
Kenya 
Kyrgyzstan 

Latvia 
Lebanon 
Lesotho 
Liberia 
Libya 
Liechtenstein 
Lithuania 
Luxemhourg 
Madagascar 

Malawi 
Malaysia 
Mali 
Malta 
Mauritania 
Mauritius 

PATENTS 
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Mexico 
f'.\onaco 
I\longolia 
I\\orocco 
Netherlands 
New Zealand 
Nicaragua 
Niger 
Nigeria 
Norway 

Panama 
Paraguay 
Peru 
Philippines 
Poland 

Portugal 
Republic of Korea 

Republic of Moldova 
Romania 
Russian Federation 
Rwanda 
Saint Kills and Nevis 
Saint Lucia 
Saint Vincent ami the Grenadines 
San Marino 
Senegal 
Sierra Leone 
Singapore 
Slovakia 
Slovenia 

South Africa 
Spain 

Sri Lanka 
Sudan 
Suriname 
Swaziland 
Sweden 

Switzerland 
Syria 
Tajikistan 
The former Yugoslav Republic of Macedonia 
Togo 
Trinidad and Tobago 
Tunisia 
Turkey 

PATENTS 
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Turkmenistan 
Uganda 
Ukraine 
United Arab Emirates 
United Kingdom 
United Republic of Tanzania 
United States of America 
Uruguay 
Uzbekistan 
Venezuala 
Viet Nam 
Yugoslavia 
Zaire 
Zambia 
Zimbabwe 

PATENTS 

WTO member countries, territories 
and areas (not including Paris 

Convention countries) 

The following arc specilied as being countries. territories or areas whidl have acceded to the 
World Trade Organisation Agrcement-
Angola 
Antigua and Barbuda 
Bahrain 
Belize 
Botswana 
Brunei Darussalam 
Djibouti 
Dominica 
Ecuador 
European Community 
Fiji 
Grenada 
Guatemala 
India 
Jmnaica 
Kuwait 
Macau 
Maldives 
Mozambique 
Myanmar 
Namibia 
Pakistan 
Papua New Guinea 
Qatar 
Sierra Leone 
Solomon Islands 
Thailand 

• 
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SCHEDULE 2 [so 156(2») 

REGISTRATION OF PATENTS ORDINANCE 

Sectiort 7G of the Registration of Patents Ordinance (Cap. 42) as applying for the purposes of 
section 156( I) of this Ordinance reads-

"7G. Transitional 

(1) Any question whether-
(a) an act done before the commencement date by the Government or a person 

authorized by the Governor under section 78, as it read immediately before the 
commencement date, constitutes the use of a patented invention for the services 
of the Crown, or 

(b) any payment falls to be made in respect of any such use (whether to a person 
entitled to register a patent for the invention, to the patentee or to an exclusive 
licensee), 

shall be determined in accordance with sections 78 to 7D as they read immediately before the 
commencement date. 

(2) Where an act is begun before the commencement date and continues to be done on 
or after that date, then, if that act would under the law in force immediately before that date 
constitute use of a patented invention for the services of the Crown, its continuance shall 
constitute Crown use under this Ordinance and shall not constitute an infringement. 

(3) In this section, "commencell}ent date" means the date on which section II of the 
Intellectual Property (World Trade Organization Amendments) Ordinance 1996 (11 of 1996) 
comes into operation.". 
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