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READER'S GUIDE

This guide aimsto give you a general idea of the purpose of this
Act and some information about its structure. It also explains
briefly how the operation and interpretation of this Act is affected
by other Acts.

Purpose of thisAct

This Act provides for the registration of trade marks, collective
trade marks, certification trade marks and defensive trade marks
(for adefinition of these terms, see sections 17, 162, 169 and 185
respectively) and sets out and protects the rights deriving from
registration.

It isarewrite of the legidation relating to trade marks, certification
trade marks and defensive trade marks. The previous Act did not
deal with collective trade marks.

In rewriting the legidation, some changes have been made to
reflect international trends towards greater uniformity in that field
of law. In particular, this Act conforms with the minimum
standards and principles prescribed for trade marksin the
Agreement Establishing the World Trade Organization.

An attempt has aso been made to simplify the language as much as
possible to make it easier for readers to understand the law. For
that reason, a number of terms used in the old legidlation have been
replaced by simpler ones. For example, the word “owner” has been
used where the previous Act referred to the proprietor of atrade
mark. No difference in meaning is intended when simpler terms
have thus been used.

Summary of thisAct

Part 1. Deals with formal matters such asthe
commencement of this Act and its general
application.

Part 2: Contains definitions and terms that are used
frequently throughout this Act.

Part 3: Explains what is atrade mark and sets out

the rights given by this Act to the registered
owner and any authorised user of a
registered trade mark.

Parts 4 and 5: Deal with the steps that you have to take to
have a trade mark registered.
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Part 6:

Parts 7, 8 and 9:

Parts 10 and 11:

Parts 12, 13 and 14:

Parts 15, 16 and 17;

Part 17A:

Part 18:

Parts 19 and 20:

Sets out how and why an application for
registration and other documents may be
amended.

Deal with the registration of trade marks and
how and why particulars of the registration
of atrade mark may be amended, cancelled
or removed from the Register.

Deal with the assignment of trade marks, the
registration of assignments of registered
trade marks and the recording of the rights
and interests that persons (other than
registered owners) may have in registered
trade marks or trade marks whose
registration is being sought.

Deal with the protection of trade marks. Part
12 sets out what constitutes an infringement
of atrade mark and how to obtain redress
and relief in cases of infringement. Part 13
provides for a special regime to deal with
any importation of goods that would infringe
aregistered trade mark. Part 14 makes
certain types of conduct offences against this
Act.

Explain what are collective trade marks,
certification trade marks and defensive trade
marks and apply to them, with necessary
alterations, the provisions of this Act
relating to trade marks.

Enables the making of regulations to enable
the performance of the obligations of
Australia, or to obtain for Australia any
advantage or benefit, under the Madrid
Protocol. Those regulations prevail over this
Act to the extent of any inconsistency.

Deals with the jurisdiction of the courts to
hear and determine matters arising under
this Act.

Ded with the Trade Marks Office, the
officials responsible for its administration
and the keeping of the Register of Trade
Marks.
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Part 21: Deals with miscellaneous matters such as
the payment of fees, the service of
documents and the making of regulations.

Part 22: Repeals the Trade Marks Act 1955 and explains how
matters that were being dealt with under that
Act at the time of itsrepeal are to be dealt
with when thisAct isin force.

How to usethis Act

Definitions: Section 6 contains definitions of terms that have
specia meanings and are used frequently in this Act. A list of
terms defined in section 6 appears after the Table of Provisions.
Notes: Notes are to be found throughout the text. They are
designed to help you find your way through the Act. They may tell
you that certain words or terms are defined and where to find the
definition; they may alert you to other provisionsin thisAct and in
other legidlation that are relevant to the text you are reading; or
they may draw your attention to information that may help you to
understand the contents or legal consequences of certain provisions
or how to comply with them.

Chart: The appendix to this Guide contains a chart showing the
main stepsinvolved in obtaining the registration of a trade mark.
The chart isintended to be used only as an illustration and is not
intended to have any other effect. If thereis any inconsistency
between any matter contained in the chart and a provision of this
Act or the regulations, the provision prevails.

Related legidlation

The following Acts are directly relevant to the operation or
interpretation of this Act.

Acts Interpretation Act 1901

That Act contains general rules about the meaning or effect of
many terms and provisions that are commonly used in
Commonwealth Acts. Some of the notes used in this Act draw your
attention to some of them, but it is not possible to refer to al of
them.

Crimes Act 1914

In Parts 13 and 14, you will find that a penalty, expressed as
imprisonment for a particular period or a number of penalty units,
is set out at the foot of some sections or subsections. Section 4D of
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the Crimes Act 1914 provides that this indicates that any
contravention of the section or subsection is an offence against this
Act punishable upon conviction by a penalty not exceeding the
penalty set out.

If only aterm of imprisonment is provided as the penalty for an
offence, subsections 4B(2) and 4B(3) of the Crimes Act 1914 allow
acourt to impose an appropriate fine instead of, or in addition to,
the term of imprisonment.

Section 4AA of the Crimes Act 1914 sets out the amount of a
penalty unit. Under subsection 4B(3) of that Act a court may
impose on a body corporate convicted of an offence afine of up to
5 times the amount of the fine that could be imposed on a natural
person convicted of that offence.

Criminal Code

The Criminal Code is set out in the Schedule to the Criminal Code
Act 1995. It contains many general rules that apply to offences.
Chapter 2 of the Criminal Code sets out the general principles of
criminal responsibility. For example, it has default fault elements
that apply to offences that do not specify afault element and
provides the consequences of an offence being an offence of strict
liability.

Trade Marks Act 1955

That Act isrepealed by this Act. It contained the legislation that
previously applied to trade marks, certification trade marks and
defensive trade marks. Even though it is repealed, this Act provides
that some of the provisions of that Act are to continue to apply to
certain matters that were being dealt with under that Act
immediately before it was repealed.

Thelist of Acts cited above is not exhaustive. Other Acts may also
affect the operation or interpretation of this Act.
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Appendix - Obtaining registration of atrade mark

Application (see section 27)
Must be in approved form.

v

Examination

The application will be examined to ensureitisin
accordance with the Act and there are no

grounds for rejecting it (see section 31).

v

H i *
Report |ssued Hea_rlng by Reglstr_ar Rejection
Registrar must provide ) .

A report to the ) . ) The Registrar will

) ! > Applicant the applicant with an ] -
applicant explains any R n opportunity to be heard Bl reject an gpplication
deficienciesin the esponse Pp e e if it fails any of the

lication before an application is iteriain this Act
appl . ¢ rejected. criteriain thisAct.

; Reconsider ation
v v

Acceptance ¢————————— a4
Notice of acceptance is sent to the applicant and

advertised in the Official Journal.
In some cases the Registrar may only accept an

Opposition
Another person may

application subject to certain conditions or ———P oppose registration of the
limitations. trade mark u:1det Part 5.
l [
|
| Refusal to Register
Registration | After considering
The Registrar must give the registered owner a \ 4 the case presented
certificate and advertise the registration in the . . at opposition the
Official Journal (see section 71). - Hearing by Registrar * [~ = Regri)grar may
Initial registration is for aperiod of 10 years decide to refuse to
from the filing date. register the trade
¢ mark.

Renewal
Required every 10 years.

* An Appeal may be made to the Federal Court aginst the decision of the Registrar.
—Unbroken lines signify the most likely course of events.
Note: Fees and time limits may apply at various stages of this process.
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An Act relating to trade marks

Part 1—Preliminary

1 Short title[seeNote 1]

This Act may be cited as the Trade Marks Act 1995.

2 Commencement [see Note 1]

(1) Part 1 commences on the day on which this Act receives the Royal
Assent.

(2) ThisAct, other than Part 1, commences on 1 January 1996.

3 Act bindsthe Crown

(1) ThisAct bindsthe Crown in right of the Commonwealth, of each
of the States, of the Australian Capital Territory, of the Northern
Territory and of Norfolk Island.

(2) Nothing in this Act makes the Crown liable to be prosecuted for an
offence.

4 Application of Act

This Act extendsto:
(@ ChristmasIdand; and
(b) Cocos (Keeling) Islands; and
(c) Norfolk Island; and
(d) the Australian continental shelf; and
(e) the waters above the Australian continental shelf; and
(f) the airspace above Australia and the Australian continental
shelf.

Note: For Australia and Australian continental shelf see section 6.

4A Application of the Criminal Code

Chapter 2 of the Criminal Code appliesto all offences created by
this Act.
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Section 5

Note: Chapter 2 of the Criminal Code sets out the general principles of
criminal responsibility.

5 Repeal of Trade Marks Act 1994
The Trade Marks Act 1994 is repeal ed.

2 Trade Marks Act 1995



Interpretation Part 2

Section 6

Part 2—Interpretation

6 Definitions
In this Act, unless the contrary intention appears:

applicant, in relation to an application, means the person in whose
name the application is for the time being proceeding.

applied to and applied in relation to have the respective meanings
givenin section 9.

approved form means aform approved by the Registrar for the
purposes of the provision in which the expression appears.

assignment, in relation to atrade mark, means an assignment by
act of the parties concerned.

Australia includes the following external Territories:
(@ ChristmasIdand;
(b) Cocos (Keeling) Idands;
(c) Norfolk Island.

Australian continental shelf has the same meaning as in the Seas
and Submerged Lands Act 1973.

authorised use, in relation to atrade mark, has the meaning given
by section 8.

authorised user, in relation to a trade mark, has the meaning given
by section 8.

certification trade mark has the meaning given by section 169.
collective trade mark has the meaning given by section 162.

Commission means the Australian Competition and Consumer
Commission established under the Trade Practices Act 1974.

Convention country means a country declared (by regulations
made under section 225) to be a Convention country for the
purposes of this Act.
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Section 6

Customs CEO means the Chief Executive Officer of Customs.

date of registration means:

(a) inrelation to the registration of atrade mark in respect of
particular goods or services other than a trade mark to which
paragraph (b) applies—the day from which the registration of
the trade mark in respect of those goods or servicesis taken
to have had effect under subsection 72(1) or (2); or

(b) inrelation to atrade mark to which subsection 239A (3)
applies—the day referred to in subsection 239A(4).

deceptively similar has the meaning given by section 10.
defensive trade mark has the meaning given by section 185.
Deputy Registrar means a Deputy Registrar of Trade Marks.

designated owner, in relation to goods imported into Australia,
means.

(a) the person identified as the owner of the goods on the entry
made in relation to the goods under section 68 of the
Customs Act 1901; or

(b) if no such entry exists—the person determined to be the
owner of the goods under section 133A of this Act.

divisional application has the meaning given by section 45.

employee means a person, other than the Registrar or a Deputy
Registrar, who:
(a) isaperson engaged under the Public Service Act 1999 and is
employed in the Trade Marks Office; or
(b) isnot such a person but performs services, in the Trade
Marks Office, for or on behaf of the Commonwealth.

examine, in relation to an application for the registration of atrade
mark, means to carry out an examination under section 31 in
relation to the application.

existing registered mark means amark that was registered in Part
A, B, C or D of the old register before 1 January 1996 and whose
registration under the repealed Act was due to expire after that day.

Federal Court means the Federal Court of Australia
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Section 6

file meansto file at the Trade Marks Office.
Note: See section 213.

filing date means:

(a) in relation to an application for the registration of atrade
mark other than an application referred to in another
paragraph of this definition—the day on which the
application isfiled; or

(b) inrelation to adivisional application for the registration of a
trade mark—the filing date of the application that is the
parent application (within the meaning of section 45) in
relation to the divisional application; or

(c) inrelation to an application to which section 241 applies—
the day referred to in subsection 241(5); or

(d) in relation to an application made under section 243—the day
referred to in subsection 243(6); or

(e) inrelation to a prescribed application—the day determined in
the prescribed way.

geographical indication, in relation to goods originating in a
particular country or in aregion or locality of that country, means a
sign recognised in that country as a sign indicating that the goods:

(a) originated in that country, region or locality; and

(b) have aquality, reputation or other characteristic attributable
to their geographical origin.

goods of a person means goods dealt with or provided in the
course of trade by the person.

lawyer means a barrister or solicitor of the High Court or of the
Supreme Court of a State or Territory.

limitations means limitations of the exclusive right to use atrade
mark given by the registration of the trade mark, including
limitations of that right as to:

(@) mode of use; or
(b) usewithin aterritorial areawithin Australia; or
(c) useinrelation to goods or services to be exported.

month: the end of a period with alength expressed in monthsis
worked out under section 6A.
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notified trade mark means a trade mark in respect of which a
notice under section 132 isin force.

objector, in relation to seized goods, means any person who has
given under section 132 a notice in respect of those goods that isin
force.

Official Journal means the Officia Journal of Trade Marks
mentioned in section 226.

old register means the Register of Trade Marks kept under the
repealed Act.

opponent, in relation to the registration of atrade mark, means:
(a) the person who hasfiled (under section 52) a notice of
opposition to the registration of the trade mark; or
(b) if section 53 applies—a person in whose name the notice of
opposition is taken to have been filed.

originate, in relation to wine, has the meaning given by section 15.

patent attorney means a person registered as a patent attorney
under the Patents Act 1990.

pending, in relation to an application for the registration of atrade
mark, has the meaning given by section 11.

person includes abody of persons, whether incorporated or not.

predecessor in title, in relation to a person who claimsto be the
owner of atrade mark, means:

(8 if the trade mark was assigned or transmitted to one or more
than one other person before it was assigned or transmitted to
the first-mentioned person—that other person or any one of
those other persons; or

(b) if paragraph (a) does not apply—the person who assigned the
trade mark, or from whom the trade mark was transmitted, to
the first-mentioned person.

Note: In the case of atrade mark that is neither registered nor the subject of
an application for registration, the trade mark may be assigned or
transmitted in Australia only in conjunction with the goodwill of a
business concerned with the trade mark. If the trade mark is registered
or the subject of an application for registration, section 106 provides

that the trade mark may be assigned or transmitted with or without the
goodwill of the business.
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Section 6

prescribed court means a court that is under section 190 a
prescribed court for the purposes of this Act.

priority date has the meaning given by section 12.

Register means the Register of Trade Marks kept under section
207.

registered owner, in relation to aregistered trade mark, means the
person in whose name the trade mark is registered.

registered trade mark means atrade mark whose particulars are
entered in the Register under this Act.

Note: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.

registered trade marks attorney means a person registered as a
trade marks attorney under this Act.

Registrar means the Registrar of Trade Marks.

Note: Sections 201, 202, 203, 204 and 206 deal with the office, powers and
functions of the Registrar of Trade Marks.

registration number, in relation to aregistered trade mark, means
the number given to it under subsection 68(2).

remove from the Register, in relation to atrade mark, has the
meaning given by section 13.

repealed Act has the meaning given by section 16.
sei zed goods means goods seized under section 133.

services of a person means services dealt with or provided in the
course of trade by the person.

sign includes the following or any combination of the following,
namely, any letter, word, name, signature, numeral, device, brand,
heading, label, ticket, aspect of packaging, shape, colour, sound or
scent.

similar goods has the meaning given by subsection 14(1).
similar services has the meaning given by subsection 14(2).

this Act includes the regulations.
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Section 6A

trade mark has the meaning given by section 17.

transmission means:
(a) transmission by operation of law; or
(b) devolution on the personal representative of a deceased
person; or
(c) any other kind of transfer except assignment.

use of a trade mark has a meaning affected by subsections 7(1),
(2) and (3).

use of atrade mark in relation to goods has the meaning given by
subsection 7(4).

use of a trade mark in relation to services has the meaning given
by subsection 7(5).

word includes an abbreviation of aword.

working day means aday that is not:
(8) aSaturday; or
(b) aSunday; or
(c) apublic holiday inthe Australian Capital Territory.

6A Periods expressed in months

For the purposes of this Act, a period expressed in months and
dating from an event ends:

(a) ontheday, inthe relevant subsequent month, which has the
same number as the day of the event; or

(b) if the relevant subsequent month has no day with the same
number—on the last day of the month.

Note: This provision displaces section 36 of the Acts Interpretation Act
1901, and isin accordance with the Madrid Protocol. The difference
between the two occurs when theinitiating event is on the last day of a
calendar month, which has fewer days than the month in which the
period ends. For example, aperiod of 3 months from an event on
30 September ends on 30 December under this rule; it would end on
31 December under the Acts Interpretation Act 1901 provision.

7 Useof trade mark

(1) If the Registrar or a prescribed court, having regard to the
circumstances of a particular case, thinksfit, the Registrar or the
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Section 8

court may decide that a person has used atrade mark if it is
established that the person has used the trade mark with additions
or aterations that do not substantially affect the identity of the
trade mark.

Note: For prescribed court see section 190.

(2) Toavoid any doubt, it is stated that, if atrade mark consists of the
following, or any combination of the following, namely, any letter,
word, name or numeral, any aural representation of the trade mark
is, for the purposes of this Act, a use of the trade mark.

(3) Anauthorised use of atrade mark by a person (see section 8) is
taken, for the purposes of this Act, to be a use of the trade mark by
the owner of the trade mark.

(4) InthisAct:

use of a trade mark in relation to goods means use of the trade
mark upon, or in physical or other relation to, the goods (including
second-hand goods).

(5) InthisAct:

use of atrade mark in relation to services means use of the trade
mark in physical or other relation to the services.

8 Definitions of authorised user and authorised use

(1) A personisanauthorised user of atrade mark if the person uses
the trade mark in relation to goods or services under the control of
the owner of the trade mark.

(2) Theuse of atrade mark by an authorised user of the trade mark is
an authorised use of the trade mark to the extent only that the user
uses the trade mark under the control of the owner of the trade
mark.

(3) If the owner of atrade mark exercises quality control over goods or
services:
(a) dealt with or provided in the course of trade by another
person; and
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Section 9
(b) in relation to which the trade mark is used;
the other person is taken, for the purposes of subsection (1), to use
the trade mark in relation to the goods or services under the control
of the owner.
(4) If:

(a) aperson dealswith or provides, in the course of trade, goods
or servicesin relation to which atrade mark is used; and

(b) the owner of the trade mark exercises financial control over
the other person’ s relevant trading activities,

the other person is taken, for the purposes of subsection (1), to use
the trade mark in relation to the goods or services under the control
of the owner.

(5) Subsections (3) and (4) do not limit the meaning of the expression
under the control of in subsections (1) and (2).

9 Definition of applied to and applied in relation to

(1) For the purposes of this Act:

(a) atrade mark istaken to be applied to any goods, material or
thing if it iswoven in, impressed on, worked into, or affixed
or annexed to, the goods, material or thing; and

(b) atrade mark istaken to be applied in relation to goods or
services:

(i) if itisapplied to any covering, document, label, reel or
thing in or with which the goods are, or are intended to
be, dealt with or provided in the course of trade; or

(ii) if itisused inamanner likely to lead personsto believe
that it refers to, describes or designates the goods or
services; and

(c) atrade mark istaken also to be applied in relation to goods
or servicesif it is used:

(i) onasignboard or in an advertisement (including a
televised advertisement); or
(ii) inaninvoice, winelist, catalogue, business letter,
business paper, price list or other commercial document;
and goods are delivered, or services provided (as the case
may be) to a person following arequest or order made by
referring to the trade mark as so used.
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(2) In subparagraph (paragraph (1)(0)(i):

covering includes packaging, frame, wrapper, container, stopper,
lid or cap.

|abel includes aband or ticket.

10 Definition of deceptively similar

For the purposes of this Act, atrade mark is taken to be deceptively
similar to another trade mark if it so nearly resembles that other
trade mark that it islikely to deceive or cause confusion.

11 Definition of pending

Application for registration under this Act

(1) An application for the registration of atrade mark under this Act is
pending from thetimeit isfiled until:
(a) it lapses (see section 37), is withdrawn (see section 214) or is
rejected (see section 33); or
(b) if the Registrar refuses (under section 55) to register the trade
mark and there is no appeal against the decision—the end of
the period allowed for the appeal; or

(c) if the Registrar refuses (under section 55) to register the trade
mark and:

(i) thereisan appeal against the decision; and
(ii) the decision is confirmed on appeal;
—the day on which the decision is confirmed on appeal; or
(d) thetrade mark isregistered under section 68.

Note: For file see section 6.

Application for registration under repealed Act

(2) An application for the registration of a trade mark under the
repealed Act was pending immediately before 1 January 1996 if
before that day:

(a) the application had not lapsed (see subsection 48(1)), been
withdrawn (see subsection 40A (1)) or refused (see subsection
44(1)); and
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Section 12

(b) the Registrar had not refused (under section 50) to register

the trade mark or if he or she had refused to register the trade
mark:

(i) the period alowed for appealing against the decision
had not yet ended; or

(ii) an appeal had been made against the decision but had
not yet been decided; and

(c) thetrade mark had not been registered under section 53.

12 Definition of priority date

The priority date for the registration of atrade mark in respect of
particular goods or servicesis.

(@) if thetrade mark is registered—the date of registration of the
trade mark in respect of those goods or services; or

(b) if the registration of the trade mark is being sought—the day
that would be the date of registration of the trade mark in

respect of those goods or servicesif the trade mark were
registered.

13 Definition of remove from the Register

A trade mark is taken to have been removed from the Register if
the Registrar makes an entry in the Register to the effect that all
entries in the Register relating to the trade mark are taken to have
been removed from the Register.

14 Definition of similar goods and similar services

(1) For the purposes of this Act, goods are similar to other goods:
(a) if they are the same as the other goods; or
(b) if they are of the same description as that of the other goods.

(2) For the purposes of this Act, services are similar to other services:
(a) if they arethe same as the other services; or

(b) if they are of the same description as that of the other
services.
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15 Definition of originate in relation to wine

For the purposes of this Act:

(8 awineistaken to have originated in aforeign country or
Australia only if the wine is made from grapes grown within
the territory of that country or of Australia, as the case may
be; and

(b) awineistaken to have originated in a particular region or
locality of aforeign country or of Australiaonly if the wine
is made from grapes grown in that region or locality.

16 Definition of repealed Act

(1) Therepealed Act means:
(@) the Trade Marks Act 1955 asin force immediately before its
repeal; and
(b) theregulations under that Act that were in force immediately
beforeits repeal.

Note: For the repeal of the Trade Marks Act 1955 see section 232.

(2) InthisAct, unlessthe contrary intention appears, areferenceto a
particular section of the repealed Act includes a reference to the
regulations made for the purposes of that section and that were in
force immediately before that Act was repeal ed.

Trade Marks Act 1995 13



Part 3 Trade marks and trade mark rights

Section 17

Part 3—Trade marksand trade mark rights

17 What isatrade mark?

A trade mark isasign used, or intended to be used, to distinguish
goods or services dealt with or provided in the course of trade by a
person from goods or services so dealt with or provided by any
other person.

Note: For sign see section 6.

18 Certain signsnot to be used astrade marksetc.

(1) Theregulations may provide that a sign specified in the regulations
is not to be used as atrade mark or as part of atrade mark.

(2) Regulations made under subsection (1) do not affect any trade
mark that:

(a) wasaregistered trade mark; or

(b) inthe case of an unregistered trade mark—was being used in
good faith;

immediately before the regulations were registered under the
Legidlative Instruments Act 1995.

Note: For registered trade mark see section 6.

19 Certain trade marks may beregistered

(1) A trade mark may be registered in accordance with this Act in
respect of:

(a) goods; or
(b) services; or
(c) both goods and services.

(2) Theregistration of atrade mark may be in respect of goods or
services of more than one class.
Note: See subsection (3) for division into classes.

(3) Theregulations may provide for the classes into which goods and
services are to be divided for the purposes of this Act.
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Section 20

20 Rightsgiven by registration of trade mark

(D)

()

©)

(4)

©)

If atrade mark is registered, the registered owner of the trade mark
has, subject to this Part, the exclusive rights:

(a) to usethetrade mark; and

(b) to authorise other persons to use the trade mark;
in relation to the goods and/or services in respect of which the
trade mark is registered.
Note 1: For registered owner see section 6.

Note 2: For use see section 7.

Note 3: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.

The registered owner of atrade mark has aso the right to obtain
relief under this Act if the trade mark has been infringed.

Note: For what amounts to an infringement of a trade mark see Part 12.
The rights are taken to have accrued to the registered owner as
from the date of registration of the trade mark.

Note: For date of registration see section 6.

If the trade mark is registered subject to conditions or limitations,

the rights of the registered owner are restricted by those conditions
or limitations.

Note: For limitations see section 6.

If the trade mark is registered in the name of 2 or more persons as
joint owners of the trade mark, the rights granted to those persons
under this section are to be exercised by them as if they were the
rights of a single person.

21 Natureof registered trade mark as property

(D)
)

A registered trade mark is personal property.

Equitiesin respect of aregistered trade mark may be enforced in
the same way as equitiesin respect of any other personal property.

Note: For registered trade mark see section 6.
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22 Power of registered owner to deal with trade mark

(1)

)

©)

The registered owner of atrade mark may, subject only to any
rights appearing in the Register to be vested in another person, deal
with the trade mark as its absolute owner and give in good faith
discharges for any consideration for that dealing.

This section does not protect a person who deals with the
registered owner otherwise than:

(a) asapurchaser in good faith for value; and
(b) without notice of any fraud on the part of the owner.

Note: For registered owner see section 6.
Equitiesin relation to a registered trade mark may be enforced

against the registered owner, except to the prejudice of a purchaser
in good faith for value.

Note: For registered owner and registered trade mark see section 6.

23 Limitation on rightsif similar trade marksetc. registered by

different persons

If trade marks that are substantially identical or deceptively similar
have been registered by more than one person (whether in respect
of the same or different goods or services), the registered owner of
any one of those trade marks does not have the right to prevent the
registered owner of any other of those trade marks from using that
trade mark except to the extent that the first-mentioned owner is
authorised to do so under the registration of his or her trade mark.

Note: For deceptively similar see section 10.

24 Trade mark consisting of sign that becomes accepted as sign

(1)

()

describing article etc.

This section appliesif aregistered trade mark consists of, or
contains, asign that, after the date of registration of the trade mark,
becomes generally accepted within the relevant trade as the sign
that describes or is the name of an article, substance or service.

Note: For registered trade mark, sign and date of registration see section 6.

If the trade mark consists of the sign, the registered owner:

16
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(a) does not have any exclusive rights to use, or authorise other
persons to use, the trade mark in relation to:
(i) thearticle or substance or other goods of the same
description; or
(ii) the service or other services of the same description;
and
(b) istaken to have ceased to have those exclusive rights from
and including the day determined by the court under
subsection (4).

Note: For registered owner see section 6.

(3) If thetrade mark contains the sign, the registered owner:
(a) does not have any exclusive rights to use, or authorise other
persons to use, the sign in relation to:
(i) thearticle or substance or other goods of the same
description; or
(ii) the service or other services of the same description;
and
(b) istaken to have ceased to have those exclusive rights from
the day determined by the court under subsection (4).

Note: For registered owner see section 6.

(4) For the purposes of subsections (2) and (3), a prescribed court may
determine the day on which a sign first became generally accepted
within the relevant trade as the sign that describes or is the name of
the article, substance or service.

Note: For prescribed court see section 190.

25 Trademark relating to article etc. formerly manufactured under
patent

(1) Thissection appliesif:
(a) aregistered trade mark consists of, or contains, asign that
describes or is the name of:
(i) an article or substance that was formerly exploited
under a patent; or
(ii) aservicethat was formerly provided as a patented
process; and
(b) itisat least 2 years since the patent has expired or ceased;
and
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(c) thesignisthe only commonly known way to describe or
identify the article, substance or service.

Note: For registered trade mark and sign see section 6.

(2) If thetrade mark consists of the sign, the registered owner:
(a) does not have any exclusive rights to use, or authorise other
persons to use, the trade mark in relation to:
(i) thearticle or substance or other goods of the same
description; or
(ii) the service or other services of the same description;
and
(b) istaken to have ceased to have those exclusive rights from
the end of the period of 2 years after the patent expired or
ceased.

(3) If thetrade mark contains the sign, the registered owner:
(a) does not have any exclusive rights to use, or authorise other
persons to use, the sign in relation to:
(i) thearticle or substance or other goods of the same
description; or
(ii) the service or other services of the same description;
and
(b) istaken to have ceased to have those exclusive rights from
the end of the period of 2 years after the patent expired or
ceased.

26 Powersof authorised user of registered trade mark

(1) Subject to any agreement between the registered owner of a
registered trade mark and an authorised user of the trade mark, the
authorised user may do any of the following:

(a) the authorised user may use the trade mark in relation to the
goods and/or services in respect of which the trade mark is
registered, subject to any condition or limitation subject to
which the trade mark is registered,;

(b) the authorised user may (subject to subsection (2)) bring an
action for infringement of the trade mark:

(i) at any time, with the consent of the registered owner; or
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)

(ii) during the prescribed period, if the registered owner
refuses to bring such an action on a particular occasion
during the prescribed period; or

(iii) after the end of the prescribed period, if the registered
owner hasfailed to bring such an action during the
prescribed period;

(c) the authorised user may cause to be displayed on goodsin
respect of which the trade mark is registered, or on their
package, or on the container in which they are offered to the
public, a notice prohibiting any act that is under subsection
121(2) a prohibited act in relation to the goods;

(d) the authorised user may:

(i) giveto the Customs CEO a notice under section 132
objecting to the importation of goods that infringe the
trade mark; or

(if) revoke such anotice;

(e) an authorised user may give permission to any person:

(i) to ater or deface; or

(if) to make any addition to; or

(iii) toremove, erase or obliterate, wholly or partly;

aregistered trade mark that is applied to any goods, or in
relation to any goods or services, in respect of which the
trade mark is registered;

(f) the authorised user may give permission to any person to
apply the trade mark to goods, or in relation to goods or
services, in respect of which the trade mark is registered.

Note 1: For registered owner and registered trade mark see section 6.
Note2:  For authorised user see section 8.
Note 3: For what amounts to an infringement of a trade mark see Part 12.

Note 4: For apply to and apply in relation to see section 9.

If the authorised user brings an action for infringement of the trade
mark, the authorised user must make the registered owner of the
trade mark a defendant in the action. However, the registered
owner isnot liable for costsif he or she does not take part in the
proceedings.

Trade Marks Act 1995 19



Part 4 Application for registration
Division 1 General

Section 27

Part 4—Application for registration

Division 1—General

27 Application—how made

(1) A person may apply for the registration of atrade mark in respect
of goods and/or servicesif:

(8) the person claimsto be the owner of the trade mark; and
(b) one of the following applies:

(i) the personisusing or intends to use the trade mark in
relation to the goods and/or services,

(ii) the person has authorised or intends to authorise another
person to use the trade mark in relation to the goods
and/or services;

(iii) the person intends to assign the trade mark to a body
corporate that is about to be constituted with aview to
the use by the body corporate of the trade mark in
relation to the goods and/or services.

Note: For use see section 7.

(2) The application must:
(a) bein accordance with the regulations; and

(b) befiled, together with any prescribed document, in
accordance with the regulations; and

(c) be made by a person or persons having legal personality.
Note: For file see section 6.
(2A) Despite paragraph (2)(c), an application for registration of a
collective trade mark need not be made by a person or persons
having legal personality.

Note: For collective trade mark see section 162.

(3) Without limiting the particulars that may be included in an
application, the application must:

(8 include arepresentation of the trade mark; and
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(b) specify, in accordance with the regulations, the goods and/or
servicesin respect of which it is sought to register the trade
mark.

(4) Regulations made for the purposes of paragraph (3)(b) may apply,
adopt or incorporate any matter contained in any listing of goods
and/or services published by the Registrar from time to time and
made available for inspection by the public at the Trade Marks
Office and its sub-offices.

(5) An application may be made in respect of goods and services of
one or more of the classes provided for in regulations made under
subsection 19(3).

28 Application by joint owners

If the relations between 2 or more persons interested in atrade
mark are such that none of them is entitled to use the trade mark
except:
(@) on behalf of dl of them; or
(b) in relation to goods and/or services with which all of them
are connected in the course of trade;

the persons may together apply for its registration under subsection
27(2).

29 Application for registration of trade mark whose registration has
been sought in a Convention country—claim for priority

Q) If:
() aperson has made an application for the registration of a
trade mark in one or more than one Convention country; and
(b) within 6 months after the day on which that application, or
the first of those applications, was made, that person or
another person (successor in title) of whom that personisa
predecessor in title applies to the Registrar for the
registration of the trade mark in respect of some or all of the
goods and/or services in respect of which registration was
sought in that country or those countries;
that person or that person’s successor in title may, when filing the
application, or within the prescribed period after filing the
application but before the application is accepted, claim aright of
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priority for the registration of the trade mark in respect of any or all
of those goods and/or services in accordance with the regulations.

Note: For month see section 6.

(2) The priority claimed isfor the registration of the trade mark in
respect of the goods or services:

(a) if an application to register the trade mark was made in only
one Convention country—from (and including) the day on
which the application was made in that country; or

(b) if applicationsto register the trade mark were made in more
than one Convention country—from (and including) the day
on which the earliest of those applications was made.

(3) Theregulations may provide for the filing of documents in support
of anotice claiming priority and, in particular, for the filing of
certified copies of any application for the registration of the trade
mark made in a Convention country.

Note: For Convention country see section 225.

30 Particularsof application to be published

The Registrar must publish the particulars of the applicationin
accordance with the regulations.

31 Registrar to examine, and report on, application

The Registrar must, in accordance with the regulations, examine
and report on:

(&) whether the application has been made in accordance with
this Act; and

(b) whether there are grounds under this Act for rejecting it.

Note: For this Act see section 6.

32 Registrar to decide on disputed classification of goods etc.

If aquestion arises as to the class in which goods or services are
comprised:

(a) that question isto be decided by the Registrar; and

(b) the decision of the Registrar is not subject to appeal and may

not be called into question in an appeal or other proceedings
under this Act.
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33 Application accepted or rejected

(1) The Registrar must, after the examination, accept the application
unless he or sheis satisfied that:

(a) the application has not been made in accordance with this
Act; or

(b) there are grounds under this Act for rejecting it.
Note: For this Act see section 6.
(2) The Registrar may accept the application subject to conditions or
limitations.

Note: For limitations see section 6.

(3) If the Registrar is satisfied that:

(a) the application has not been made in accordance with this
Act; or

(b) there are grounds under this Act for rejecting it;
the Registrar must reject the application.
Note: For this Act see section 6.
(4) The Registrar may not reject an application without giving the
applicant an opportunity of being heard.

Note: For applicant see section 6.

34 Noticeetc. of decision

The Registrar must:

(&) notify the applicant in writing of his or her decision under
section 33; and

(b) advertise the decision in the Official Journal.
Note: For applicant see section 6.

35 Appeal

The applicant may appeal to the Federal Court against a decision of
the Registrar:

(a) to accept the application subject to conditions or limitations;
or

(b) to reject the application.

Note: For applicant see section 6.
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36 Deferment of acceptance

The Registrar may defer the acceptance of the application in the
circumstances, and for the period, provided for in the regulations.

37 Lapsing of application

(1) Subject to subsection (2), an application lapsesiif it is not accepted
within the prescribed period or within that period as extended in
accordance with the regulations.

(2) If, after the prescribed period or the prescribed period as extended
(asthe case may be) has expired, the Registrar extends under
section 224 the period within which the application may be
accepted, the application:

(a) istaken not to have lapsed when the prescribed period
expired; and
(b) lapsesif it isnot accepted within the extended period.

38 Revocation of acceptance

(1) Beforeatrade mark isregistered, the Registrar may revoke the
acceptance of the application for registration of the trade mark if he
or sheis satisfied that:

(a) the application should not have been accepted, taking
account of all the circumstances that existed when the
application was accepted (whether or not the Registrar knew
then of their existence); and

(b) it isreasonable to revoke the acceptance, taking account of
al the circumstances.

(2) If the Registrar revokes the acceptance:
(a) the application istaken to have never been accepted; and

(b) the Registrar must examine, and report on, the application as
necessary under section 31; and

(c) sections 33 and 34 again apply in relation to the application.
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Division 2—Groundsfor rejecting an application

39 Trade mark containing etc. certain signs

(1) An application for the registration of a trade mark must be rejected
if the trade mark contains or consists of a sign that, under
regulations made for the purposes of section 18, isnot to be used as
atrade mark.

(2) An application for the registration of atrade mark may be rejected
if the trade mark contains or consists of:

(a) asignthat is prescribed for the purposes of this subsection;
or

(b) asign so nearly resembling:
(i) asignreferred toin paragraph (a); or
(ii) asignreferred to in subsection (1);
asto belikely to be taken for it.

40 Trademark that cannot berepresented graphically

An application for the registration of atrade mark must be rejected
if the trade mark cannot be represented graphically.

41 Trademark not distinguishing applicant’s goods or services

(1) For the purposes of this section, the use of atrade mark by a
predecessor in title of an applicant for the registration of the trade
mark is taken to be a use of the trade mark by the applicant.

Note 1: For applicant and predecessor in title see section 6.

Note 2: If a predecessor in title had authorised another person to use the trade
mark, any authorised use of the trade mark by the other person is
taken to be a use of the trade mark by the predecessor in title (see
subsection 7(3) and section 8).

(2) An application for the registration of a trade mark must be rejected
if the trade mark is not capable of distinguishing the applicant’s
goods or servicesin respect of which the trade mark is sought to be
registered (designated goods or services) from the goods or
services of other persons.

Note: For goods of a person and services of a person see section 6.
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(3) Indeciding the question whether or not atrade mark is capable of
distinguishing the designated goods or services from the goods or
services of other persons, the Registrar must first take into account
the extent to which the trade mark is inherently adapted to
distinguish the designated goods or services from the goods or
services of other persons.

(4) Then, if the Registrar is still unable to decide the question, the
following provisions apply.

(5) If the Registrar finds that the trade mark is to some extent
inherently adapted to distinguish the designated goods or services
from the goods or services of other persons but is unable to decide,
on that basis aone, that the trade mark is capable of so
distinguishing the designated goods or services:

(a) the Regidtrar isto consider whether, because of the combined
effect of the following:
(i) theextent to which the trade mark isinherently adapted
to distinguish the designated goods or services,
(ii) the use, or intended use, of the trade mark by the
applicant;
(iii) any other circumstances,
the trade mark does or will distinguish the designated goods
or services as being those of the applicant; and
(b) if the Registrar isthen satisfied that the trade mark does or
will so distinguish the designated goods or services—the
trade mark is taken to be capable of distinguishing the
applicant’ s goods or services from the goods or services of
other persons; and
(c) if the Registrar is hot satisfied that the trade mark does or
will so distinguish the designated goods or services—the
trade mark is taken not to be capable of distinguishing the
applicant’ s goods or services from the goods or services of
other persons.

Note 1: For goods of a person and services of a person see section 6.

Note 2: Use of atrade mark by a predecessor in title of an applicant and an
authorised use of atrade mark by another person are each taken to be
use of the trade mark by the applicant (see subsections (1) and 7(3)
and section 8).
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(6) If the Registrar finds that the trade mark is not to any extent
inherently adapted to distinguish the designated goods or services
from the goods or services of other persons, the following
provisions apply:

(a) if the applicant establishes that, because of the extent to
which the applicant has used the trade mark before the filing
date in respect of the application, it does distinguish the
designated goods or services as being those of the
applicant—the trade mark is taken to be capabl e of
distinguishing the designated goods or services from the
goods or services of other persons;

(b) in any other case—the trade mark is taken not to be capable
of distinguishing the designated goods or services from the
goods or services of other persons.

Notel:  Trade marksthat are not inherently adapted to distinguish goods or

services are mostly trade marks that consist wholly of asign that is
ordinarily used to indicate:

(a) thekind, quality, quantity, intended purpose, value,
geographical origin, or some other characteristic, of goods or
Services; or
(b) thetime of production of goods or of the rendering of services.
Note 2: Use of atrade mark by a predecessor in title of an applicant and an
authorised use of atrade mark by another person are each taken to be

use of the trade mark by the applicant (see subsections (1) and 7(3)
and section 8).

42 Trademark scandalousor itsuse contrary to law

An application for the registration of atrade mark must be rejected
if:
(a) thetrade mark contains or consists of scandalous matter; or
(b) its use would be contrary to law.

43 Trademark likely to deceive or cause confusion

An application for the registration of atrade mark in respect of
particular goods or services must be rejected if, because of some
connotation that the trade mark or a sign contained in the trade
mark has, the use of the trade mark in relation to those goods or
services would be likely to deceive or cause confusion.
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44 |dentical etc. trade marks

(1) Subject to subsections (3) and (4), an application for the
registration of atrade mark (applicant’ s trade mark) in respect of
goods (applicant’s goods) must be rejected if:

(a) the applicant’strade mark is substantially identical with, or
deceptively similar to:
(i) atrade mark registered by another person in respect of
similar goods or closely related services; or

(ii) atrade mark whose registration in respect of similar
goods or closely related servicesis being sought by
another person; and

(b) the priority date for the registration of the applicant’ s trade
mark in respect of the applicant’s goodsis not earlier than the
priority date for the registration of the other trade mark in
respect of the similar goods or closely related services.

Note 1: For deceptively similar see section 10.
Note 2: For similar goods see subsection 14(1).
Note 3: For priority date see section 12.

Note4:  The regulations may provide that an application must also be rejected
if the trade mark is substantially identical with, or deceptively similar
to, a protected international trade mark or atrade mark for which there
is arequest to extend international registration to Australia: see Part
17A.

(2) Subject to subsections (3) and (4), an application for the
registration of atrade mark (applicant’ s trade mark) in respect of
services (applicant’ s services) must be rejected if:

(a) itissubstantially identical with, or deceptively similar to:
(i) atrade mark registered by another person in respect of
similar services or closely related goods; or
(ii) atrade mark whose registration in respect of similar
services or closaly related goods is being sought by
another person; and
(b) the priority date for the registration of the applicant’ s trade
mark in respect of the applicant’s servicesis not earlier than
the priority date for the registration of the other trade mark in
respect of the similar services or closely related goods.

Note 1: For deceptively similar see section 10.

Note 2: For similar services see subsection 14(2).
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©)

(4)

Note 3: For priority date see section 12.

Note4:  The regulations may provide that an application must also be rejected
if the trade mark is substantially identical with, or deceptively similar
to, a protected international trade mark or atrade mark for which there
isarequest to extend international registration to Australia: see Part
17A.

If the Registrar in either caseis satisfied:

(a) that there has been honest concurrent use of the 2 trade
marks; or

(b) that, because of other circumstances, it is proper to do so;

the Registrar may accept the application for the registration of the
applicant’ s trade mark subject to any conditions or limitations that
the Registrar thinks fit to impose. If the applicant’ s trade mark has
been used only in a particular area, the limitations may include that
the use of the trade mark isto be restricted to that particular area.

Note: For limitations see section 6.

If the Registrar in either case is satisfied that the applicant, or the
applicant and the predecessor in title of the applicant, have
continuously used the applicant’ s trade mark for a period:

(a) beginning before the priority date for the registration of the
other trade mark in respect of:

(i) the similar goods or closely related services; or
(ii) the similar services or closely related goods; and

(b) ending on the priority date for the registration of the
applicant’ s trade mark;

the Registrar may not reject the application because of the
existence of the other trade mark.

Note1l:  An authorised use of the trade mark by a person istaken to be a use of
the trade mark by the owner of the trade mark (see subsection 7(3)).

Note 2: For predecessor in title see section 6.

Note 3: For priority date see section 12.
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Division 3—Divisional applications

45 Divisional applications

(1) If asingle application for the registration of atrade mark in respect
of certain goods and/or servicesis pending (parent application),
the applicant may make another application (divisional
application) for the registration of the trade mark in respect of
some only of the goods and/or services in respect of which
registration is sought under the parent application.

Note: For applicant and pending see section 6.

(2) To avoid doubt, the parent application may itself be a divisional
application.
Note: A divisional application may be made by a person who has become

the applicant in relation to the parent application because of
subsection 108(2) (which deals with assignment and transmission).

46 Rulesrelatingto divisional applications

(1) A divisiona application must:
(@) befor the registration of the trade mark to which the parent
application relates; and
(b) specify the goods and/or services to which it relates; and

(c) specify the goods and/or services that are to remain in the
parent application.

Note: For divisional application and parent application see section 45.

(2) When adivisional application is made, the Registrar must, unless
the parent application has lapsed, amend the parent application by
excluding the goods and/or servicesin respect of which the
divisional application is made.

Note: Section 204 requires the Registrar, where no time or period is
specified for doing athing, to do the thing as soon as practicable.
However, it is possible that a parent application will lapse beforeit is

practicable for the Registrar to amend it under subsection (2) of this
section.
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Division 4—Application for registration of seriesof trade
marks

51 Application—series of trade marks

(1) A person may make a single application under subsection 27(1) for
the registration of 2 or more trade marks in respect of goods and/or
servicesif the trade marks resemble each other in material
particulars and differ only in respect of one or more of the
following matters:

(a) statements or representations as to the goods or servicesin
relation to which the trade marks are used or are intended to
be used;

(b) statements or representations as to number, price, quality or
names of places;

(c) the colour of any part of the trade mark.

(2 If:
(a) the application meets all the requirements of this Act; and

(b) the Registrar isrequired (under section 68) to register the
trade marks,

he or she must register them as a seriesin one registration.

51A Linking seriesapplications

(1) Subsection (2) appliesif:

(a) before the commencement of this section, 2 or more
applications (series applications) were made each seeking
the registration of the same 2 or more trade marks in respect
of goods or services of different classes; and

(b) thefiling date of each of the series applications is the same;
and

(c) each of the trade marks has the same owner.

Note: For filing date see section 6.

(2) The owner of the trade marks may apply to the Registrar, in
writing, to have:

(8) the series applications; or
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(b) so many of the series applications as are identified in the
application to the Registrar;
dealt with under this Act as if they were one application for the
registration of the trade marksin respect of all goods and services
specified in the series applications or the identified series
applications.

Note: For this Act see section 6.
(3) If an application is made under subsection (2), the Registrar must

deal with the series applications that are the subject of the
application under that subsection asif they were one application.
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Part 5—Opposition to registration
Division 1—General

52 Opposition

(1) If the Registrar has accepted an application for the registration of a
trade mark, a person may oppose the registration by filing a notice
of opposition.

(2) The natice of opposition must be in an approved form and must be
filed within the prescribed period or within that period as extended
in accordance with the regulations or in accordance with
subsection (5).

Note: For approved form and file see section 6.

(3) The opponent must serve a copy of the notice on the applicant.

Note: For opponent see section 6.

(4) Theregistration of atrade mark may be opposed on any of the
grounds specified in this Act and on no other grounds.

Note: For this Act see section 6.

(5) If:
(a) aperson isgranted an extension of timein which to filea
notice of opposition; and

(b) before the notice of opposition isfiled, the right or interest on
which the person could have relied to file the notice of
opposition becomes vested in another person; and

(c) the other person notifies the Registrar in writing that the right
or interest isvested in him or her;

then:

(d) the other person is taken to have been granted an extension of
time in which to file the notice of opposition; and

(e) that extension ends when the extension mentioned in
paragraph (a) ends.
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53 Circumstancesin which opposition may proceed in name of a
person other than the person who filed the notice

If:

(a) after aperson hasfiled anotice of opposition, the right or
interest on which the person relied to file the notice of
opposition becomes vested in another person; and

(b) the other person:

(i) notifiesthe Registrar in writing that the right or interest
isvested in him or her; and
(ii) does not withdraw the opposition;
the opposition isto proceed asif the notice of opposition had been
filed in that other person’s name.

Note: For file see section 6.

54 Opposition proceedings

(1) The Registrar must give to the opponent and to the applicant an
opportunity of being heard on the opposition.

Note: For opponent and applicant see section 6.

(2) Subject to subsection (1), the proceedings for dealing with the
opposition must be in accordance with the regulations.

55 Decision

(1) Unless the proceedings are discontinued or dismissed, the Registrar
must, at the end, decide:
(a) torefuseto register the trade mark; or
(b) to register the trade mark (with or without conditions or
limitations) in respect of the goods and/or services then
specified in the application;
having regard to the extent (if any) to which any ground on which
the application was opposed has been established.

Note: For limitations see section 6.
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(2) Without limiting subsection (1), if the application was opposed on
the ground specified in paragraph 62(a) (that the application, or a
document filed in support of the application, was amended contrary
to this Act), the Registrar may revoke the acceptance of the
application and examine the application again under section 31.

Note: For examine and this Act see section 6.

56 Appeal

The applicant or the opponent may appeal to the Federal Court
from a decision of the Registrar under section 55.

Note: For applicant and opponent see section 6.

Trade Marks Act 1995 35



Part 5 Opposition to registration
Division 2 Grounds for opposing registration

Section 57

Division 2—Groundsfor opposing registration

57 Registration may be opposed on same grounds asfor reection

Theregistration of atrade mark may be opposed on any of the
grounds on which an application for the registration of atrade
mark may be rejected under this Act, except the ground that the
trade mark cannot be represented graphically.

Note: For this Act see section 6.

58 Applicant not owner of trade mark

Theregistration of atrade mark may be opposed on the ground that
the applicant is not the owner of the trade mark.

Note: For applicant see section 6.

58A Opponent’searlier use of similar trade mark

(1) Thissection appliesto atrade mark (section 44 trade mark) the
application for registration of which has been accepted because of :
(a) subsection 44(4); or
(b) asimilar provision of the regulations made for the purposes
of Part 17A.

Note: Subsection 44(4) prevents rejection of an application for registration
of atrade mark that is substantially identical with, or deceptively
similar to, aregistered trade mark or atrade mark whose registration
is being sought where the first-mentioned trade mark has been

continuously used since before the priority date of the other trade
mark.

(2) Theregistration of the section 44 trade mark may be opposed on
the ground that the owner of the substantially identical or
deceptively similar trade mark (similar trade mark) or the
predecessor in title:

(a) first used the similar trade mark in respect of:
(i) similar goods or closely related services; or
(if) similar services or closely related goods;
before the owner of the section 44 trade mark or the
predecessor in title in relation to the section 44 trade mark
first used the section 44 trade mark; and
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(b) has continuously used the similar trade mark in respect of
those goods or services since that first use.

Note: For predecessor in title see section 6.

59 Applicant not intending to use trade mark

Theregistration of atrade mark may be opposed on the ground that
the applicant does not intend:
(a) touse, or authorise the use of, the trade mark in Australia; or
(b) to assign the trade mark to a body corporate for use by the
body corporate in Australia;
in relation to the goods and/or services specified in the application.

Note: For applicant see section 6.

60 Trade mark similar totrade mark that hasacquired areputation
in Australia

The registration of atrade mark in respect of particular goods or
services may be opposed on the ground that:

(@) another trade mark had, before the priority date for the
registration of the first-mentioned trade mark in respect of
those goods or services, acquired areputation in Australia;
and

(b) because of the reputation of that other trade mark, the use of
the first-mentioned trade mark would be likely to deceive or
cause confusion.

Note: For priority date see section 12.

61 Trademark containing or consisting of a false geogr aphical
indication

(1) Theregistration of atrade mark in respect of particular goods
(relevant goods) may be opposed on the ground that the trade mark
contains or consists of asign that is a geographical indication for
goods (designated goods) originating in:

(@) acountry, orinaregion or locality in a country, other than
the country in which the relevant goods originated; or

(b) aregion or locality in the country in which the relevant goods
originated other than the region or locality in which the
relevant goods originated;
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if the relevant goods are similar to the designated goods or the use
of atrade mark in respect of the relevant goods would be likely to
deceive or cause confusion.

(2) An opposition on aground referred to in subsection (1) failsif the

applicant establishes that:
(a) therelevant goods originated in the country, region or
locality identified by the geographical indication; or
(b) the sign has ceased to be used as a geographical indication
for the designated goods in the country in which the
designated goods originated; or
(c) the applicant, or a predecessor in title of the applicant, used
the sign in good faith in respect of the relevant goods, or
applied in good faith for the registration of the trade mark in
respect of the relevant goods, before:
(i) 1 January 1996; or
(ii) the day on which the sign was recognised as a
geographical indication for the designated goodsin their
country of origin;
whichever isthe later; or
(d) if the registration of the trade mark is being sought in respect
of wine or spirits (relevant wine or spirits)—thesignis
identical with the name that, on 1 January 1995, was, in the
country in which the relevant wine or spirits originated, the
customary name of avariety of grapes used in the production
of the relevant wine or spirits.

(3) An opposition on aground referred to in subsection (1) also fails if

the applicant establishes that:

(a) athough the signisageographica indication for the
designated goods, it is also a geographical indication for the
relevant goods; and

(b) the applicant has not used, and does not intend to use, the
trade mark in relation to the relevant goods in away that is
likely to deceive or confuse members of the public as to the
origin of the relevant goods.

Note 1: For applicant, predecessor in title and geographical indication see
section 6.

Note 2: For originate (in relation to wine only) see section 15.
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62 Application etc. defective etc.

The registration of atrade mark may be opposed on any of the
following grounds:

(a) that the application, or adocument filed in support of the
application, was amended contrary to this Act;

(b) that the Registrar accepted the application for registration on
the basis of evidence or representations that were falsein
material particulars.

Note: For file see section 6.
62A Application madein bad faith

Theregistration of atrade mark may be opposed on the ground that
the application was made in bad faith.
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Part 6—Amendment of application for registration
of atrade mark and other documents

63 Amendment of application for registration of trade mark

(1) The Registrar may, at the request of the applicant or of hisor her
agent, amend an application for the registration of atrade mark in
accordance with section 64, 65 or 65A.

(2) If:
(@) an application for the registration of atrade mark may be
amended under section 65; and
(b) the applicant has not asked that the application be amended;
the Registrar may, on his or her own initiative but in accordance
with the regulations, amend the application as necessary:
(c) toremove any ground on which the application could be
rejected; or
(d) so asto ensure that the application is made in accordance
with thisAct.

64 Amendment before particulars of application are published

If:
(a) the particulars of the application have not yet been published
under section 30; and
(b) therequest for the amendment is made within the prescribed
period;
an amendment may be made to correct a clerical error or an
obvious mistake.

65 Amendment after particulars of application have been
published—request for amendment not advertised

(1) If the particulars of the application have been published under
section 30, the application may be amended as provided in this
section.
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(2) Anamendment may be made to the representation of the trade
mark if the amendment does not substantially affect the identity of
the trade mark as at the time when the particulars of the application
were published.

(3) An amendment may be made to an application to which section 51
applies to remove one or more trade marks from the application.

(4) An amendment may be made to correct an error in the
classification of goods or services specified in the application.

(5) An amendment may be made to add to the class or classes of goods
or services specified in the application one or more other classes of
goods or servicesif the Registrar is of the opinion that it isfair and
reasonablein all the circumstances to do so.

(6) Anamendment may be made to change the type of registration
sought in the application (for example, an application for the
registration of atrade mark as a certification trade mark may be
amended to an application for registration as a collective trade
mark).

(7) An amendment may be made to any other particular specified in
the application unless the amendment would have the effect of
extending the rights that (apart from the amendment) the applicant
would have under the registration if it were granted.

65A Amendment after particulars of application have been
published—request for amendment advertised

(1) Thissection appliesif:
(a) the particulars of the application have been published under
section 30; and
(b) the amendment requested is not an amendment which could
be made under section 65.

(2) The application may be amended to correct aclerical error or an
obvious mistake in the application if the Registrar is of the opinion
that it isfair and reasonable in all the circumstances of the case to
make the amendment under this section.

(3) Subject to subsection (5), the Registrar must advertise the request
for the amendment in the Official Journal.
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(4) Subject to subsection (5), a person may, as prescribed, oppose the
granting of the request for the amendment.

(5) If the Registrar is satisfied that a request for an amendment would
not be granted even in the absence of opposition under
subsection (4):
(a) the Registrar need not advertise the request in accordance
with subsection (3); and
(b) the request cannot be opposed, despite subsection (4); and
(c) the Registrar must refuse to grant the request.

66 Amendment of other documents

The Registrar may, at the request of the person who hasfiled an
application (other than an application for the registration of atrade
mark), a notice or other document for the purposes of this Act or at
the request of the person’ s agent, amend the application, notice or
document:

(a) to correct aclerical error or an obvious mistake; or

(b) if the Registrar is of the opinion that it isfair and reasonable

in al the circumstances of the case to do so.

Note: For file see section 6.

66A Registrar may require certain requeststo bein writing

The Registrar may require a request under section 63 or 66 to bein
writing if the Registrar is of the opinion that the amendment
requested is not minor.

67 Appeal

An appeal liesto the Federal Court from a decision of the Registrar
under this Part.
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Part 7—Registration of trade marks
Division 1—Initial registration

68 Obligation to register

(1) The Registrar must, within the period provided under the
regulations, register atrade mark that has been accepted for
registration:

(a) if there has been no opposition to the registration; or
(b) inacase where there has been an opposition:

(i) if the Registrar’ s decision, or (in the case of an appeal
against the Registrar’ s decision) the decision on appeal,
isthat the trade mark should be registered; or

(it) if the opposition has been withdrawn; or

(iii) if the opposition has been dismissed under section 222.
Otherwise, the application for the registration of the trade mark
lapses.

(2) On registering the trade mark, the Registrar must give it a number
by which it may be identified.

69 Registration—how effected

(1) Thetrade mark must be registered:
(& inthe name of the applicant for registration; and

(b) inrespect of the goods and/or services specified in the
application at the time of registration; and

(c) subject to the conditions (if any) and the limitations (if any)
imposed by the Registrar in accepting the application for
registration or deciding to register the trade mark.

The Registrar must enter these particulars in the Register.

(2) The Registrar must also enter in the Register:
(a) agraphical representation of the trade mark; and
(b) itsregistration number; and
(c) any other particularsthat are required by this Act to be
entered in the Register.
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(3) If 2 or more persons applied together for the registration of the
trade mark (see section 28), the applicants must be registered as
joint owners of the trade mark.

Note: For limitations, Registrar and applicant see section 6.

70 Coloursin registered trade marks
(1) A trade mark may be registered with limitations as to colour.

(2) Thelimitations may be in respect of the whole, or a part, of the
trade mark.

(3) Tothe extent that atrade mark is registered without limitations as
to colour, it istaken to be registered for all colours.

Note: For limitations see section 6.

71 Notification of registration

When atrade mark has been registered, the Registrar must:
(a) advertise theregistration in the Official Journal; and
(b) giveto the registered owner of the trade mark a certificate of
registration in an approved form.

Note: For registered owner and approved form see section 6.

72 Date and term of registration

(1) Subject to subsection (2), the registration of atrade mark in respect
of the goods and/or servicesin respect of which the trade mark is
registered is taken to have had effect from (and including) the
filing date in respect of the application for registration.

Note: For filing date see section 6.

(2) If:

(a) the application was in respect of atrade mark whose
registration had also been sought in one or more than one
Convention country; and

(b) the applicant claimed aright of priority under section 29 for
the registration of the trade mark in respect of particular
goods or services; and
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(c) thetrade mark isregistered under this Act;

the registration of the trade mark in respect of those goods or
services s taken to have had effect:

(d) if an application to register the trade mark was made in only
one Convention country—from (and including) the day on
which the application was made in that country; or

(e) if applicationsto register the trade mark were made in more
than one Convention country—from (and including) the day
on which the earliest of those applications was made.

Note: For Convention country see section 225.

(3) Unlessitisearlier cancelled, or the trade mark is earlier removed
from the Register, the registration of the trade mark expires 10
years after the filing date in respect of the application for its
registration.

Notel:  Thisisso even for atrade mark whose registration in respect of

particular goods or services has effect from (and including) the day on
which an application was made in a Convention country.

Note 2: For filing date see section 6.

73 Ceasing of registration

Theregistration of atrade mark ceasesif:

(@) thetrade mark isremoved from the Register under section 78
or 80F or under Part 9; or

(b) theregistration of the trade mark is cancelled.

Note: Section 84C explains the effect of revocation of the registration of a
trade mark, applying some provisions as if the registration had ceased
at a particular time (but for most purposes treating the registration asif
it had never occurred).

74 Disclaimers

(1) An applicant for the registration of atrade mark, or the registered
owner of aregistered trade mark, may, by notice in writing given
to the Registrar, disclaim any exclusive right to use, or authorise
the use of, a specified part of the trade mark.

(2) Thedisclaimer affects only the rights given by this Act to the
registered owner of the trade mark on registration of the trade
mark.
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(3) The Registrar must, on registering the trade mark or on receiving
notice of the disclaimer (whichever islater), enter the particulars of
the disclaimer in the Register.

(4) A disclaimer properly made may not be revoked.

Note: For applicant, registered owner, registered trade mark and Register
see section 6.
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Section 74A

Division 2—Renewal of registration (general)

74A Application of thisDivision

This Division applies to aregistered trade mark if:

(a) particulars of registration were entered in the Register under
section 69 before the end of the period of 10 years after the
filing date of the application for registration; or

(b) both:

(i) paragraph (&) does not apply; and

(ii) registration has aready been renewed under Division 3
for a period that includes the day on which particulars of
registration were entered in the Register under section
69.

Note: For filing date see section 6.

75 Request for renewal

(1) Any person may, within the prescribed period before the
registration of atrade mark expires, ask the Registrar to renew the
registration.

(2) Therequest must:
() beinan approved form; and
(b) befiled in accordance with the regulations.

76 Notice of renewal due

If, at the beginning of the prescribed period, the Registrar has not
received arequest for the renewal of the registration of the trade
mark, the Registrar must, in accordance with the regulations, notify
the registered owner of the trade mark that the renewal is due.

Note: For registered owner see section 6.

77 Renewal beforeregistration expires

(1) If arequest for the renewal of the registration of atrade mark is
made in accordance with section 75, the Registrar must renew the

Trade Marks Act 1995 47



Part 7 Registration of trade marks
Division 2 Renewal of registration (general)

Section 78

registration for a period of 10 years from the day on which the
registration of the trade mark would expireif it were not renewed.

(2) The Registrar must give notice of the renewal to the registered
owner of the trade mark in accordance with the regulations.

Note: For registered owner see section 6.

78 Failuretorenew

If the registration of atrade mark is not renewed under section 77,
then:
(8) subject to sections 79 and 80, the registration ceases to have
effect when it expires; and
(b) unlesstheregistration is renewed under section 79, the
Registrar must remove the trade mark from the Register 6
months after the day on which the registration expired.

Note: For month and Register see section 6.

79 Renewal within 6 months after registration expires

If, within 6 months after the registration of atrade mark has
expired, a person asks the Registrar, in accordance with subsection
75(2), to renew the registration of the trade mark, the Registrar
must renew the registration of the trade mark for 10 years from the
day on which the registration expired.

Note: For month see section 6.

80 Statusof unrenewed trade mark

If:
(a) theregistration of atrade mark (unrenewed trade mark) has
not been renewed under section 77 or 79; and
(b) an application for the registration of atrade mark is made, or
has aready been made, by a person other than the person
who was registered as the owner of the unrenewed trade
mark;
the unrenewed trade mark is taken to be a registered trade mark for
the purposes of the application at any time when the registration of
the unrenewed trade mark could have been renewed under section
79.
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Divison 3—Renewal of registration (registration delayed
for 10 or more years after filing date)

80A Application of this Division

(1) ThisDivision appliesto aregistered trade mark if particulars of
registration were entered in the Register under section 69 on a day
(Register entry day) that occurs after the end of the period of 10
years after the filing date of the application for registration.

Note: For filing date see section 6.

(2) For the purposes of this Division, each of the followingisa
potential renewal period in relation to the registered trade mark:

(a) the period (first potential renewal period) of 10 years that
commenced 10 years after the filing date of the application
for registration;

(b) any successive period of 10 years, being a period that
commences before the Register entry day.

(3) For the purposes of this Division, the prescribed period is aperiod
that:
(a) isspecified in the regulations; and
(b) commences on the Register entry day.

80B Expiry of registration

To avoid doubt, the registration of the trade mark istaken to have
expired, in accordance with subsection 72(3), 10 years after the
filing date of the application for registration.

Note: For filing date see section 6.

80C Notice about renewal

As soon as practicabl e after the Register entry day, the Registrar
must, in accordance with the regulations, notify the registered
owner of the trade mark that a request may be made for renewal of
the registration.

Note: For registered owner see section 6.
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80D Request for renewal

(1) Any person may, within the prescribed period, ask the Registrar to
renew, or successively renew, the registration of the trade mark for
one or more potential renewal periods nominated in the request.

(2) The nomination must cover at least the first potential renewal
period.

(3) If the nomination relates to more than one potential renewal period,
the nomination must cover continuous periods.

(4) Therequest must:
(@) bein an approved form; and
(b) befiled in accordance with the regulations.

80E Renewal within prescribed period

(1) If arequest for the renewal of the registration of the trade mark is
made in accordance with section 80D, the Registrar must renew, or
successively renew, the registration for the potential renewal
period or periods to which the request rel ates.

(2) The Registrar must give notice of the renewal or renewals to the
registered owner of the trade mark in accordance with the
regulations.

Note: For registered owner see section 6.

80F Failuretorenew

If the registration of the trade mark is not renewed under section
80E, or is not renewed under section 80E for each of the potential
renewal periods, then:
(a) subject to sections 80G and 80H, the registration ceases to
have effect:
(i) if theregistration was not renewed under section 80E—
when it expired in accordance with section 72(3); or
(ii) if the registration was renewed under section 80E for
one or more potential renewal periods—at the end of the
last of those periods; and
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Section 80G

(b) unlessthe registration is renewed under section 80G, the
Registrar must remove the trade mark from the Register 10
months after the end of the prescribed period.

Note: For month see section 6.

80G Renewal within 10 months after end of prescribed period

Q) If:
(a) theregistration of the trade mark is not renewed under
section 80E; and

(b) within 10 months after the end of the prescribed period, a
person asks the Registrar to renew, or successively renew,
the registration of the trade mark for one or more potential
renewal periods nominated in the request;

the Registrar must renew, or successively renew, the registration
for the potential renewal period or periods to which the request
relates.

Note: For month see section 6.

(2) The nomination must cover at least the first potential renewal
period.

(3) If the nomination relates to more than one potential renewal period,
the nomination must cover continuous periods.

(4) Therequest must:
(a) beinan approved form; and
(b) befiled in accordance with the regulations.

80H Status of unrenewed trade mark

If:

(a) theregistration of the trade mark is not renewed under
section 80E; and

(b) theregistration of the trade mark (unrenewed trade mark)
has not been renewed under section 80G; and

(c) an application for the registration of atrade mark is made, or
has already been made, by a person other than the person
who was registered as the owner of the unrenewed trade
mark;
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the unrenewed trade mark is taken to be a registered trade mark for
the purposes of the application at any time when the registration of
the unrenewed trade mark could have been renewed under section
80G.
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Section 81

Part 8—Amendment, cancellation and revocation
of registration

Division 1—Action by Registrar
Subdivision A—Amending Register

81 Correction of Register

The Registrar may, on hisor her own initiative, correct any error or
omission made in entering in the Register any particular in respect
of the registration of a trade mark.

Note: For Register see section 6.

82 Adaptation of classification

The Registrar may, in accordance with the regulations, amend the
Register (whether by making, removing or altering entries) for the
purpose of adapting the designation of the goods or servicesin
respect of which trade marks are registered to reflect any change
that has occurred in the classification of goods or services for the
purposes of this Act.

Note 1: For Register see section 6.

Note 2: For the classification of goods and services see subsection 19(3).

82A Linking seriesregistrations

(1) Subsection (2) appliesif:

(a) before the commencement of this section, 2 or more
applications were made each seeking the registration of the
same 2 or more trade marks in respect of goods or services of
different classes; and

(b) thefiling date of each of those applications is the same; and

(c) thetrade marks are registered trade marks for the purposes of
this Act with the same registered owner.

Note: For filing date, registered owner and registered trade mark see
section 6.
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(2) Theregistered owner may apply to the Registrar, in writing, to
have those trade marks, or so many of those trade marks as are
identified in the application to the Registrar, dealt with under this
Act asif they were registered as a seriesin one registration in
respect of al goods and servicesin respect of which the trade
marks, or the identified trade marks, were registered.

Note: For this Act and registered owner see section 6.

(3) If an application is made under subsection (2), the Registrar must
deal with the trade marks, or the identified trade marks, asif they
were one registration.

83 Amendment of particularsof trade mark entered in Register

(1) Subject to Part 11, the Registrar may, at the written request of the
registered owner of aregistered trade mark:

() amend the representation of the trade mark as entered in the
Register if the amendment does not substantially affect the
identity of the trade mark as at the time when the particulars
of the application for the registration of the trade mark were
published under section 30; or

(b) amend any particulars entered in the Register relating to any
goods or servicesin respect of which the trade mark is
registered if the amendment does not have the effect of
extending the rights that (apart from the amendment) the
owner has under the registration; or

(c) amend, or enter in the Register, any other particular in
respect of the trade mark if the amendment or entry does not
have the effect of extending the rights that (apart from the
amendment or entry) the owner has under the registration.

Note: For registered owner, registered trade mark and Register see section
6.

(2) An appeal liesto the Federal Court from a decision of the Registrar
under subsection (1).

Note: See sections 215 and 216 for amendments of the Register to record
changesin addresses for service and in the names of registered owners
etc.
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Subdivision B—Cancelling registration

84 Cancellation of registration

(1) The Registrar must cancel the registration of atrade mark in
accordance with the regulationsiif the registered owner asksin
writing that the registration be cancelled.

Note: For registered owner see section 6.

(2) Before cancelling the registration of the trade mark, the Registrar
must notify in accordance with the regulations:

(a) any person recorded under Part 11 as claiming aright in
respect of, or an interest in, the trade mark; and
(b) if:

(i) an application has been made to the Registrar for a
record of the assignment or transmission of the trade
mark to a person to be entered in the Register (see
section 109); and

(i) the assignment has not yet been recorded;

the person to whom the trade mark has been assigned or
transmitted.

Subdivision C—Revoking registration
84A Registration may berevoked

Power to revoke

(1) The Registrar may revoke the registration of atrade mark if he or
sheis satisfied that:

(a) the trade mark should not have been registered, taking
account of all the circumstances that existed when the trade
mark became registered (whether or not the Registrar knew
then of their existence); and

(b) it isreasonable to revoke the registration, taking account of
al the circumstances.

(2) The circumstances to be taken into account under paragraph (1)(a)
include the following:
(&) any errors (including errors of judgment) or omissions that
led directly or indirectly to the registration;
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(b) any relevant obligations of Australia under an international
agreement;
(c) any special circumstances making it appropriate:
(i) not to register the trade mark; or

(ii) toregister the trade mark only if the registration were
subject to conditions or limitations to which the
registration was not actually subject.

(3) The circumstances to be taken into account under paragraph (1)(b)
include the following:

() any usethat has been made of the trade mark;

(b) any past, current or proposed legal proceedings relating to the
trade mark as aregistered trade mark or to the registration of
the trade mark;

(c) other action taken in relation to the trade mark as a registered
trade mark;

(d) any special circumstances making it appropriate:
(i) torevoke the registration; or
(ii) not to revoke the registration.

Note: For use of a trade mark see section 6.

Prerequisites to revocation decision

(4) The Registrar may revoke the registration of the trade mark only if
the Registrar gives notice of the proposed revocation to each of the
following persons in accordance with the regul ations within 12
months of registering the trade mark:

(a) theregistered owner of the trade mark;
(b) any person recorded under Part 11 as claiming aright in
respect of, or an interest in, the trade mark.

Note: For registered owner see section 6.

(5) The Registrar must not revoke the registration of the trade mark
without giving each of the following persons the opportunity to be
heard:

(a) theregistered owner of the trade mark;
(b) any person recorded under Part 11 as claiming aright in
respect of, or an interest in, the trade mark.

Note: For registered owner see section 6.
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No duty to consider whether to revoke

(6) The Registrar does not have a duty to consider whether to revoke
the registration under this section, whether or not the Registrar is

reguested to do so.

84B Registration must be revoked if opposition wasignored in
registration process

The Registrar must revoke the registration of a trade mark if:
(a) either:
(i) anotice of opposition to the registration wasfiled in
accordance with subsection 52(2); or
(ii) beforethe registration, a person applied in accordance
with the regulations for an extension of the period for
filing a notice of opposition to the registration; and
(b) the Registrar failed to take account of the opposition or
application in deciding to register the trade mark; and
(c) the Registrar becomes aware of the failure within 1 month
after the notice was filed or the application was made.
The revocation must be done within that month.

Note: If the Registrar becomes aware of the failure later, he or she may be
able to revoke the registration under section 84A.

84C Effect of revocation of registration

(1) Thissection appliesif the Registrar revokes the registration of a
trade mark under section 84A or 84B.

(2) ThisAct generally applies asif the registration had never occurred,
but:
(a) subsection 129(4) applies asif the trade mark had ceased to
be registered at the time of the revocation; and
(b) if the Customs CEO, purporting to act under Part 13, seizes
goods in respect of which the trade mark was registered
before the revocation, the Commonweslth is not liable for
any loss or damage suffered because of the seizure, unless:
(i) the Registrar gives the Customs CEO written notice of
the revocation; and
(ii) the seizure occurs after the noticeis given to the
Customs CEO; and

Trade Marks Act 1995 57



Part 8 Amendment, cancellation and revocation of registration
Division 1 Action by Registrar

Section 84D

(c) Part 14 applies asif the trade mark had ceased to be
registered at the time of the revocation; and

(d) subsection 230(2) appliesin relation to a defendant who was
the registered owner of the trade mark before the revocation
asif the trade mark had ceased to be registered at the time of
the revocation; and

(e) subsection 230(2) appliesin relation to a defendant who was
an authorised user of the trade mark before the revocation as
if the trade mark had ceased to be registered at the time the
defendant became aware of the revocation.

Note: For registered owner see section 6.

(3) To avoid doubt, paragraph (2)(b) does not, by itself, make the
Commonwealth liable if the circumstances described in
subparagraphs (2)(b)(i) and (ii) exist.

(4) ThisAct appliesasif, just after the revocation:

(a) the application for registration of the trade mark reflected the
particulars in the Register for the trade mark just before the
revocation; and

(b) the applicant for registration of the trade mark were the
person in whose name the trade mark was registered just
before the revocation.

(5) Thissubsection has effect if the Registrar revokes the acceptance
of the application for registration of the trade mark after revoking
the registration. The Registrar may, but need not, examine the
application again under section 31 before rejecting the application.
This has effect despite paragraph 38(2)(b).

84D Appeal from revocation of registration

An appeal liesto the Federal Court from a decision of the Registrar
to revoke the registration of atrade mark under section 84A.

58 Trade Marks Act 1995



Amendment, cancellation and revocation of registration Part 8
Action by court Division 2

Section 85

Division 2—Action by court

85 Amendment to correct error or omission

A prescribed court may, on the application of an aggrieved person,
order that the Register be rectified by:

(a) entering in the Register particulars that were wrongly omitted
from it; or

(b) correcting any error in an entry in the Register.
Note: For prescribed court see section 190.

86 Amendment or cancellation on ground of contravention of
condition etc.

A prescribed court may, on the application of an aggrieved person
or the Registrar, order that the Register be rectified by:
(@) cancelling the registration of atrade mark; or
(b) removing or amending any entry in the Register relating to
the trade mark;
on the ground that a condition or limitation entered in the Register
in relation to the trade mark has been contravened.

Note: For prescribed court see section 190.

87 Amendment or cancellation—Iloss of exclusiverightsto usetrade
mark

(1) If section 24 or 25 appliesin relation to aregistered trade mark, a
prescribed court may, on the application of an aggrieved person or
the Registrar, but subject to subsection (2) and section 89, order
that the Register be rectified by:

(&) cancdlling the registration of the trade mark; or
(b) removing or amending any entry in the Register relating to
the trade mark;
having regard to the effect of section 24 or 25 (as the case may be)
on theright of the registered owner of the trade mark to use the
trade mark, or any sign that is part of the trade mark, in relation to
particular goods or services.
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(2) If section 24 or 25 appliesin relation to the trade mark because the
trade mark contains a sign that:

(@) has become generally accepted within the relevant trade as
the sign that describes or is the name of an article, substance
or service; or

(b) describesor isthe name of:

(i) an article or substance that was formerly exploited
under a patent; or
(ii) aservicethat was formerly provided as a patented
process;
the court may decide not to make an order under subsection (1) and
allow the trade mark to remain on the Register in respect of:
(c) thearticle or substance or goods of the same description; or
(d) the service or services of the same description;
subject to any condition or limitation that the court may impose.
Note 1: Sections 24 and 25 provide that the registered owner of atrade mark

does not have exclusive rights to use, or to authorise the use of, the
trade mark if it consists of, or contains, asign that:

(a) becomes generally accepted within the relevant trade as the sign
that describes or is the name of an article, substance or service; or

(b) isthe only commonly known way to describe or identify an article
formerly exploited under a patent, or a service formerly provided
as a patented process, where the patent has expired more than 2
years ago.

Note 2: For registered trade mark, registered owner and Register see section
6.

Note 3: For prescribed court see section 190.

88 Amendment or cancellation—other specified grounds

(1) Subject to subsection (2) and section 89, a prescribed court may,
on the application of an aggrieved person or the Registrar, order
that the Register be rectified by:

(@) cancelling the registration of atrade mark; or

(b) removing or amending an entry wrongly made or remaining
on the Register; or

(c) entering any condition or limitation affecting the registration
of atrade mark that ought to be entered.

(2) An application may be made on any of the following grounds, and
on no other grounds:;
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(a) any of the grounds on which the registration of the trade
mark could have been opposed under this Act;

(b) an amendment of the application for the registration of the
trade mark was obtained as aresult of fraud, false suggestion
or misrepresentation;

(c) because of the circumstances applying at the time when
the application for rectification is filed, the use of the
trade mark is likely to deceive or cause confusion;

(e) if the application isin respect of an entry in the Register—the
entry was made, or has been previously amended, as aresult
of fraud, false suggestion or misrepresentation.

Note 1: For prescribed court see section 190.

Note 2: For file, registered owner and this Act see section 6.

88A Applications by Registrar

The Registrar must not make an application under section 86, 87 or
88 unless he or she considers the application desirable in the public
interest.

89 Rectification may not be granted in certain casesif registered
owner not at fault etc.

(1) The court may decide not to grant an application for rectification
made:

(8) under section 87; or
(b) onthe ground that the trade mark is liable to deceive or
confuse (a ground on which its registration could have been
opposed, see paragraph 88(2)(a)); or
(c) ontheground referred to in paragraph 88(2)(c);
if the registered owner of the trade mark satisfies the court that the
ground relied on by the applicant has not arisen through any act or
fault of the registered owner.

Note: For registered owner see section 6.

(2) In making a decision under subsection (1), the court:
(@) must also take into account any matter that is prescribed; and

(b) may take into account any other matter that the court
considers relevant.
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90 Dutiesand powersof Registrar

(1) Anaggrieved person applying to a prescribed court under this
Division must give natice of the application to the Registrar.

Note: For prescribed court see section 190.

(2) Inrelation to an application made by an aggrieved person, the
Registrar may appear before the court and be heard at his or her
discretion unless the court directs the Registrar to appear before the
court.

(3) If the application is made by an aggrieved person, the applicant
must give to the Registrar a copy of any order made by the court
under this Division.

(4) The Registrar must comply with any order made by the court under
this Division.
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Divison 3—Amendment of certificate of registration

91 Amendment of certificate of registration

When the Registrar amends any particular entered in the Register
in respect of atrade mark, the Registrar may aso amend the
certificate of registration if he or she thinksit appropriate to do so.
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Part 9—Removal of trade mark from Register for
non-use

92 Application for removal of trade mark from Register etc.

(1) Subject to subsection (3), a person may apply to the Registrar to
have atrade mark that is or may be registered removed from the
Register.

(2) The application:
(@) must be in accordance with the regulations; and
(b) may be made in respect of any or all of the goods and/or

servicesin respect of which the trade mark may be, or is,
registered.

(3) An application may not be made to the Registrar under
subsection (1) if an action concerning the trade mark is pending in
a prescribed court, but the person may apply to the court for an
order directing the Registrar to remove the trade mark from the
Register.

Note: For prescribed court see section 190.

(4) An application under subsection (1) or (3) (non-use application)
may be made on either or both of the following grounds, and on no
other grounds:

(a) that, on the day on which the application for the registration
of the trade mark was filed, the applicant for registration had
no intention in good faith:

(i) tousethetrade mark in Australia; or
(ii) to authorise the use of the trade mark in Australia; or

(iii) to assign the trade mark to a body corporate for use by
the body corporate in Australia;

in relation to the goods and/or services to which the non-use

application relates and that the registered owner:

(iv) has not used the trade mark in Australia; or
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©)

(v) hasnot used the trade mark in good faith in Australia;
in relation to those goods and/or services at any time before
the period of one month ending on the day on which the
non-use application isfiled;

(b) that the trade mark has remained registered for a continuous
period of 3 years ending one month before the day on which
the non-use application is filed, and, at no time during that
period, the person who was then the registered owner:

(i) used thetrade mark in Australia; or
(i) used the trade mark in good faith in Australia;

in relation to the goods and/or servicesto which the
application relates.

Note 1: For file and month see section 6.

Note 2: If non-use of atrade mark has been established in a particular place or
export market, then instead of the trade mark being removed from the
Register, conditions or limitations may be imposed under section 102
on the registration of the trade mark so that its registration does not
extend to that place or export market.

If the right or interest on which a person relied to make an
application (under subsection (1) or (3)) to obtain the removal of a
trade mark from the Register becomes vested in another person, the
other person may, on giving notice of the relevant facts to the
Registrar or the court (as the case requires), be substituted for the
first-mentioned person as the applicant.

93 Timefor making application

)

)

Subject to subsection (2), an application for the removal of atrade
mark from the Register may be made at any time after the filing
date in respect of the application for the registration of the trade
mark.

An application on the ground referred to in paragraph 92(4)(b) may
not be made before a period of 5 years has passed from the filing
date in respect of the application for the registration of the trade
mark.

Note: For filing date see section 6.
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94 Referral to court

If:
(8 an application has been made to the Registrar under
subsection 92(1); and
(b) the Registrar isof the opinion that the matter should be
decided by a prescribed court;

the Registrar may refer the matter to such a court and the court
may hear and determine the matter asif an application had been
made to it under subsection 92(3).

95 Noatification of application

(1) If an application has been made to the Registrar under section 92,
the Registrar must give notice of the application in accordance with
the regulations.

(2) If the application isin respect of atrade mark already entered on
the Register, the Registrar must advertise the application in the
Official Journal.

(3) If the application isin respect of atrade mark whose registration is
being sought, the Registrar is to advertise the application in the
Official Journal only if the trade mark is registered.

96 Notice of opposition

(1) Any person may oppose an application under section 92 by filing a
notice of opposition with the Registrar or the court, as the case
requires.

(2) The notice of opposition:

(8 must bein aform approved by the Registrar or by the court;
and

(b) must befiled in accordance with the regulations or the rules
of court (as the case may be).

Note: For file see section 6.
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96A Circumstancesin which opposition may proceed in name of a
person other than the person who filed the notice

If:

(a) after aperson hasfiled anotice of opposition, the right or
interest on which the person relied to file the notice of
opposition becomes vested in another person; and

(b) the other person:

(i) notifiesthe Registrar or the court (as the case may be) in
writing that the right or interest is vested in him or her;
and

(ii) does not withdraw the opposition;
the opposition isto proceed asif the notice of opposition had been
filed in that other person’s name.

Note: For file see section 6.

97 Removal of trade mark from the Register etc. if application
unopposed

() If thereisno opposition to an application to the Registrar under
subsection 92(1), the Registrar must remove the trade mark from
the Register in respect of the goods and/or services specified in the
application.

(2) If thereis no opposition to an application to a court under
subsection 92(3), the court must order the Registrar to remove the
trade mark from the Register in respect of the goods and/or
services specified in the application. The court must cause a copy
of the order to be served on the Registrar and the Registrar must
comply with the order.

98 Trade mark restored to Register if notice of opposition filed
within extended time

If:

() the Registrar has removed atrade mark from the Register
under subsection 97(1) because no notice of opposition was
filed within the period provided under the regulations; and

(b) the Registrar subsequently extends the period within which
the notice may be filed; and
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(c) anotice of opposition is filed within the extended period;

the Registrar must restore the trade mark to the Register. Also, the
trade mark is taken not to have been removed from the Register.

Note: For file see section 6.

99 Proceedings before Registrar

If an application to the Registrar is opposed, the Registrar must
deal with the matter in accordance with the regulations.

100 Burden on opponent to establish use of trade mark etc.

(1) Inany proceedings relating to an opposed application, it isfor the
opponent to rebut:

(@) any alegation made under paragraph 92(4)(a) that, on the
day on which the application for the registration of the trade
mark was filed, the applicant for registration had no intention
in good faith:

(i) tousethetrade mark in Australia; or
(ii) to authorise the use of the trade mark in Australia; or

(iii) to assign the trade mark to a body corporate for use by
the body corporate in Australia;
in relation to the goods and/or services to which the opposed
application relates (relevant goods and/or services); or
(b) any allegation made under paragraph 92(4)(a) that the trade
mark has not, at any time before the period of one month
ending on the day on which the opposed application was
filed, been used, or been used in good faith, by its registered
owner in relation to the relevant goods and/or services; or
(c) any alegation made under paragraph 92(4)(b) that the trade
mark has not, at any time during the period of 3 years ending
one month before the day on which the opposed application
was filed, been used, or been used in good faith, by its
registered owner in relation to the relevant goods and/or
services.
Note 1: If the registered owner of the trade mark has authorised another
person to use it, any authorised use of the trade mark by that person is

taken to be a use of the trade mark by the registered owner (see
subsection 7(3)).

Note 2: For file, month and registered owner see section 6.
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(2) For the purposes of paragraph 1(b), the opponent is taken to have

©)

rebutted the allegation that the trade mark has not, at any time
before the period referred to in that paragraph, been used, or been
used in good faith, by its registered owner in relation to the
relevant goods and/or servicesif:

() the opponent has established that the trade mark or the trade
mark with additions or alterations not substantially affecting
itsidentity, was used in good faith by its registered owner in
relation to those goods or services before that period; or

(b) in acase where the trade mark has been assigned but a record
of the assignment has not been entered in the Register:

(i) the opponent has established that the trade mark, or the
trade mark with additions or aterations not substantially
affecting itsidentity, was used in good faith by the
assignee in relation to those goods or services before
that period and that that use was in accordance with the
terms of the assignment; and

(if) the Registrar or the court is of the opinion that it is
reasonable, having regard to all the circumstances of the
case, to treat the use of the trade mark by the assignee
before that period as having been a use of the trade
mark in relation to those goods or services by the
registered owner.

Note 1: If the registered owner of the trade mark has authorised another
person to use it, any authorised use of the trade mark by that person is

taken to be a use of the trade mark by the registered owner (see
subsection 7(3)).

Note 2: For registered owner see section 6.

For the purposes of paragraph 1(c), the opponent is taken to have
rebutted the allegation that the trade mark has not, at any time
during the period referred to in that paragraph, been used, or been
used in good faith, by its registered owner in relation to the
relevant goods and/or servicesif:

() the opponent has established that the trade mark, or the trade
mark with additions or alterations not substantially affecting
its identity, was used in good faith by its registered owner in
relation to those goods or services during that period; or

(b) in acase where the trade mark has been assigned but a record
of the assignment has not been entered in the Register:
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(i) the opponent has established that the trade mark, or the

trade mark with additions or aterations not substantially
affecting itsidentity, was used in good faith by the
assignee of the trade mark in relation to those goods or
services during that period and that that use wasin
accordance with the terms of the assignment; and

(if) the Registrar or the court is of the opinion that it is

reasonable, having regard to all the circumstances of the
case, to treat the use of the trade mark by the assignee
during that period as having been a use of the trade
mark in relation to those goods or services by the
registered owner; or

(c) the opponent has established that the trade mark was not used
by its registered owner in relation to those goods and/or
services during that period because of circumstances
(whether affecting traders generally or only the registered
owner of the trade mark) that were an obstacle to the use of
the trade mark during that period.

Note 1:

Note 2:

If the registered owner of the trade mark has authorised another
person to use it, any authorised use of the trade mark by that personis

taken to be a use of the trade mark by the registered owner (see

subsection 7(3)).

For registered owner see section 6.

101 Determination of opposed application—gener al

(1) Subject to subsection (3) and to section 102, if:
(a) the proceedings relating to an opposed application have not
been discontinued or dismissed; and

(b) the Registrar is satisfied that the grounds on which the
application was made have been established;

()

the Registrar may decide to remove the trade mark from the

Register in respect of any or al of the goods and/or servicesto

which the application relates.

Subject to subsection (3) and to section 102, if, at the end of the
proceedings relating to an opposed application, the court is
satisfied that the grounds on which the application was made have
been established, the court may order the Registrar to remove the
trade mark from the Register in respect of any or all of the goods
and/or services to which the application relates.

70

Trade Marks Act 1995



Removal of trade mark from Register for non-use Part 9

Section 102

(3) If satisfied that it is reasonable to do so, the Registrar or the court
may decide that the trade mark should not be removed from the
Register even if the grounds on which the application was made
have been established.

(4) Without limiting the matters the Registrar may take into account in
deciding under subsection (3) not to remove a trade mark from the
Register, the Registrar may take into account whether the trade
mark has been used by its registered owner in respect of:

@
(b)

similar goods or closely related services; or
similar services or closely related goods;

to those to which the application relates.

Note 1: If the registered owner of the trade mark has authorised another

person to use it, any authorised use of the trade mark by that personis
taken to be a use of the trade mark by the registered owner (see
subsection 7(3)).

Note 2: For registered owner see section 6.

102 Determination of opposed application—localised use of trade
mark

(1) Thissection appliesif an application for the removal of atrade
mark (challenged trade mark) from the Register is made on the
ground referred to in paragraph 92(4)(b) and:

@

(b)

the applicant is the registered owner of atrade mark that is
substantially identical with, or deceptively similar to, the
challenged trade mark and isregistered in respect of the
goods and/or services specified in the application subject to
the condition or limitation that the use of the trade mark isto
be restricted to:

(i) goods and/or services to be dealt with or provided in a
particular place (specified place) in Australia (otherwise
than for export from Australia); or

(ii) goods and/or servicesto be exported to a particular
market (specified market); or
the Registrar or the court is of the opinion that such atrade
mark may properly be registered in the name of the applicant
with that condition or limitation.

Note 1: For registered owner see section 6.

Note 2: For deceptively similar see section 10.
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(2) If the Registrar or the court is satisfied:
(a) that the challenged trade mark has remained registered for
the period referred to in paragraph 92(4)(b); and
(b) that during that period there has been no use, or no usein
good faith, of the challenged trade mark in relation to:
(i) goods or services dealt with or provided in the specified
place; or
(if) goods or services to be exported to the specified market;
the Registrar may decide, or the court may order, that the
challenged trade mark should not be removed from the Register but
that the registration of the trade mark should be subject to the
conditions or limitations that the Registrar or the court considers
necessary to ensure that the registration does not extend to the use
of the trade mark in relation to:
(c) goods or services dealt with or provided in the specified
place; or
(d) goods or servicesto be exported to the specified market.

Note: For limitations see section 6.

103 Registrar to comply with order of court

A court making an order under section 101 or 102 must cause a
copy of the order to be served on the Registrar and the Registrar
must comply with the order.

104 Appeal

An appeal liesto the Federal Court from a decision of the Registrar
under section 101 or 102.

105 Certificate—use of trade mark

(1) If inany proceedings relating to an opposed application the
Registrar or the court has found that:

(a) atrade mark has been used in good faith during a particular
period; or
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(b) atrade mark has not been used during a particular period
solely because of circumstances that were an obstacle to its
use

the Registrar or the court must, if so requested by the registered
owner of the trade mark, give to the registered owner a certificate
of those findings.

(2) Inany subsequent proceedings in which non-use of the trade mark
isalleged:

(a) the certificate is, on being produced, evidence of the facts
stated in it; and

(b) if the proceedings are determined in favour of the opponent
and, on or before filing the notice of opposition, the opponent
notified the applicant of the contents of the certificate—the
opponent is entitled, unless the Registrar or the court
otherwise directs, to have the opponent’ s full costs paid by
the applicant.
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Part 10—Assignment and transmission of trade
marks

106 Assignment etc. of trade mark

(1) A registered trade mark, or atrade mark whose registration is being
sought, may be assigned or transmitted in accordance with this
section.

(2) The assignment or transmission may be partial, that is, it may
apply to some only of the goods and/or servicesin respect of which
registration is sought or the trade mark is registered, but it may not
be partia in relation to the use of atrade mark in aparticular area.

(3) Theassignment or transmission may be with or without the
goodwill of the business concerned in the relevant goods and/or
services.

Note: For assignment and transmission see section 6.

107 Applicationsfor record to be made of assignment etc. of trade
mark whoseregistration is sought

(1) If atrade mark whose registration is being sought is assigned or
transmitted:

(a) the applicant for the registration of the trade mark; or
(b) the person to whom it has been assigned or transmitted;

must apply to the Registrar for the assignment or transmission to
be recorded.

(2) The application must:
(@) beinan approved form; and
(b) befiled, together with any prescribed document, in
accordance with the regulations.

Note: For approved form and file see section 6.
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108 Recording of assignment etc. of trade mark whoseregistration is
sought

(1) If the application complies with this Act, the Registrar must:
(@) at, or within, the time provided for in the regulations, record
in the manner that the Registrar thinks fit (but not in the
Register) the particulars of the assignment or transmission;
and
(b) publish the particulars of the assignment or transmission in
accordance with the regulations.

(2) On and after the day on which the Registrar records the particulars
of the assignment or transmission, the person to whom the trade
mark has been assigned or transmitted is taken, for the purposes of
this Act, to be the applicant for the registration of the trade mark.

109 Application for record of assignment etc. of registered trade
mark to be entered in Register

(1) If aregistered trade mark is assigned or transmitted:
(a) the person registered as the owner of the trade mark; or
(b) the person to whom the trade mark has been assigned or
transmitted:
must apply to the Registrar for arecord of the assignment or
transmission to be entered in the Register.

(2) The application must:
(a) beinan approved form; and
(b) befiled, together with any prescribed document, in
accordance with the regulations.

Note: For approved form and file see section 6.

110 Recording of assignment etc. of registered trade mark

() If the application complies with this Act, the Registrar must, at, or
within, the time provided for in the regulations:
(a) enter the particulars of the assignment or transmission in the
Register; and
(b) register the person to whom the trade mark has been assigned
or transmitted (beneficiary) as the owner of the trade mark in

Trade Marks Act 1995 75



Part 10 Assignment and transmission of trade marks

Section 111

relation to the goods and/or servicesin respect of which the
assignment or transmission has effect.

(2) The particulars are taken to have been entered in the Register on
the day on which the application was filed, and the registration of
the beneficiary as the owner of the trade mark is taken to have had
effect from and including that day.

(3) The Registrar must advertise in the Official Journal:
(a) therecording of the assignment or transmission; and

(b) theregistration of the beneficiary as the owner of the trade
mark.

111 Notice of application to be given to person recorded as claiming
interest in trade mark etc.

If an application made under section 107 or 109 in relation to the
assignment or transmission of atrade mark complies with this Act,
the Registrar must notify in accordance with the regulations any
person recorded under Part 11 as claiming an interest in, or aright
in respect of, the trade mark.
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Preliminary Division 1

Section 112

Part 11—Voluntary recording of claimsto interests
in and rightsin respect of trade marks

Division 1—Preliminary

112 Object of Part

This Part makes provision:

(a) for recording in the Register claimsto interestsin, and rights
in respect of, registered trade marks that may not be so
recorded under another Part; and

(b) for the Registrar to keep arecord of claimsto interestsin,
and rights in respect of, trade marks for which registration is
sought.

Note: For registered trade mark see section 6.
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Division 2—Interestsin, and rightsin respect of, registered
trade marks

113 Application to have claimsto interest etc. recorded

Q) If:
() aperson (other than the registered owner of the trade mark)

claimsto have an interest in, or aright in respect of, a
registered trade mark; and

(b) thisinterest or right may not be recorded in the Register
under Part 10;

the person and the registered owner of the trade mark may together
apply to the Registrar to have particulars of the claim recorded in
the Register.

(2) The application must be in an approved form and must be filed in
accordance with the regulations.

Note: For registered owner, registered trade mark, approved form and file
see section 6.

114 Record of claimsto interest etc.

(1) If the application has been made in accordance with section 113,
the Registrar must enter in the Register the particulars of the claim
Set out in the application.

(2) If:
(@) atrade mark isregistered; and

(b) immediately before the registration, particulars of aclaimto
an interest in, or right in respect of, the trade mark were
recorded under Division 3;

the Registrar must enter those particulars in the Register.

115 Amendment and cancellation

The regulations may provide for the amendment and cancellation
of particulars entered in the Register under this Division.
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116 Record not proof etc. of existence of right etc.

The fact that a record has been made in the Register under this Part
that a person claims an interest in, or aright in respect of, a
registered trade mark is not proof or evidence that the person has
that right or interest.
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Division 3—Interestsin, and rightsin respect of,
unregistered trade marks

117 Application to have claimsto interest etc. recorded

Q) If:
(@) aperson has applied for the registration of atrade mark; and

(b) another person claimsto have an interest in, or aright in
respect of, the trade mark;

they may together apply to the Registrar for arecord to be kept of
the other person’s claim.

(2) The application must be in an approved form and must be filed in
accordance with the regulations.

Note: For approved form and file see section 6.

118 Record of claimsto interest etc.

If the application has been made in accordance with section 117,
the Registrar must record in the manner that the Registrar thinks fit
(but not in the Register) the particulars of the claim set out in the
application.

119 Amendment and cancellation

The regulations may provide for the amendment and cancellation
of particulars recorded under this Division.
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Part 12—I nfringement of trade marks

120 When isaregistered trade mark infringed?

(1) A personinfringes aregistered trade mark if the person usesas a
trade mark a sign that is substantially identical with, or deceptively
similar to, the trade mark in relation to goods or services in respect
of which the trade mark is registered.

Note 1: For registered trade mark see section 6.
Note 2: For deceptively similar see section 10.

Note 3: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.

(2) A personinfringes aregistered trade mark if the person usesas a
trade mark a sign that is substantially identical with, or deceptively
similar to, the trade mark in relation to:

(a) goods of the same description as that of goods (registered
goods) in respect of which the trade mark is registered; or

(b) servicesthat are closely related to registered goods; or
(c) services of the same description as that of services
(registered services) in respect of which the trade mark is
registered; or
(d) goodsthat are closely related to registered services.
However, the person is not taken to have infringed the trade mark
if the person establishes that using the sign as the person did is not
likely to deceive or cause confusion.
Note 1: For registered trade mark see section 6.
Note 2: For deceptively similar see section 10.
Note 3: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.
(3) A person infringes aregistered trade mark if:
(@) thetrade mark iswell known in Australia; and
(b) the person uses as atrade mark a sign that is substantially
identical with, or deceptively similar to, the trade mark in
relation to:
(i) goods (unrelated goods) that are not of the same
description as that of the goods in respect of which the
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(4)

trade mark is registered (registered goods) or are not
closely related to servicesin respect of which the trade
mark is registered (registered services); or

(i) services (unrelated services) that are not of the same
description as that of the registered services or are not
closely related to registered goods; and

(c) because the trade mark is well known, the sign would be
likely to be taken as indicating a connection between the
unrelated goods or services and the registered owner of the
trade mark; and

(d) for that reason, the interests of the registered owner are likely
to be adversely affected.

Note 1: For registered trade mark see section 6.

Note 2: For deceptively similar see section 10.

Note 3: For well known in Australia see subsection (4).

Note 4: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.

In deciding, for the purposes of paragraph (3)(a), whether atrade
mark iswell known in Australia, one must take account of the
extent to which the trade mark is known within the relevant sector
of the public, whether as aresult of the promotion of the trade
mark or for any other reason.

121 Infringement of trade mark by breach of certain restrictions

(D

This section appliesto aregistered trade mark if the registered
owner, or an authorised user of the trade mark having power to do
s0, has caused to be displayed on goods (registered goods) in
respect of which the trade mark is registered, or on their package,
or on the container in which they are offered to the public, anotice
(notice of prohibition) prohibiting any act that is under subsection
(2) aprohibited act in relation to the goods.
Notel:  Anauthorised user of the trade mark may not have power to cause
notices of prohibition to be displayed on goods etc. because of the

terms of the agreement between the authorised user and the registered
owner of the trade mark (see section 26).

Note 2: For registered owner and registered trade mark see section 6.
Note3:  For authorised user see section 8.

Note 4: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.
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(2) Each of thefollowing is a prohibited act:

(@

(b)

(©)

(d)
(€)

applying the trade mark to registered goods, or using the
trade mark in physical relation to them, after the state,
condition, get-up or packaging in which they were originally
offered to the public has been altered;

altering, or partially removing or obliterating, any
representation of the trade mark applied to registered goods
or used in physical relation to them;

if the trade mark has been applied to registered goods, or
used in physical relation to them, together with other matter
indicating that the registered owner or authorised user has
dealt with the goods—removing or obliterating, totally or in
part, any representation of the trade mark without totally
removing or obliterating the other matter;

applying another trade mark to registered goods or using
another trade mark in physical relation to them;

if the trade mark has been applied to registered goods or used
in physical relation to them—using on the goods, or on the
packaging or container of the goods, any matter that is likely
to injure the reputation of the trade mark.

Note 1: For applied to see section 9.

Note 2: For authorised user see section 8.

(3) Subject to subsection (4), a person infringes a trade mark to which
this section appliesiif the person:

@
(b)

is the owner of registered goods; and
in the course of trade, or with aview to a dealing with the
goods in the course of trade:
(i) doesan act that is prohibited under the notice of
prohibition; or
(ii) authorisesthat act to be done.

(4) Thetrade mark isnot infringed if the owner of the goods:
(a) acquired them in good faith and without being aware of the

notice of prohibition; or

(b) became the owner of the goods by virtue of atitle derived

from a person who had so acquired them.
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122 When isatrade mark not infringed?

(1) In spiteof section 120, a person does not infringe a registered trade
mark when:

(@) the person usesin good faith:
(i) the person’s name or the name of the person’s place of
business; or
(ii) the name of a predecessor in business of the person or
the name of the predecessor’ s place of business; or
(b) the person uses asign in good faith to indicate:

(i) thekind, quality, quantity, intended purpose, value,
geographical origin, or some other characteristic, of
goods or services; or

(ii) thetime of production of goods or of the rendering of
services; or

(c) the person usesthe trade mark in good faith to indicate the
intended purpose of goods (in particular as accessories or
spare parts) or services; or

(d) the person uses the trade mark for the purposes of
comparative advertising; or

(e) the person exercisesaright to use atrade mark given to the
person under this Act; or

(f) the court is of the opinion that the person would obtain
registration of the trade mark in his or her name if the person
were to apply for it; or

(fa) both:

(i) the person uses atrade mark that is substantially
identical with, or deceptively similar to, the
first-mentioned trade mark; and

(i) thecourt is of the opinion that the person would obtain
registration of the substantially identical or deceptively
similar trade mark in his or her name if the person were
to apply for it; or

(g) theperson, in using asign referred to in subsection 120(1),
(2) or (3) in amanner referred to in that subsection, does not
(because of a condition or limitation subject to which the
trade mark is registered) infringe the exclusive right of the
registered owner to use the trade mark.
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(2) In spite of section 120, if adisclaimer has been registered in

respect of a part of aregistered trade mark, a person does not
infringe the trade mark by using that part of the trade mark.

123 Goodsetc. to which registered trade mark has been applied by

(1)

)

or with consent of registered owner

In spite of section 120, a person who uses a registered trade mark
in relation to goods that are similar to goods in respect of which the
trade mark is registered does not infringe the trade mark if the trade
mark has been applied to, or in relation to, the goods by, or with
the consent of, the registered owner of the trade mark.

Note: For similar goods see subsection 14(1).

In spite of section 120, a person who uses a registered trade mark
in relation to services that are similar to servicesin respect of
which the trade mark is registered does not infringe the trade mark
if the trade mark has been applied in relation to the services by, or
with the consent of, the registered owner of the trade mark.

Note: For similar services see subsection 14(2).

124 Prior use of identical trade mark etc.

(D

A person does not infringe a registered trade mark by using an
unregistered trade mark that is substantially identical with, or
deceptively similar to, the registered trade mark in relation to:
(a) goods similar to goods (registered goods) in respect of which
the trade mark is registered; or
(b) services closely related to registered goods; or
(c) servicessimilar to services (registered services) in respect of
which the trade mark is registered; or
(d) goods closely related to registered services,
if the person, or the person and the person’s predecessor in title,
have continuously used in the course of trade the unregistered trade
mark in relation to those goods or services from atime before:
(e) the date of registration of the registered trade mark; or
(f) theregistered owner of the registered trade mark, or a
predecessor in title, or a person who was a registered user of

the trade mark under the repealed Act, first used the trade
mark;

whichever is earlier.
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Note 1: For deceptively similar see section 10.

Note 2: For predecessor in title and date of registration see section 6.

(2) If the unregistered trade mark has continuously been used only in a
particular area of Australia, subsection (1) applies only to the use
of the trade mark by the person in that area.

125 What courts may hear action for infringement of registered
trade mark

(1) Anaction for an infringement of aregistered trade mark may be
brought in a prescribed court.

Note: For prescribed court see section 190.

(2) Subsection (1) does not prevent an action for infringement of a
registered trade mark from being brought in any other court that
has jurisdiction to hear the action.

126 What relief can be obtained from court

Therelief that a court may grant in an action for an infringement of
aregistered trade mark includes:
(& aninjunction, which may be granted subject to any condition
that the court thinksfit; and
(b) at the option of the plaintiff but subject to section 127,
damages or an account of profits.

127 Special case—plaintiff not entitled to damages etc.

If:

(a) inan action for the infringement of atrade mark registered in
respect of particular goods or services, the court finds that the
defendant has infringed the trade mark; and

(b) either:

(i) the defendant has applied to the court under subsection
92(3) for an order directing the Registrar to remove the
trade mark from the Register in respect of those goods
or services; or

(ii) the defendant has applied to the Registrar under
subsection 92(1) for the trade mark to be removed from
the Register in respect of those goods or services, and
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the matter has been referred to a court under section 94;
and
(c) the court finds that, because the trade mark has not during a
particular period (critical period) been used in good faith by
its registered owner in relation to those goods or services,
there are grounds (under subsection 92(4)) for so removing
the trade mark from the Register;

the court may not grant relief to the plaintiff by way of damages or
an account of profitsin respect of any infringement of the trade
mark that happened during the critical period.

128 Circumstancesin which action may not be brought

(1) If theregistration of atrade mark is renewed under section 79
within 6 months after it has expired, an action may not be brought
in respect of an act that:

(@) infringed the trade mark; and

(b) was done after the registration had expired and before it was
renewed.

(2) If theregistration of atrade mark is renewed under section 80G
within 10 months after the end of the prescribed period, an action
may not be brought in respect of an act that:

(@) infringed the trade mark; and

(b) was done after the end of the prescribed period and before
the registration was renewed.

(3) Insubsection (2):

prescribed period has the same meaning asin Division 3 of Part 7.

Note: For month see section 6.

129 Groundlessthreatsof legal proceedings

(1) If aperson threatensto bring an action against another person
(threatened person) on the ground that the threatened person has
infringed:

(a) aregistered trade mark; or
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)

©)

(4)

()

(b) atrade mark aleged by the person to be registered;
any person aggrieved by the threat (plaintiff) may bring an action
(either in a prescribed court or in any other court having
jurisdiction) against the person making the threat (defendant).

Note: For prescribed court see section 190.

The purpose of the action is to obtain from the court:

(a) adeclaration that the defendant has no grounds for making
the threat; and

(b) an injunction restraining the defendant from continuing to
make the threat.

The plaintiff may also recover any damages that he or she has
sustained because of the defendant’ s conduct.

The action may be brought whether or not the defendant is the
registered owner, or an authorised user, of the trade mark alleged
to have been infringed.

Note: For authorised user see section 8.

The court may not find in favour of the plaintiff if the defendant
satisfies the court that:

(@) thetrade mark isregistered; and

(b) the acts of the threatened person in respect of which the
defendant threatened to bring an action constitute an
infringement of the trade mark.

An action may not be brought, or (if brought) may not proceed,
under this section if the registered owner of the trade mark, or an
authorised user of the trade mark having power to bring an action
for infringement of the trade mark, with due diligence, begins and
pursues an action against the threatened person for infringement of
the trade mark.

Note: An authorised user of the trade mark may not have power to bring an
action for infringement of the trade mark because of the terms of the
agreement between the authorised user and the registered owner of the
trade mark (see section 26).

(6) This section does not make alawyer, registered trade marks

attorney or patent attorney liable to an action for an act donein a
professional capacity on behalf of aclient.

Note: For lawyer, registered trade marks attorney and patent attorney see
section 6.
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130 Counterclaim by defendant in action on groundlessthreats

If the defendant in an action brought under section 129 would be
entitled to bring against the plaintiff an action for infringement of
the registered trade mark (infringement action):

(a) the defendant may file in the court a counterclaim against the
plaintiff for any relief to which the defendant would be
entitled in the infringement action; and

(b) the provisions of this Act applicable to infringement actions
apply in relation to the counterclaim asif it were an
infringement action brought by the defendant against the
plaintiff.
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Part 13—Importation of goodsinfringing

Australian trade marks

131 Object of Part

The abject of this Part isto protect registered trade marks by
making provision allowing the Customs CEO to seize and deal
with goods that are imported into Australiaif the importation
infringes, or appears to infringe, aregistered trade mark.

Note: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.

132 Notice of objection to importation

(D

)

The registered owner of aregistered trade mark may give to the
Customs CEO a nhotice in writing objecting to the importation after
the date of the notice of goods that infringe the trade mark. The
notice isto be given together with any prescribed document.

If:

(a) theregistered owner of the registered trade mark has not

given anotice under subsection (1); or

(b) any notice given under subsection (1) is no longer in force;
an authorised user of the trade mark having power to give a notice
under subsection (1) may ask the registered owner to give such a
notice in respect of the trade mark.
Note 1: For authorised user see section 8.

Note2:  Anauthorised user of the trade mark may not have power to give a
notice under subsection (1) because of the terms of the agreement
between the authorised user and the registered owner of the trade
mark (see section 26).

(3) The authorised user may give the notice to the Customs CEO:

(a) at any time, with the consent of the registered owner; or

(b) during the prescribed period, if the registered owner refuses
to comply with the request on a particular occasion during
the prescribed period; or

(c) after the end of the prescribed period, if the registered owner
has failed to give such a notice during the prescribed period.
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The authorised user must give also to the Customs CEO, together
with the notice:
(d) any document prescribed for the purposes of subsection (1);
and
(e) any other prescribed document.

(4) A notice given by the registered owner of atrade mark remainsin
force for 4 years from the day on which the notice is given unless it
isrevoked, before the end of that period, by notice in writing given
to the Customs CEO by the person who is then the registered
owner of the trade mark.

(5) A notice given by an authorised user of the trade mark remainsin
forcefor 4 years unlessit is revoked, before the end of that period,
by natice in writing given to the Customs CEO:

(a) if the authorised user has power to revoke the notice—by the
authorised user; or
(b) inany other case—by the person who is then the registered
owner of the trade mark.
Note 1: For authorised user see section 8.

Note2:  Anauthorised user of atrade mark may not have power to revoke the
notice because of the terms of the agreement between the authorised
user and the registered owner of the trade mark (see section 26).

133 Customs CEO may seize goodsinfringing trade mark

(1) This section applies to goods manufactured outside Australia that:
(@) areimported into Australia; and

(b) are subject to the control of the Customs within the meaning
of the Customs Act 1901.

(2) If goods to which this section applies:

() have applied to them or in relation to them a sign that, in the
opinion of the Customs CEQ, is substantially identical with,
or deceptively similar to, a notified trade mark; and

(b) are goodsin respect of which the naotified trade mark is
registered;

the Customs CEO must seize the goods unless he or she is satisfied
that there are no reasonable grounds for believing that the notified
trade mark isinfringed by the importation of the goods.

Note 1: For applied to or in relation to goods see section 9.
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©)

(3A)

(3B)

(4)

)

Note 2: For deceptively similar see section 10.
Note 3: For notified trade mark see section 6.

Subject to subsection (3A), the Customs CEO may decide not to
seize the goods unless he or she has been given by the objector (or
by one or more of the objectors) a written undertaking acceptable
to the Customs CEO to repay to the Commonwealth the expenses
of seizing the goods.

Note: For objector see section 6.

The Customs CEO may decide not to seize the goods unless he or
she has been given by the objector (or one or more of the
objectors), instead of an undertaking, security in an amount that the
Customs CEO considers sufficient to repay to the Commonwealth
the expenses of seizing the goods if:

(@) an amount payable under an undertaking given by the
objector (or one or more of the objectors) in relation to other
goods has not been paid in accordance with the undertaking;
and

(b) the Customs CEO considersit reasonablein al the
circumstances to require the security.

An undertaking may be withdrawn or varied if the Customs CEO
consents in writing to awritten request from the objector or
objectorsto do so.

Goods seized under this section must be kept in a secure place as
directed by the Customs CEO.

In this section:

expenses of seizing goods means the expenses that may be
incurred by the Commonwealth if the goods were seized.

133A Deter minations about owner s of goods

The Customs CEO or an officer of Customs (within the meaning of
subsection 4(1) of the Customs Act 1901) may determine that a
person is the owner of goods for the purposes of paragraph (b) of
the definition of designated owner if the person is an owner
(within the meaning of that subsection) of the goods.

Note: For designated owner see section 6.
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134 Notice of seizure

The Customs CEO must, as soon as practicable:

(a) give (either personally or by post) to the designated owner of
any seized goods a notice in writing identifying the goods
and stating that they have been seized under section 133; and

(b) give (either personally or by post) to the objector, or to each
objector, anotice in writing:

(i) identifying the goods and stating that they have been

seized under section 133; and

(ii) giving the full name and address of the designated

owner of the goods and any information that the
Customs CEO has and that he or she believes, on
reasonable grounds, to be likely to help the objector to
identify the importer of the goods; and

(iii) stating that the goods will be released to the designated

owner unless the objector or one of the abjectors (as the
case requires) brings an action for infringement of the
notified trade mark in respect of the goods, and givesto
the Customs CEO notice in writing of the action, within
the period of 10 working days after he or she has been
given the notice or, if the Customs CEO extends that
period under subsection 137(1), within the extended
period.

For designated owner, objector, seized goods and notified trade mark
See section 6.

135 Forfeiture of goods

(1) The designated owner of any seized goods may, at any time before

)

an objector starts an action for infringement of a notified trade
mark in respect of the goods, consent to the goods being forfeited
to the Commonwealth by giving notice in writing to that effect to
the Customs CEO.

If the designated owner gives such a notice, the goods are forfeited
to the Commonwealth.

For designated owner, seized goods, objector and notified trade mark
see section 6.
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136 Release of goodsto owner—no action for infringement

(1) The Customs CEO must release the seized goods to their
designated owner if, within the action period, the objector has not,
or none of the objectors has:

(a) brought an action for infringement of the notified trade mark
in respect of the goods; and
(b) given to the Customs CEO natice in writing of the action.

Note 1: For seized goods, designated owner, objector and notified trade mark
See section 6.

Note 2: For action period see subsection (4).

(2) The Customs CEO must also release the seized goods to their
designated owner if:

() before the end of the action period, the objector or each of
the objectors has, by notice in writing to the Customs CEO,
consented to the release of the goods; and

(b) at that time:

(i) the objector has not, or none of the objectors has,
brought an action for infringement of the notified trade
mark in respect of the goods; or

(if) any action brought by an objector has been withdrawn.

Note 1: For seized goods, designated owner, objector and notified trade mark
see section 6.

Note 2: For action period see subsection (4).

(3) The Customs CEO may release the seized goods to their designated
owner at any time before the end of the action period if:

(a) the Customs CEO, having regard to information that has
come to his or her knowledge after the goods were seized, is
satisfied that there are no reasonable grounds for believing
that the notified trade mark has been infringed by the
importation of the goods; and

(b) the objector has not, or none of the objectors has, brought an
action for infringement of the notified trade mark in respect
of the goods.

Note 1: For seized goods, designated owner, objector and notified trade mark
See section 6.

Note 2: For action period see subsection (4).
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Note 3: In obtaining information for the purposes of this section, the Customs
CEO must comply with Principles 1, 2 and 3 in section 14 of the
Privacy Act 1988.

(4) Inthissection:

action period, in relation to seized goods, means:

() if thereisonly one objector to the importation of the goods—
the period within which the objector may bring an action for
infringement of the registered trade mark in respect of goods
under subsection 137(1); or

(b) if thereis more than one abjector to the importation of the
goods—the period beginning on the earliest day on which an
objector may bring an action for infringement of the
registered trade mark in respect of the goods under
subsection 137(1) and ending at the end of the last day on
which an objector may bring such an action under subsection
137(1).

Note: For objector see section 6.

137 Action for infringement of trade mark

(1) An objector may bring an action for infringement of a notified
trade mark in respect of seized goods and give notice of it to the
Customs CEO:

(a) if paragraph (b) does not apply—within the period (notified
period) of 10 working days specified in the notice givento
the objector in respect of the goods under section 134; or

(b) if:

(i) the objector has, before the end of the notified period,
applied in writing to the Customs CEO for an extension
of the notified period; and

(ii) the Customs CEO, being satisfied that in the
circumstances of the caseit isfair and reasonable to do
s0, has extended the notified period for a number of
working days not exceeding 10;

within that period as so extended by the Customs CEO.

Note: For objector, notified trade mark and seized goods see section 6.

(2) The court hearing the action:

(a8 may, on the application of a person, allow the person to be
joined as a defendant to the action; and
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(b) must alow the Customs CEO to appear and be heard.

(3) Inadditionto any relief that the court may grant apart from this
section, the court may:

(@) atany time, if it thinksit just, order that the seized goods be
released to their designated owner subject to the conditions
(if any) that the court considersfit to impose; or

(b) order that the seized goods be forfeited to the
Commonwealth.

Note: For seized goods and designated owner see section 6.

(4) If:
(a) the court decides that the trade mark was not infringed by the
importation of the goods; and

(b) the designated owner of the goods, or any other defendant,
satisfies the court that he or she has suffered loss or damage
because the goods were seized;

the court may order the objector to pay to the designated owner or
other defendant compensation, in the amount determined by the
court, for any part of that loss or damage that is attributable to any
period beginning on or after the day on which the action was
brought.

(5) If, after 20 working days from the day on which the action was
brought, thereis not in force at any time an order of the court
directed at the Customs CEO preventing the goods from being
released, the Customs CEO must release the goods to their
designated owner.

(6) If the court orders that the goods be released, the Customs CEO
must, subject to section 140, comply with the order.

138 Action for infringement by authorised user

If an authorised user of anotified trade mark is an objector in
relation to any seized goods, the authorised user may start an action
for the infringement of the trade mark in respect of the goods
within the required period without first ascertaining whether the
registered owner iswilling to bring the action.

Note 1: For notified trade mark, objector and seized goods see section 6.

Note 2: For authorised user see section 8.
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Note 3: Under paragraph 26(1)(b) an authorised user of atrade mark may
bring an action for infringement of the trade mark only if the
registered owner of the trade mark gives consent to the bringing of
such an action or refuses or failsto bring such an action.

139 Forfeited goods—how to be disposed of

If:

(a) goods are forfeited to the Commonweal th under section 135;
or

(b) the court orders under section 137 that goods be forfeited to
the Commonwealth;

the goods are to be disposed of as the Customs CEO directs.

140 Power of Customs CEO to retain control of goods

In spite of this Part, the Customs CEO:
(@) must not release, or dispose of, any seized goods; or
(b) must not take any action in relation to the goods to give
effect to any order of a court under section 137;
if the Customs CEO isrequired or allowed to retain control of the
goods under any other law of the Commonwealth.

Note: For seized goods see section 6.

141 Insufficient security

If security given under subsection 133(3A) by the objector or
objectors who gave notice under section 132 in respect of atrade
mark is not sufficient to meet the expenses incurred by the
Commonwealth as aresult of the action taken by the Customs CEO
under this Part because of the notice, the amount of the difference
between those expenses and the amount of security:

(a) isadebt due by the objector, or by the objectorsjointly or
each of them separately, to the Commonwealth; and

(b) may be recovered by an action taken in a court of competent
jurisdiction.

Note: For objector see section 6.
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141A Failureto comply with undertaking etc.

(1) If an amount payable under an undertaking in relation to goods
covered by anotice given under section 132 isnot paid in
accordance with the undertaking, the Customs CEO may decide
not to seize goods covered by the notice until the amount owing is
paid.

(2) Anamount not paid under an undertaking:

(a) isadebt due by the objector, or by the objectorsjointly or
each of them separately, to the Commonwealth; and

(b) may be recovered by an action taken in a court of competent
jurisdiction.
Note: For objector see section 6.

(3) If the amount paid under an undertaking in relation to goods
covered by a notice given under section 132 isin accordance with
the undertaking but is not sufficient to meet the expenses incurred
by the Commonweslth as aresult of the action taken by the
Customs CEO under this Part because of the notice, the amount of
the difference between those expenses and the amount paid:

(a) isadebt due by the objector, or by the objectors jointly or
each of them separately, to the Commonwealth; and

(b) may be recovered by an action taken in a court of competent
jurisdiction.

142 Commonwealth not liable for loss etc. suffered because of
seizure

The Commonwealth is not liable for any loss or damage suffered
by a person:
(a) because the Customs CEO seized, or failed to seize, goods
under this Part; or

(b) because of the release of any seized goods.

143 Power torequireinformation

Q) If:
(a) goodsthat may be seized under this Part are imported into
Australia; and
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(b) the Customs CEO, relying on information received, is
satisfied on reasonable grounds that the use of a trade mark
applied to or in relation to those goods is fraudul ent;

the Customs CEO may ask the importer of the goods or an agent of
the importer:

(c) to produce any document in his or her possession relating to
the goods; and

(d) to giveinformation about:

(i) the name and address of the person by whom the goods
were consigned to Australia; and

(if) the name and address of the person in Austraiato
whom the goods were consigned.
Note 1: For applied to in relation to goods see section 9.

Note 2: In obtaining information for the purposes of this subsection, the
Customs CEO must comply with Principles 1, 2 and 3 in section 14 of
the Privacy Act 1988.

(2) If theimporter or his or her agent fails to comply with the request
within the prescribed period, the importer or agent is guilty of an
offence punishable, on conviction, by imprisonment for a period
not exceeding 6 months.

Notel:  The Reader’s Guide givesinformation about penalties (see the
paragraphs under the subheading Crimes Act 1914).

Note 2: For month see section 6.

144 Modification in relation to Norfolk Island etc.

The regulations may provide for the modification or adaptation of
this Part in its application to:

(@) Norfolk Island; or
(b) Christmas Island; or
(c) Cocos (Keeling) Idands.

Trade Marks Act 1995 99



Part 14 Offences

Section 145

Part 14—Offences

145 Falsifying etc. aregistered trade mark

(1) A personisguilty of an offenceif the person falsifies or unlawfully
removes a trade mark that:

(a) has been applied to any goods that are being, or are to be,
dealt with or provided in the course of trade; or

(b) has been applied in relation to any goods or services that are
being, or areto be, dealt with or provided in the course of
trade;

knowing that the trade mark is registered or reckless of whether or
not the trade mark is registered.

Note 1: For applied to goods and applied in relation to goods or services see
section 9.

Note 2: For the penalty for this offence see section 149.
Note 3: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.
(2) A person falsifies aregistered trade mark if the person:

(a) altersor defacesit; or

(b) makes any addition to it; or

(c) partly removes, erases or obliteratesit;
without the permission of the registered owner, or an authorised
user, of the trade mark and without being required or authorised to
do so by this Act, adirection of the Registrar or an order of a court.
Note 1: For registered trade mark and registered owner see section 6.

Note 2: For authorised user see section 8.

(3) A person unlawfully removes aregistered trade mark if the person
wholly removes, erases or obliteratesit:

() without the permission of the registered owner, or an
authorised user, of the trade mark; and

(b) without being required or authorised to do so by thisAct, a
direction of the Registrar or an order of a court.

Note 1: For registered trade mark and registered owner see section 6.

Note 2: For authorised user see section 8.
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146 Falsely applying aregistered trade mark

(1) A personisquilty of an offenceif the person:

(a) falsely applies aregistered trade mark to goods that are
being, or areto be, dealt with or provided in the course of
trade; or

(b) fasely appliesaregistered trade mark in relation to goods or
services that are being, or are to be, dealt with or provided in
the course of trade;

knowing that the trade mark is registered or reckless of whether or
not the trade mark is registered.

Note 1: For registered trade mark see section 6.

Note 2: For the penalty for this offence see section 149.

Note 3: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.

(2) A person falsely applies aregistered trade mark to goods, or in
relation to goods or services if the person applies the trade mark or
asign substantialy identical with it to the goods or in relation to
the goods or services:

(a) without the permission of the registered owner, or of an
authorised user, of the trade mark; and
(b) without being required or authorised to do so by thisAct, a
direction of the Registrar or an order of a court.
Note 1: For registered trade mark and registered owner see section 6.

Note 2: For authorised user see section 8.

147 Manufacture and possession of die etc. for usein commission of
offence

(1) A personisguilty of an offence if the person makes a die, block,
machine or instrument:
() knowing that it islikely to be used for, or in the course of,
committing an offence against section 145 or 146; or
(b) reckless of whether or not it islikely to be used for, or in the
course of, committing an offence against section 145 or 146.

(2) A personisqguilty of an offence if the person draws, or programs a
computer or other device to draw, aregistered trade mark or part of
aregistered trade mark:
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©)

(4)

(8) knowing that the trade mark or part of the trade mark is likely
to be used for, or in the course of, committing an offence
against section 145 or 146; or

(b) reckless of whether or not the trade mark or part of atrade
mark is likely to be used for, or in the course of, committing
an offence against section 145 or 146.

A person is guilty of an offenceif intentionally the person hasin
his or her possession, or disposes of:

(a) adie, block, machine or instrument; or

(b) acomputer, or other device, programmed to draw a
registered trade mark or part of aregistered trade mark; or
(c) arepresentation of aregistered trade mark or of part of a
registered trade mark;
knowing that, or reckless of whether or not, the die, block,
machine, instrument, computer, device or representation islikely to
be used for, or in the course of, committing an offence against
section 145 or 146.

Note 1: For registered trade mark see section 6.

Note 2: For the penalty for an offence under this section see section 149.

For the purposes of an offence against subsection (1), (2) or (3),
strict liability appliesto the physical element of the offence, that
the offence referred to in paragraph (1)(a), (1)(b), (2)(a) or (2)(b)
or subsection (3) is an offence against section 145 or 146.

Note: For strict liability, see section 6.1 of the Criminal Code.

148 Selling etc. goods with false marks

A person is guilty of an offenceif the person intentionally:
(@) sellsgoods; or
(b) exposes goods for sale; or

(c) hasgoodsin hisor her possession for the purpose of trade or
manufacture; or

(d) imports goods into Australiafor the purpose of trade or
manufacture;

knowing that, or reckless of whether or not:

(e) afalsified registered trade mark is applied to them or in
relation to them; or
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(f) aregistered trade mark has been unlawfully removed from
them; or

(g) aregistered trade mark isfalsely applied to them or in
relation to them.

Note 1: For registered trade mark see section 6.
Note 2: For applied to or in relation to goods see section 9.
Note 3: For the penalty for this offence see section 149.

Note 4: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.

149 Penalty for offence under section 145, 146, 147 or 148

A person guilty of an offence under section 145, 146, 147 or 148 is
punishable on conviction by:

(a) afine not exceeding 500 penalty units; or
(b) imprisonment for a period not exceeding 2 years; or
(c) by both afine and aterm of imprisonment.

Note: The Reader’ s Guide gives information about penalties (see the
paragraphs under the subheading Crimes Act 1914.)

150 Aiding and abetting offences

(1) If aperson:
(a) aids, abets, counsels or procures; or
(b) isinany way, directly or indirectly, knowingly concernedin,
or party to;
the doing of an act outside Australiawhich, if it were donein

Australia, would be an offence against this Act, the person is taken
to have committed that offence and is punishable accordingly.

(2) Subsection (1) does not affect the operation of section 11.2 or
11.2A of the Criminal Code.

151 Falserepresentationsregarding trade marks

(1) A person must not make a representation to the effect that atrade
mark is aregistered trade mark unless the person knows, or has
reasonable grounds to believe, that the trade mark isregistered in
Australia.

Penalty: 60 penalty units.
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(2) A person must not make a representation to the effect that a part of

aregistered trade mark is registered as a trade mark unless the
person knows, or has reasonable grounds to believe, that that part
isregistered as atrade mark in Australia.

Penalty: 60 penalty units.

(3) A person must not make a representation to the effect that atrade

mark isregistered in respect of goods or services unless the person
knows, or has reasonable grounds to believe, that the trade mark is
registered in Australiain respect of those goods or services.

Penalty: 60 penalty units.

(4) A person must not make a representation to the effect that the

registration of atrade mark gives exclusive rights to use the trade
mark in circumstances in which, having regard to conditions or
limitations entered in the Register, the registration does not give
those rights unless the person has reasonable grounds to believe
that the registration does give those exclusive rights.

Penalty: 60 penalty units.
Note 1: For registered trade mark and limitations see section 6.

Note2:  The Reader’s Guide gives information about penalties (see the
paragraphs under the subheading Crimes Act 1914).

Note 3: In addition, the regulations may provide for the effect of a protected
international trade mark: see Part 17A.

(5) For the purposes of this section, the usein Australiain relation to a

trade mark:

(a) of theword registered; or

(b) of any other word or any symbol referring (either expressly
or by implication) to registration;

istaken to be a representation that the trade mark isregistered in
Australiain respect of the goods or servicesin relation to which it
isused except if the trade mark is registered in a country other than
Australiain respect of those goods or services and:

(c) theword or symbol by itself indicates that the trade mark is
registered in that other country or in a country outside
Austraia; or

(d) theword or symbol is used, together with other words or
symbols of the same or a bigger size, to indicate that the
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trade mark is registered in that other country or in a country
outside Australia; or

(e) theword or symbol is used in relation to goods that are to be
exported to that country.

Note: For use of atrade mark in relation to goods or services see
subsections 7(4) and (5).

152 Falseentriesin Register etc.

A person must not intentionally:
(&) make afalse entry in the Register; or
(b) cause afase entry to be made in the Register; or

(c) tender in evidence a document that falsely purportsto be a
copy of, or an extract from, an entry in the Register or a
document in the Trade Marks Office.

Penalty: Imprisonment for 2 years.

Note: The Reader’ s Guide gives information about penalties (see the
paragraphs under the subheading Crimes Act 1914).

153 Disobeying summons etc.

(1) A person:
(8 who has been summonsed to appear as a witness before the
Registrar; and
(b) to whom areasonable sum has been tendered in payment for
expenses;
must not fail to appear in answer to the summons.

Penalty: 10 penalty units.

(2) A person:
(a) who has been required by the Registrar to produce a
document or any other thing; and
(b) to whom areasonable sum has been tendered in payment for
expenses;
must not fail to produce the document or thing.

Penalty: 10 penalty units.

(2A) Subsections (1) and (2) do not apply if the person has a reasonable
excuse.

Trade Marks Act 1995 105



Part 14 Offences

Section 154

Note: A defendant bears an evidential burden in relation to the matter in
subsection (2A), see subsection 13.3(3) of the Criminal Code.
(3) An offence under this section is an offence of strict liahility.

Notel:  The Reader's Guide givesinformation about penalties (see the
paragraphs under the subheading Crimes Act 1914).

Note 2: For strict liability, see section 6.1 of the Criminal Code.

154 Refusing to give evidence etc.

(1) A person appearing before the Registrar as a witness must not:
(@) refuseto be sworn or to make an affirmation; or

(b) refuse to answer questions that he or sheislawfully required
to answer; or

(c) fail to produce any document or thing that he or sheis
lawfully required to produce.

Penalty: 10 penalty units.
(1A) Subsection (1) does not apply if the person has areasonable
excuse.

Note: A defendant bears an evidential burden in relation to the matter in
subsection (1A), see subsection 13.3(3) of the Criminal Code.

(2) An offence under this section is an offence of strict liability.

Notel:  The Reader’s Guide givesinformation about penalties (see the
paragraphs under the subheading Crimes Act 1914).

Note 2: For strict liability, see section 6.1 of the Criminal Code.

156 Unregistered persons

(1) A person must not describe himself or herself, or hold himself or
herself out, or permit himself or herself to be described or held out,
as atrade marks attorney unless the person is aregistered trade
marks attorney.

Penalty: 30 penalty units.

Notel:  The Reader’s Guide givesinformation about penalties (see the
paragraphs under the subheading Crimes Act 1914).

Note 2: For registered trade marks attorney, see section 6.

(2) A person must not describe himself or herself, or hold himself or
herself out, or permit himself or herself to be described or held out,
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as atrade marks agent unless the person is aregistered trade marks
attorney or a patent attorney or alawyer or aperson referred to in
paragraph 135(1)(h) or (i) of the repealed Act.

Penalty:
Note 1:

Note 2:

Note 4:

@3) If:

30 penalty units.

The Reader’ s Guide gives information about penalties (see the
paragraphs under the subheading Crimes Act 1914).

For lawyer, registered trade marks attorney and patent attorney see

section 6.

Paragraphs 135(1)(h) and (i) of the repealed Act provided as follows:

“(h) aperson who, within 1 year after the commencement of
this Act, has satisfied the Registrar that, for a continuous
period of 2 yearsimmediately before 1 January 1955, he
was practising as a trade marks agent in Australia; or

a person who:

0]

0]

(i)

within 1 year after the commencement of this Act,
has satisfied the Registrar that, for a continuous
period of 2 yearsimmediately before 1 January
1955, he was employed by aregistered patent
attorney in Australiaand his duties related solely or
principally to the lodging, prosecuting and opposing
of applications for the registration of trade marks;
and

unless the Registrar otherwise directs, has, within 1
year after the commencement of this Act or within
such further time as the Registrar allows, passed the
prescribed examination.”.

Subsection 135(2) of the repealed Act provided as follows:

“(2) For the purposes of paragraph (h) of the last preceding
subsection, a person shall not be deemed to have practised as a
trade marks agent unless the only or the principal business
carried on by him was the business of lodging, prosecuting and
opposing, for gain, applications for the registration of trade
marks in Australia on behalf of applicants or opponents.”.

() abody corporateisfound guilty of an offence against this

section; and

(b) adirector, manager, secretary or other officer of the body
corporate has been a party to the offence;
the director, manager, secretary or officer is guilty of an offence
punishable, on conviction, by afine not exceeding 30 penalty units.

(4) In spite of section 15B of the Crimes Act 1914, a prosecution for an
offence against this section may be started at any time within 5
years after the offence was committed.
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(6) An offence under this section is an offence of strict liability.
Note: For strict liability, see section 6.1 of the Criminal Code.

157 Falserepresentation about Trade Marks Office

(1) A person:
(d) must not:
(i) place, or dlow to be placed, on the building in which
his or her office is situated; or
(ii) use when advertising his or her office or business; or
(iii) place on adocument, as a description of his or her office
or business;
the words “ Trade Marks Office” or “Office for registering
trade marks’, or words of similar import (whether alone or
together with other words); or
(b) must not use in any other way, in connection with his or her
business, words that would reasonably lead other persons to
believe that his or her officeis, or is officially connected
with, the Trade Marks Office.

Penalty: 30 penalty units.

(2) An offence under this section is an offence of strict liability.

Notel:  The Reader’s Guide givesinformation about penalties (see the
paragraphs under the subheading Crimes Act 1914).

Note 2: For strict liability, see section 6.1 of the Criminal Code.

159 Forfeiture ordersunder the proceeds of crime legislation

(1) If aperson ather than the Director of Public Prosecutions has
instituted proceedings for the prosecution of another person in
respect of an indictable offence against this Part, the forfeiture
order provisions apply asif areferencein those provisions to the
Director of Public Prosecutions includes a reference to the person
who has ingtituted the proceedings.

(2) Inthissection:

forfeiture order provisions means:
(@) Division 1 of Part 1l of the Proceeds of Crime Act 1987, to
the extent to which that Division relates to forfeiture orders;
and

108 Trade Marks Act 1995



Offences Part 14

Section 160

(b) Division 2 of Part Il of the Proceeds of Crime Act 1987; and
(c) Part 2-2 of the Proceeds of Crime Act 2002; and
(d) Part 2-3 of the Proceeds of Crime Act 2002.

160 Conduct of employees and agents of natural persons

(1) This section applies for the purposes of a prosecution for:

(4)

)

(6)

(7)

(8 an offence under this Act; or

(b) an offence under section 6 of the Crimes Act 1914 that relates
to this Act; or

(c) an offence against section 11.1, 11.4 or 11.5 of the Criminal
Code that relates to this Act.

Note: For provisions relating to proof of offences by bodies corporate, see
Part 2.5 of the Criminal Code.

If it is necessary to prove the state of mind of anindividual in
relation to particular conduct, it is enough to show:

(a) that the conduct was engaged in by a servant or agent of the
individual within the scope of his or her actual or apparent
authority; and

(b) that the servant or agent had the state of mind.

Any conduct engaged in on behalf of an individual by a servant or
agent of the individual within the scope of his or her actual or
apparent authority is taken to have been engaged in aso by the
individual, unless the individual establishes that he or she took
reasonabl e precautions and exercised due diligence to avoid the
conduct.

If:

(@ anindividual is convicted of an offence under this Act; and

(b) theindividual would not have been convicted of the offence
if subsections (4) and (5) had not been enacted,;

the individual is not liable to be punished by imprisonment for that
offence.

In this section:

engagein conduct includes fail or refuse to engage in conduct.
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state of mind, in relation to a person, includes:
(a) the person’s knowledge, intention, opinion, belief or purpose;
and

(b) the person’sreasons for the intention, opinion, belief or
purpose.
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Part 15—Collective trade marks

161 Object of Part

This Part:
(a) defines acollective trade mark; and

(b) providesto what extent, and subject to what modifications or
additions, the provisions of this Act relating to trade marks
apply to collective trade marks.

162 What isa collective trade mark?

A collective trade mark is asign used, or intended to be used, in
relation to goods or services dealt with or provided in the course of
trade by members of an association to distinguish those goods or
services from goods or services so dealt with or provided by
persons who are not members of the association.

163 Application of Act

(1) Subject to this Part, the provisions of this Act relating to trade
marks (other than Part 10—Assignment and Transmission of Trade
Marks) apply to collective trade marks and so apply asif:

(a) areferenceto atrade mark included areferenceto a
collective trade mark; and

(b) areference to a person doing something for the registration
of atrade mark included areference to an association doing
that thing for the registration of the collective trade mark; and

(c) areferenceto atrade mark registered by a person included a
reference to a collective trade mark registered by an
association.

(2) For the purposes of this Act:

(a) the use of acollective trade mark by a member of the
association that is the applicant for the registration of the
collective trade mark istaken to be a use of the collective
trade mark by the applicant; and

(b) theuse of aregistered collective trade mark by a member of
the association that is the registered owner of the collective
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trade mark is taken to be a use of the collective trade mark by
the registered owner.

(3) Section 41 (trade mark not distinguishing applicant’ s goods or
services) appliesin relation to a collective trade mark asif a
reference to the applicant were a reference to the members of the
association that applied for registration of the collective trade
mark.

164 Application for registration

An application for the registration of a collective trade mark must
be made by the association to which the mark belongs.

165 Limitation on rights given by registered collective trade mark

A member of an association in whose name a collective trade mark
isregistered does not have the right to prevent another member of
the association from using the collective trade mark in accordance
with the rules of the association (if any).

166 Assignment etc. of collective trade mark

A collective trade mark may not be assigned or transmitted.

167 Infringement of collective trade mark

In an action by an association in whose name a collective trade
mark is registered seeking relief for infringement of the collective
trade mark, the association may take into account, in claiming
damages, any damage or loss of profits sustained or incurred by the
members of the association as aresult of the infringement.
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Part 16—Certification trade marks

168 Object of Part

This Part:
(a) defines a certification trade mark; and
(b) providesto what extent, and subject to what modifications or
additions, the provisions of this Act relating to trade marks
apply to certification trade marks; and
(c) outlinesthe role of the Commission in the regulation of
certification trade marks.

169 What isa certification trade mark?

A certification trade mark isasign used, or intended to be used, to
distinguish goods or services:
(a) dedt with or provided in the course of trade; and
(b) certified by aperson (owner of the certification trade mark),
or by another person approved by that person, in relation to
quality, accuracy or some other characteristic, including (in
the case of goods) origin, material or mode of manufacture;

from other goods or services dealt with or provided in the course of
trade but not so certified.
Note: The goods or services certified may be those of any person, including

the owner of the certification trade mark or any person approved by
the owner for the purpose of certifying goods or services.

170 Application of Act

Subject to this Part, the provisions of this Act relating to trade
marks (other than sections 8 and 26, paragraph 27(1)(b),

sections 33, 34 and 41, sections 121 and 127, Part 9—Removal of
trade mark from Register for non-use and Part 17—Defensive
Trade Marks) apply to certification trade marks and so apply asif a
reference to atrade mark included areference to a certification
trade mark.
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171 Rightsgiven by registration of a certification trade mark

‘(D

Section 20 appliesin relation to a certification trade mark as if
subsection (1) were omitted and the following subsection were
substituted:

If acertification trade mark isregistered, the registered owner has,
subject to this Part, the exclusive rights to use, and to allow other
persons to use, the certification trade mark, in relation to the goods
and/or servicesin respect of which the certification trade mark is
registered. The registered owner may, however, use the
certification trade mark only in accordance with the rules
governing the use of the certification trade mark.

Note: For the rules governing the use of the certification trade mark see
section 173.”.

172 Rights of personsallowed to use certification trade mark

When the registered owner of aregistered certification trade mark
allows another person (approved user) to use the certification trade
mark in relation to goods or services in respect of whichitis
registered, the approved user has aright to use the certification
trade mark in relation to those goods or services in accordance with
the rules governing the use of the certification trade mark.

Note 1: For registered owner see section 6.

Note 2: For the rules governing the use of the certification trade mark see
section 173.

173 Rulesgoverning the use of certification trade marks

(1)

)

A person who hasfiled an application for the registration of a
certification trade mark must, in accordance with the regulations,
file a copy of the rules governing the use of the certification trade
mark. The copy of the rulesisto be filed in addition to any
document prescribed under subsection 27(2).

Note: For file see section 6.

The rules must specify:

(a) the requirements (the certification requirements) that goods
and/or services must meet for the certification trade mark to
be applied to them; and
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(b) the process for determining whether goods and/or services
meet the certification requirements; and

(c) the attributes that a person must have to become a person (an
approved certifier) approved to assess whether goods and/or
services meet the certification requirements; and

(d) therequirementsthat a person, who is the owner of the
certification trade mark or an approved user, must meet to
use the certification trade mark in relation to goods and/or
services, and

(e) the other requirements about the use of the certification trade
mark by a person who is the owner of the certification trade
mark or an approved user; and

(f) the procedure for resolving a dispute about whether goods
and/or services meet the certification requirements; and

(g) the procedure for resolving a dispute about any other issue
relating to the certification trade mark.

(3) Therules must also include any other matter the Commission
requires to be included.

(4) Therules may aso include any other matter the Commission
permits to be included.

174 Registrar to send documentsto Commission

The Registrar must send the prescribed documents relating to the
application to the Commission in accordance with the regulations.

175 Certificate by Commission

(1) The Commission must consider the application and any documents
received under section 174 in accordance with the regulations.

(2) If the Commission is satisfied that:

(a) the attributes a person must have to become an approved
certifier are sufficient to enable the person to assess
competently whether goods and/or services meet the
certification requirements; and

(b) therulesreferred toin section 173:

(i) would not be to the detriment of the public; and
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(ii) are satisfactory having regard to the criteria prescribed
for the purposes of this paragraph;
the Commission must give acertificate to that effect and send a
copy to the Registrar. The Commission must also send a certified
copy of the rules to the Registrar.

Note 1: For applicant see section 6.
Note 2: For approved certifier see paragraph 173(2)(c).
Note 3: For certification requirements see paragraph 173(2)(a).

(3) The Commission may require the applicant to make amendments
or modifications to the rules as the Commission considers
necessary.

(4) If the Commission is not satisfied as set out in subsection (2):

(8 the Commission must notify the applicant and the Registrar,
inwriting, of its decision not to give a certificate; and

(b) the Registrar must advertise the matter in the Official Journal
in accordance with the regulations.

(5) An application may be made to the Administrative Appeals
Tribunal for the review of a decision of the Commission refusing
to give a certificate.

176 Acceptance or rejection of application

(1) The Registrar must accept the application if:
(a) the application is made in accordance with this Act; and
(b) there are no grounds for rejecting the application; and
(c) the Commission has given a certificate under subsection
175(2).
Otherwise the Registrar must reject the application.
(1A) However, the Registrar must give the applicant an opportunity to

be heard before rejecting the application solely because one or both
of the conditionsin paragraphs (1)(@) and (b) are not met.

(2) The Registrar may accept the application subject to conditions or
limitations.

Note: For limitations see section 6.
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(3) The Registrar must:

(a) giveto the applicant notice in writing of hisor her decision;
and

(b) advertise the decision in the Official Journal.

177 Additional ground for rejecting an application or opposing
registration—certification trade mark not distinguishing
certified goods or services

(1) Inaddition to any other ground on which:

(@) an application for the registration of a certification trade
mark may be rejected; or
(b) theregistration of a certification trade mark may be opposed,;
the application must be rejected or the registration may be opposed
if the trade mark is not capable of distinguishing goods or services

certified by the applicant or an approved certifier from goods or
services not so certified.

Note 1: For applicant see section 6.
Note 2: For approved certifier see paragraph 173(2)(c).

Note 3: Division 2 of Part 4 sets out the main grounds for rejecting an
application, but section 41 does not apply to certification trade marks
(see section 170).

(2) Indeciding whether or not the certification trade mark is capable of
so distinguishing goods or services certified by the applicant or an
approved certifier, the Registrar must take into account:

(a) the extent to which the certification trade mark isinherently
adapted so to distinguish those goods or services; or

(b) the extent to which, because of its use or of any other
circumstances, the certification trade mark has become
adapted so to distinguish those goods or services.

178 Variation of rules

(1) Subject to subsection (2), the rules governing the use of a
registered certification trade mark may be varied in accordance
with the regulations.

(2) Therules may not be varied without the approval of the
Commission.
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(3) Before deciding to approve avariation, the Commission must be
satisfied that the rules as varied:

(@) would not be to the detriment of the public; and

(b) are satisfactory having regard to the criteria prescribed for
the purposes of paragraph 175(2)(b).

(4) The Commission must notify, in accordance with the regulations, a
decision to approve a variation or not to approve a variation.

(5) An application may be made to the Administrative Appeals
Tribunal for the review of a decision of the Commission to approve
or not to approve a variation of the rules.

179 Registrar must publish rules

The Registrar must publish, in accordance with the regulations,
rules governing the use of a certification trade mark.

180 Assignment of registered certification trade mark

(1) A registered certification trade mark may be assigned only with the
consent of the Commission.

(2) An application to the Commission for its consent to the assignment
of aregistered certification trade mark must be in accordance with
the regulations.

(3) Indeciding whether or not to give its consent, the Commission
must have regard to the matters provided for under the regulations.

(4) An application may be made to the Administrative Appeals
Tribunal for the review of adecision of the Commission refusing
to give its consent.

180A Assignment of unregistered certification trade mark

Q) If:
(a) an application has been made for the registration of a
certification trade mark; and
(b) acopy of the application has been sent to the Commission,
but the certification trade mark has not been registered;
the certification trade mark may be assigned only with the consent
of the Commission.
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(2) An application to the Commission for its consent to the assignment
of acertification trade mark must be in accordance with the
regulations.

(3) Indeciding whether or not to give its consent, the Commission
must have regard to the matters provided for under the regulations.

(4) An application may be made to the Administrative Appeals
Tribunal for the review of a decision of the Commission refusing
to giveits consent.

181 Rectification of the Register by order of court

(2) Inaddition to its powers under Division 2 of Part 8 in relation to
certification trade marks, a prescribed court may, on the
application of a person aggrieved, order that the Register be
rectified by cancelling the registration of a certification trade mark,
or removing or amending an entry in the Register relating to the
certification trade mark, on the ground that:

(a) theregistered owner or an approved certifier is no longer
competent to certify any of the goods and/or servicesin
respect of which the mark is registered; or

(b) therules governing the use of the certification trade mark are
detrimental to the public; or

(c) theregistered owner or an approved user has failed to comply
with a provision of the rules governing the use of the
certification trade mark.

Note 1: For prescribed court see section 190.
Note 2: For approved certifier see paragraph 173(2)(c).
Note 3: For approved user see section 172.

(3) Notice of an application to the prescribed court must be given to
the Registrar and to the Commission.

(4) Except for casesin which the court directs the Registrar to appear,
the Registrar may appear before the court and be heard at his or her
discretion.

(5) Except for casesin which the court directs the Commission to
appear, a delegate of the Commission may appear before the court
and be heard at his or her discretion.
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(6) A copy of any order made by the court under this section must be
given to the Registrar and the Registrar must comply with the
order.

182 Variation of rules by order of court

(1) A prescribed court may, on the application of a person aggrieved,
make such orders asit thinksfit for varying the rules governing the
use of a certification trade mark.

Note: For prescribed court see section 190.

(2) Notice of an application to the prescribed court must be given to
the Commission.

(3) Except for casesin which the court directs the Commission to
appear, a delegate of the Commission may appear before the court
and be heard at his or her discretion.

(4) A copy of any order made by the court under this section must be
given to the Commission.

(5) If the court orders that the rules are to be varied, the registered
owner of the certification trade mark must give to the Registrar a
copy of therules as varied that is certified by the Commission to be
atrue copy.

183 Delegation of Commission’s power s and functions

The Commission may, by resolution, delegate al or any of its
powers and functions under this Part to a member of the
Commission.

Note: See section 34AB of the Acts Interpretation Act 1901 about the effect
of this section.
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Part 17—Defensive trade marks

184 Object of Part

This Part:
(a) providesfor the registration of certain trade marks as
defensive trade marks; and
(b) providesto what extent, and subject to what modifications or
additions, the provisions of this Act relating to trade marks
apply to defensive trade marks.

185 Defensivetrade marks

(D

)

©)

(4)

If, because of the extent to which aregistered trade mark has been
used in relation to all or any of the goods or servicesin respect of
which it isregistered, it islikely that its use in relation to other
goods or services will be taken to indicate that there is a connection
between those other goods or services and the registered owner of
the trade mark, the trade mark may, on the application of the
registered owner, be registered as adefensive trade mark in

respect of any or all of those other goods or services.

Note: For registered trade mark and registered owner see section 6.

A trade mark may be registered as a defensive trade mark in
respect of particular goods or services even if the registered owner
does not use or intend to use the trade mark in relation to those
goods or services.

A trade mark may be registered as a defensive trade mark in
respect of particular goods or services even if it is already
registered otherwise than as a defensive trade mark in the name of
the applicant in respect of those goods or services.

A trade mark that isregistered as a defensive trade mark in respect
of particular goods or services may be subsequently registered
otherwise than as a defensive trade mark in the name of the
registered owner in respect of the same goods or services.
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186 Application of Act

Subject to this Part, the provisions of this Act (other than
subsection 20(1), paragraph 27(1)(b), sections 41 and 59,
sections 121 and 127, Part 9—Removal of trade mark from
Register for non-use and Part 16—Certification Trade Marks)
apply to defensive trade marks and so apply asif areferenceto a
trade mark included a reference to a defensive trade mark.

187 Additional groundsfor rejecting application for registration or
opposing registration

In addition to any other ground on which:

(8 an application for the registration of atrade mark as a
defensive trade mark may be rejected; or

(b) theregistration of atrade mark as a defensive trade mark
may be opposed;
the application must be rejected or the registration may be
opposed:
(c) if thetrade mark is not registered as atrade mark in the name
of the applicant; or
(d) inthe case of aregistered trade mark—if it isnot likely that
the use of the trade mark in relation to the goods or services
in respect of which its registration as a defensive trade mark
is sought will be taken to indicate that there is a connection
between those goods or services and the registered owner.
Note: Division 2 of Part 4 sets out the main grounds for rejecting an
application but section 41 does not apply to defensive trade marks (see

section 186). Division 2 of Part 5 sets out the main grounds for
opposing registration.

189 Cancellation of registration by Registrar

The Registrar may cancel the registration of atrade mark asa
defensive trade mark if the trade mark is not otherwise registered
in the name of the registered owner of the defensive trade mark.
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Part 17A—Protected inter national trade marks
under the Madrid Protocol

189A Regulationsimplementing the Madrid Protocol

(1) Theregulations may provide for such matters as are necessary to
enable the performance of the obligations of Australia, or to obtain
for Australia any advantage or benefit, under the Madrid Protocol.

(2) In particular (but without limiting subsection (1)), the regulations
may deal with the following matters:

(a) the procedure for dealing with applications for international
registration of trade marks that are to be filed with the
International Bureau through the intermediary of the Trade
Marks Office;

(b) the procedure for dealing with regquests to extend to Australia
the protection resulting from international registration of
trade marks;

(c) the protection given to protected international trade marksin
Austraia

(d) the circumstances in which such protection ceases and the
procedures to be followed in cases of cessation;

(e) the cancellation of aninternational registration at Australia’s
reguest, as contemplated by Article 6 of the Madrid Protocol;

(f) the effect of cancelling an international registration.

(3) Regulations made for the purposes of this section:
(&) may beinconsistent with this Act; and

(b) prevail over this Act (including any other regulations or other
instruments made under this Act), to the extent of any
inconsistency.

(4) Inthissection:

I nternational Bureau means the International Bureau of the World
Intellectual Property Organization.

international registration of atrade mark means registration of the
mark in the register of the International BureaL.
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Madrid Protocol means the Protocol Relating to the Madrid
Agreement concerning the International Registration of Marks, as
signed at Madrid on 28 June 1989.

Protected international trade mark means atrade mark to which
protection resulting from international registration of the mark is
extended in Australiain accordance with the regulations.
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Part 18—Jurisdiction and power s of courts

190 Prescribed courts

Each of the following courts is a prescribed court for the purposes
of thisAct:

(a) the Federal Court;

(b) the Supreme Court of a State;

(c) the Supreme Court of the Australian Capital Territory;
(d) the Supreme Court of the Northern Territory;

(e) the Supreme Court of Norfolk Island.

191 Jurisdiction of the Federal Court

(1) The Federal Court has jurisdiction with respect to matters arising
under this Act.

(2) Thejurisdiction of the Federal Court to hear and determine appeals
against decisions, directions or orders of the Registrar is exclusive
of the jurisdiction of any other court except the jurisdiction of the
High Court under section 75 of the Constitution.

(3) A prosecution for an offence against this Act may not be started in
the Federal Court.

192 Jurisdiction of other prescribed courts

(1) Each prescribed court (other than the Federal Court) has
jurisdiction with respect to mattersin respect of which an action or
proceeding may, under this Act, be started in a prescribed court.

Note: For prescribed court see section 190.

(2) Thejurisdiction conferred by subsection (1) on the Supreme Court
of aTerritory is conferred to the extent that the Constitution
permitsin the case of:

(&) an action for the infringement of a trade mark; or
(b) an action under section 129; or

(c) amatter arising under this Act that may be heard and
determined in the course of such an action.
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(3) Inany other case, the jurisdiction is conferred only in relation to an
action or proceeding brought by a natural person who isresident in
the Territory, or a corporation that has its principal place of
businessin the Territory, when the action or proceeding is started.

193 Exercise of jurisdiction

The jurisdiction of a prescribed court under section 191 or 192 isto
be exercised by asingle judge.

Note: For prescribed court see section 190.

194 Transfer of proceedings

(1) A prescribed court in which an action or proceeding under this Act
has been started may, on the application of a party made at any
stage, by an order, transfer the action or proceeding to another
prescribed court having jurisdiction to hear and determine the
action or proceeding.

Note: For prescribed court see section 190.

(2) When acourt transfers an action or proceeding to another court:

(a) al relevant documents of record filed in the transferring
court must be sent to the other court by the Registrar or other
appropriate officer of the transferring court; and

(b) the action or proceeding must continue in the other court as
if:

(i) it had been started there; and

(ii) al stepstaken in the transferring court had been takenin
the other court.

195 Appeals

(1) Anappeal liesto the Federal Court against ajudgment or order of:

(a) another prescribed court exercising jurisdiction under this
Act; or

(b) any other court in an action under Part 12.
Note: For prescribed court see section 190.
(2) Except with the leave of the Federal Court, an appeal does not lie

to the Full Court of the Federal Court against ajudgment or order
of asingle judge of the Federal Court in the exercise of its

126 Trade Marks Act 1995



Jurisdiction and powers of courts Part 18

Section 196

jurisdiction to hear and determine appeals from decisions or
directions of the Registrar.

(3) With the special leave of the High Court, an appeal lies to the High
Court against a judgment or order referred to in subsection (1).

(4) Except as otherwise provided by this section, an appeal does not lie
against a judgment or order referred to in subsection (1).

196 Registrar may appear in appeals

The Registrar may appear and be heard at the hearing of an apped
to the Federal Court against a decision or direction of the Registrar.

197 Powersof Federal Court

On hearing an appeal against a decision or direction of the
Registrar, the Federal Court may do any one or more of the
following:

(@) admit evidence orally, or on affidavit or otherwise;

(b) permit the examination and cross-examination of witnesses,
including witnesses who gave evidence before the Registrar;

(c) order anissue of fact to betried asit directs;
(dy affirm, reverse or vary the Registrar’ s decision or direction;

(e) giveany judgment, or make any order, that, in all the
circumstances, it thinksfit;

(f) order aparty to pay costs to another party.

198 Practice and procedure of prescribed courts

The regulations may make provision about the practice and
procedure of prescribed courts in an action or proceeding under
this Act, including provision:

() prescribing the time for starting the action or proceeding or
for doing any other act or thing; or

(b) for an extension of that time.

Note: For prescribed court see section 190.

Trade Marks Act 1995 127



Part 19 Administration

Section 199

Part 19—Administration

199 Trade Marks Office and sub-offices

(1) For the purposes of this Act, thereisto be an office called the
Trade Marks Office.

(2) Thereisto be asub-office of the Trade Marks Officein each State.

200 Seal of Trade Marks Office

Thereisto be aseal of the Trade Marks Office and impressions of
the seal must be judicially noticed.

201 Registrar of Trade Marks
(1) Thereisto be aRegistrar of Trade Marks.

(2) The Registrar has the powers and functions that are given to him or
her under this Act or any other Act (including regulations under
that Act).

202 Registrar’spowers

The Registrar may, for the purposes of this Act:

(8 summon witnesses; and

(b) receive written or oral evidence on oath or affirmation; and

(c) require the production of documents or articles; and

(d) award costs against a party to proceedings brought before the
Registrar; and

(e) natify, as he or she considersfit, any person of any matter
that, in his or her opinion, should be brought to the person’s
notice.

Note: For the awarding of costs see section 221.
203 Exercise of power by Registrar

The Registrar may not exercise a power under this Act in any way
that adversely affects a person applying for the exercise of that
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power without first giving that person a reasonable opportunity of
being heard.

204 Registrar to act assoon as practicable

If:

() the Registrar isrequired under this Act to do any act or thing;
and

(b) notime or period is provided within which the act or thing is
to be done;

the Registrar isto do the act or thing as soon as practicable.

205 Deputy Registrar of Trade Marks
(1) Thereisto be at least one Deputy Registrar of Trade Marks.

(2) Subject to any direction by the Registrar, a Deputy Registrar has all
the powers and functions of the Registrar, except the powers of
delegation under section 206.

(3) A power or function of the Registrar, when exercised by a Deputy
Registrar, is taken to have been exercised by the Registrar.

(4) The exercise of apower or function of the Registrar by a Deputy
Registrar does not prevent the exercise of the power or function by
the Registrar.

(5) If the exercise of apower or function by the Registrar is dependent
on the opinion, belief or state of mind of the Registrar in relation to
amatter, that power or function may be exercised by a Deputy

Registrar on his or her opinion, belief or state of mind in relation to
that matter.

(6) If the operation of a provision of this Act or another Actis
dependent on the opinion, belief or state of mind of the Registrar in
relation to a matter, that provision may operate on the opinion,
belief or state of mind of a Deputy Registrar in relation to that
matter.
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206 Delegation of Registrar’s powersand functions

(1) The Registrar may by signed instrument delegate all or any of his
or her powers or to a prescribed employee, or employeesin a
prescribed class.

Note 1: For employee see section 6.

Note 2: See section 34AB of the Acts Interpretation Act 1901 about the effect
of this subsection.

(2) A delegate must, if so required by the instrument of delegation,
exercise or perform a delegated power or function under the
direction or supervision of:

(a) the Registrar; or
(b) aperson specified in the instrument, being a person referred
to in subsection (1).
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Part 20—The Register and official documents

207 TheRegister
(1) A Register of Trade Marksisto be kept at the Trade Marks Office.

(2) The Registrar must enter in the Register in accordance with this
Act:

(a) al particulars of registered trade marks, certification trade
marks and defensive trade marks, and all other matters, that
were on the old register when the repealed Act was repealed,
with the exception of particulars and other matters relating to
registered users of trade marks; and

Note 1: For old register see section 6.

Note 2: See subsection (3) for entries relating to associated trade marks.
(b) particulars of trade marks, certification trade marks,
collective trade marks and defensive trade marks, and all
other matters, that are required to be registered under this
Act; and
(c) other prescribed matters.

(3) If 2 or more trade marks were entered as associated trade marksin
the old register, no equivalent entry designating them as associated
trade marksis to be made in the Register.

Note: For old register see section 6.

(4) All particulars entered in the Register under paragraph (2)(a) are
taken to have been so entered on 1 January 1996.

208 Register may be kept on computer
(1) The Register may be kept in whole or in part by using a computer.

(2) Any record of aparticular or other matter made by using a
computer for the purpose of keeping the Register istaken to be an
entry in the Register.
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209 Inspection of Register

(1) The Register must be available at the Trade Marks Office for
inspection by any person during the hours when the Office is open
for business.

(2) If the Register, or any part of the Register, is kept by using a
computer, subsection (1) is satisfied if a person who wants to
inspect the Register or that part of the Register is given accessto a
computer terminal from which he or she can read on a screen, or
obtain a printed copy of, the particulars or other matters recorded
in the Register or that part of the Register.

210 Evidence—the Register

(1) The Register is prima facie evidence of any particular or other
matter entered in it.

Note: See section 116 about records of claims to interests and rights made
under Part 11.

(2) A copy of, or an extract from, the Register that is certified by the
Registrar to be atrue record or extract is admissible in any
proceedings asif it were the original.

(3) If the Register or a part of the Register is kept by using a computer,
adocument certified by the Registrar as reproducing in writing a
computer record of al or any of the particulars comprised in the
Register or in that part of the Register is admissiblein any
proceedings as evidence of those particulars.

211 Evidence—certified copies of documents

(1) A certificate signed by the Registrar and stating that:

(a) anything required or permitted to be done by the Act or the
repealed Act was done or not done on, or had been done or
not been done by, a specified date; or

(b) anything prohibited by the Act or the repealed Act was done
or not done on, or had been done or not been done by, a
specified date; or

(c) adocument was available for public inspection at the Trade
Marks Office on a specified date or during a specified period;

is prima facie evidence of the matters so stated.
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(2) A copy of, or an extract from, a document held in the Trade Marks
Office that is certified by the Registrar to be atrue copy or extract
isadmissiblein any proceedings asif it were the original.

Trade Marks Act 1995 133



Part 21 Miscellaneous
Division 1 Applications and other documents

Section 212

Part 21—M iscellaneous
Division 1—Applications and other documents

212 Making and signing applications etc.

An application, notice or request required or permitted under this
Act to be made or signed by a person may be made or signed, on
behalf of that person, by any other person.

213 Filing of documents

(1) A document istaken to befiled at the Trade Marks Officeif itis
filed at a sub-office of the Trade Marks Office.

(2) A document may be filed at the Trade Marks Office or any of its
sub-offices by being delivered there:

(a) personally; or
(b) by post; or
(c) by any prescribed means.

214 Withdrawal of application etc.

(1) A person who hasfiled an application, notice or request may
withdraw it, in accordance with the regulations, at any time while it
is still being considered by the Registrar.

(2) If:

(a) theright or interest on which the person relied to file the
application, notice or request has become vested in another
person; and

(b) the other person notifies the Registrar in writing that the right
or interest isvested in him or her;

the other person may withdraw the application, notice or request as
provided in subsection (1).

Note: For file see section 6.
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215 Addressfor service

(1) The addressfor service of a person who has filed an application,
notice or request is:
() the addressfor service stated in the application, notice or
request; or
(b) if the person subsequently notifiesin writing another address
to the Registrar—that other address.

Note: For file see section 6.

(2) When:

(a) atrade mark isregistered; or

(b) aclaimto aninterestin, or to aright in respect of, a
registered trade mark that a person hasisrecorded in the
Register;

the Registrar must enter in the Register as the address for service of
the registered owner or of the person:

(c) if paragraph (d) does not apply—the address given, or last
given, by the registered owner or the person to the Registrar
under subsection (1); or

(d) if, before the Registrar registers the trade mark or records the
claim to the interest or right, the registered owner or person
givesin writing to the Registrar another address as his or her
address for service—that other address.

Note: For registered trade mark and registered owner see section 6.

(3) Theregistered owner of aregistered trade mark, or any person
whose claim to aninterest in, or to aright in respect of, atrade
mark isrecorded in the Register, must notify the Registrar in
writing of any changein his or her address for service and the
Registrar must amend the Register accordingly.

(4) The address for service of:
() theregistered owner of aregistered trade mark; or

(b) aperson whose claim to an interest in, or to aright in respect
of, atrade mark is recorded in the Register;

isthe address set out from time to time in the Register as being the
address for service of the registered owner or of the person.

(5) Anaddressfor service must be an addressin Australia.
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(6) If this Act providesthat a document is to be served on, or given or
sent to, a person:

(@) the document may be left at, or sent by post to, the address
for service of the person; or

(b) if the person does not have an address for service—the
document may be served on an agent of the person in
Australia or may be sent by post to any address of the person
in Australia that is known to the Registrar.

(7) Subsection (6) does not affect the operation of section 28A of the
Acts Interpretation Act 1901.
Note: Section 28A of the Acts Interpretation Act 1901 provides that a
document may be served (this term includes given, or sent, to):
“(8 onanatura person:
(i) by delivering it to the person personally; or
(ii) by leavingit at, or by sending it by pre-paid post to, the
address of the place of residence or business of the

person last known to the person serving the document;
or
(b) on abody corporate—by leaving it at, or sending it by pre-paid
post to, the head office, aregistered office or aprincipal office
of the body corporate.”.

216 Change of name

(1) If thereisachangein the name of a person who hasfiled an
application, notice or request, the person must notify the Registrar
in writing of the change.

Note: For file see section 6.

(2) If thereisachange in the name of:
(a) theregistered owner of aregistered trade mark; or
(b) aperson whose claim to an interest in, or to aright in respect
of, atrade mark isrecorded in the Register;
the registered owner or the person must notify the Registrar in
writing of the change and the Registrar must amend the Register
accordingly.
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217 Death of applicant etc.

(1)

)

If an applicant for the registration of atrade mark dies before
registration is granted on the application, his or her legal
representative may proceed with the application.

Note: For applicant see section 6.

If, at any time after atrade mark isregistered, the Registrar is
satisfied that the person in whose name the trade mark is registered
had died (or, in the case of abody corporate, had ceased to exist)
before registration was granted, the Registrar may amend the
Register by substituting for the name entered in the Register the
name of the person who should be the registered owner of the trade
mark.

217A Prescribed documentsrelating to trade marksto be made

(1)

(2

availablefor public inspection

The Registrar must make available for public inspection prescribed
documents that relate to a trade mark while they are held in the
Trade Marks Office at or after the time particulars of the
application for registration of the trade mark are published under
section 30.

A document may be prescribed for the purposes of subsection (1)
wholly or partly by reference to the fact that it does not contain
information covered by a requirement under section 226A. This
does not limit the ways in which documents may be prescribed for
those purposes.
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Division 2—Proceedings before the Registrar or a court

218 Description of registered trade mark

In an indictment, information, pleading or proceeding relating to a
registered trade mark, the trade mark may be identified by its
registration number. It is not necessary to reproduce or describe the
trade mark.

219 Evidence of trade usage

In an action or proceeding relating to a trade mark, evidenceis
admissible of the usage of the trade concerned and of any relevant
trade mark, trade name or get-up legitimately used by other
persons.

220 Death of party to proceeding before Registrar

If aperson who is party to a proceeding pending before the
Registrar dies, the Registrar may:

(a) on being so asked, substitute in the proceeding another
person in the place of the deceased party if the Registrar is
satisfied that the interest of the deceased party has been
transmitted to that other person; or

(b) allow the proceeding to continue without any substitution if
the Registrar is of the opinion that the interest of the
deceased party is sufficiently represented by the surviving
parties.

221 Costsawarded by Registrar

(1) The Registrar may award costs in respect of the matters, and in the
amounts, provided for in the regulations against any party to
proceedings brought before him or her.

(2) A party desiring to obtain costs must apply to the Registrar in
accordance with the regulations.

(3) If aparty isordered to pay the costs of another party, the costs may
be recovered in a court of competent jurisdiction as a debt due by
the first party to the other party.
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222 Security for costs

If aperson who neither resides nor carries on businessin Australia:
(a) givesnotice of opposition under section 52 or subsection
224(6); or
(b) appliesto the Registrar under Part 9 for a trade mark to be
removed from the Register;
the Registrar may reguire the person to give security for the costs
of the proceeding and may, if security is not given, dismissthe
proceeding.
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223 Fees

(1) Theregulations may prescribe the fees to be paid for the purposes
of this Act and may prescribe different feesin respect of the doing
of an act according to the time when the act is done.

(2) Prescribed fees are payable in accordance with the regulations.

(3) Theregulations may provide for the consequences (for the
purposes of this Act) of failing to pay afee in accordance with the
regulations.

(4) In particular, the regulations may provide that, for the purposes of
this Act:

(a) anactisnot to be done, or istaken not to have been done, if
the fee for doing the act is not paid in accordance with the
regulations; or

(b) adocument is not filed, or istaken not to have been filed, if
the fee for filing the document is not paid in accordance with
the regulations; or

(c) an application for registration of atrade mark lapses, or is
taken to have lapsed, if the fee for filing the application is not
paid in accordance with the regulations.

(5) Subsection (4) does not limit subsection (3).

223A Doing act when Trade Marks Office reopens after end of
period otherwise provided for doing act

(1) If thelast day of aperiod provided by this Act (except this section)
for doing an act is a day when the Trade Marks Office, or a
sub-office of the Trade Marks Office, is not open for business, the
act may be done in prescribed circumstances on the next day when
the office or sub-office is open for business.

(2) For the purposes of this section, the Trade Marks Office, or a
sub-office of the Trade Marks Office, is taken not to be open for
business on a day:
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(a) declared by regulationsto be aday on which the office or
sub-office is not open for business; or

(b) declared, by aprescribed person in writing published in the
prescribed way, to be a day on which the office or sub-office
is not open for business.

Declarations

(3) A declaration mentioned in paragraph (2)(a) or (b) may identify the
day by referenceto its being declared a public holiday by or under
alaw of a State or Territory. This does not limit the way the
declaration may identify the day.

(4) A declaration mentioned in paragraph (2)(b):
(&) may be made before, on or after the day; and
(b) isnot alegidative instrument.

Relationship with other law
(5) This section has effect despite the rest of this Act.

(6) Subsection 36(2) of the Acts Interpretation Act 1901 does not
apply in relation to the act mentioned in subsection (1) of this
section.

Exception for prescribed act

(7) Thissection does not apply to a prescribed act.

Note: Subsection 36(2) of the Acts Interpretation Act 1901 isrelevant to a
prescribed act.

224 Extension of time

(1) The Registrar must extend the time for doing arelevant act that is
required by this Act to be done within acertain timeif the act is
not, or cannot be, done within that time because of an error or
omission by:

(a) the Registrar or a Deputy Registrar; or

(b) an employee; or

(c) aperson providing, or proposing to provide, services for the
benefit of the Trade Marks Office.
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(2) If, because of:

©)

(3A)

(4)

)

(6)

(7)

(8)

(8 anerror or omission by the person concerned or by his or her
agent; or
(b) circumstances beyond the control of the person concerned,;

arelevant act that is required by this Act to be done within a
certain timeisnot, or cannot be, done within that time, the
Registrar may, on application made by the person concerned in
accordance with the regulations, extend the time for doing the act.

If:

(a) arelevant act that a person is required by this Act to do
within acertain timeisnot, or cannot be, done within that
time; and

(b) on application made by that person in accordance with the
regulations, the Registrar is of the opinion that special
circumstances exist that justify an extension of that time;

the Registrar may extend the time for doing the act.

If the Registrar has revoked the registration of atrade mark, he or
she may extend the time for doing arelevant act that is required by
this Act to be done within a certain time in connection with the
application for registration of the trade mark.

Thetime alowed for doing arelevant act may be extended,
whether before or after that time has expired.

If an application is made under subsection (2) or (3) for an
extension of time for more than 3 months, the Registrar must
advertise the application in the Official Journal.

Note: For month see section 6.

A person may, as prescribed, oppose the granting of the
application.

An application may be made to the Administrative Appeals
Tribunal for the review of a decision of the Registrar not to extend
the time for the doing of arelevant act.

In this section:

relevant act means:

(a) any act (other than a prescribed act) donein relation to a
trade mark; or
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(b) thefiling of any document (other than a prescribed
document); or

(c) any proceedings (other than court proceedings).

225 Convention countries

(1) Theregulations may declare aforeign country to be a Convention
country for the purposes of this Act.

(2) If:

() theregulations declare that, under the terms of atreaty
subsisting between 2 or more Convention countries, an
application made for the registration of atrade mark in one of
those countries is equivalent to an application madein
another of those countries; and

(b) an application for the registration of atrade mark ismadein
one of those Convention countries;

then, for the purposes of this Act, an application for the registration
of the trade mark is taken to have also been made in the other
Convention country or in each of the other Convention countries
(asthe case may be).

3 If:

(@) theregulations declare that, under the law of a Convention
country, an application for the registration of atrade mark
made in another country is equivalent to an application made
in the Convention country; and

(b) an application for the registration of atrade mark ismadein
that other country;

then, for the purposes of this Act, an application for the registration
of the trade mark is taken to have also been made in the
Convention country.

226 Publication of Official Journal etc.

(1) The Registrar must issue (electronically or otherwise) at regular
intervals, as determined by the Registrar, an Official Journal of
Trade Marks containing:

(a) the mattersthat are required under this Act to be advertised
in the Official Journal; and

(b) any other matter that the Registrar thinksfit.
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(3) The Registrar may prepare, publish (electronically or otherwise)
and sell documents relating to trade marks as the Registrar thinks
fit.

226A Requirementsfor confidential treatment of information held
in the Trade Marks Office

(1) In accordance with the regulations, the Registrar may:

(a) requirethat specified information in a document that has
been filed, or isto befiled, in relation to a trade mark be held
in the Trade Marks Office confidentialy; and

(b) make such arequirement subject to specified conditions
and/or limitations; and

(c) vary or revoke such arequirement, condition or limitation.

(2) Theregulations may provide for procedures to be followed in
connection with the making, variation or revocation of a
reguirement under this section or of conditions or limitations on
such arequirement.

(3) If arequirement is made in writing under this section, the
requirement is not alegislative instrument.

226B Certain proceedingsdo not lie

No criminal or civil action or proceeding lies against the Registrar,
aDeputy Registrar or an employee for publishing, or otherwise
making available, reasonably and in good faith, information
required or permitted by this Act to be published or otherwise
made available.

Note: For employee see section 6.

227 Noticeregarding review of decision by Administrative Appeals
Tribunal

(1) If, under aprovision of this Act, an application may be made to the
Administrative Appeals Tribunal for the review of adecision of a
person:

(a) the person must give awritten notice of the decision to any
person affected by it; and

(b) the notice must include a statement to the effect that, subject
to the Administrative Appeals Tribunal Act 1975, application
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may be made to the Administrative Appeals Tribunal for the
review of the decision to which the notice relates by or on
behalf of the person or persons whose interests are affected
by the decision.

(2) Failureto comply with subsection (1) in relation to a decision does
not affect the validity of the decision.

(3) Inthissection:

decision has the same meaning as in the Administrative Appeals
Tribunal Act 1975.

228 Use of trademark for export trade

Q) If:
(a) atrade mark isappliedin Australia:

(i) to, orin relation to goods that are to be exported from
Australia (export goods); or

(if) inrelation to servicesthat are to be exported from
Australia (export services); or

(b) any other act is done in Australiato export goods or export
services which, if donein relation to goods or servicesto be
dealt with or provided in the course of trade in Australia,
would congtitute a use of the trade mark in Australia;

the application of the trade mark or the other act is taken, for the
purposes of this Act, to constitute use of the trade mark in relation
to the export goods or export services.

Note: For applied to or in relation to goods and applied in relation to
services see section 9.

(2) Subsection (1) appliesto an act done before 1 January 1996 as it
applies to an act done on or after that day, but it does not affect:

(a) adecision of acourt made before that day; or
(b) the determination of an appeal from such a decision.

228A Registration of trade marks attorneys

(1) A Register of Trade Marks Attorneysisto be kept by the
Designated Manager.

Note: Designated Manager is defined by subsection (9).
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)

©)

(4)

)

(6)
(7)

The Register of Trade Marks Attorneys may be kept wholly or
partly by use of a computer.

If the Register of Trade Marks Attorneysis kept wholly or partly
by use of a computer, referencesin this Act to an entry in the
Register of Trade Marks Attorneys are to be read as including
referencesto arecord of particulars kept by use of the computer
and comprising the Register of Trade Marks Attorneys or part of
the Register of Trade Marks Attorneys.

The Designated Manager must register as atrade marks attorney a
person who:
(a) holds such qualifications as are specified in, or ascertained in
accordance with, the regulations; and
(b) isof good fame, integrity and character; and
(c) has not been convicted of a prescribed offence during the
previous 5 years; and
(d) isnot under sentence of imprisonment for a prescribed
offence.
Theregistration isto consist of entering the person’s namein the
Register of Trade Marks Attorneys.

A qualification specified in, or ascertained in accordance with,
regulations made for the purposes of paragraph (4)(a) may consist
of passing an examination conducted by the Professional Standards
Board. This subsection does not limit paragraph (4)(a).

Paragraphs (4)(c) and (d) do not limit paragraph (4)(b).

A person may apply to the Administrative Appeals Tribunal for
review of adecision of the Designated Manager not to register the
person as a trade marks attorney.

(8) A referencein this section to conviction of an offenceincludes a

reference to the making of an order under section 19B of the
Crimes Act 1914, or a corresponding provision of alaw of a State
or aTerritory, in relation to the offence.

(9) Inthissection:

Designated Manager has the same meaning as in the Patents Act
1990.
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Professional Standards Board has the same meaning as in the
Patents Act 1990.

228B Deregistration of trade marksattorneys

The name of the person registered as atrade marks attorney may be
removed from the Register of Trade Marks Attorneysin the
prescribed manner and on the prescribed grounds.

229 Privileges of trade marksattorney and patent attor ney

(1) A communication between aregistered trade marks attorney and
the attorney’ s client in intellectual property matters, and any record
or document made for the purposes of such a communication, are
privileged to the same extent as a communication between a
solicitor and his or her client.

(2) Theregulations may provide that aregistered trade marks attorney
or a patent attorney has, in relation to documents and property of a
client in amatter relating to trade marks, the same right of lien that
asolicitor hasin relation to the documents and property of aclient.

(3) Inthissection:

intellectual property matters means:
(d) mattersrelating to patents; or
(b) mattersrelating to trade marks; or
(c) mattersrelating to designs; or
(d) any related matters.

230 Passing off actions

(1) Except as provided in subsection (2), this Act does not affect the
law relating to passing off.

(2) Inanaction for passing off arising out of the use by the defendant
of aregistered trade mark:

(@) of which he or sheisthe registered owner or an authorised
user; and
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(b) that issubstantially identical with, or deceptively similar to,

the trade mark of the plaintiff;
damages may not be awarded against the defendant if the
defendant satisfies the court:

(c) that, at the time when the defendant began to use the trade
mark, he or she was unaware, and had no reasonable means
of finding out, that the trade mark of the plaintiff wasin use;
and

(d) that, when the defendant became aware of the existence and
nature of the plaintiff’s trade mark, he or she immediately
ceased to use the trade mark in relation to the goods or
servicesin relation to which it was used by the plaintiff.

Note 1: For authorised user see section 8.

Note 2: For deceptively similar see section 10.

231 Regulations

(1) The Governor-General may make regulations:

(8) prescribing matters required or permitted by this Act to be
prescribed; or

(b) prescribing matters necessary or convenient to be prescribed
for carrying out or giving effect to this Act; or

(c) prescribing matters necessary or convenient to be prescribed
for the conduct of any business relating to the Trade Marks
Office or a sub-office of the Trade Marks Office.

(2) Without limiting subsection (1), the regulations may:

(a) provide for appeals against decisions of the Registrar made
under the regulations; and

(b) require personsto make statutory declarationsin support of
any application, notice or request filed under this Act; and

Note: For file see section 6.

(c) provide for the making of a declaration, or the doing of an
act, under this Act on behalf of a person who, because of
infancy or physical or mental disability, is unable to make the
declaration or do the act; and

(d) provide for the refund, in specific circumstances, of the
whole or part of afee paid under this Act; and
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(e) provide for the remission of, or the exemption of specified
classes of persons from the payment of, the whole or part of a
fee; and

(f) provide for the expenses and allowances to be paid to
withesses or persons attending at proceedings before the
Registrar; and

(g9) give power to the Registrar:

(i) torequire, in specified circumstances, a person applying
under Part 9 for atrade mark to be removed from the
Register to give security for any costs that may arise
from the proceedings; and

(ii) not to proceed with the application if security is not
given; and
(iii) torefund to the applicant any amount given as security
and not applied in settling costs awarded against the
applicant; and
(h) provide for the destruction of documents relating to atrade
mark at least 25 years after the registration of the trade mark
has ceased; and
(ha) provide for the control of the professional conduct of
registered trade marks attorneys and the practice of the
profession and, for that purpose, make provision for and in
relation to al or any of the following:
(i) making complaints, and hearing charges, against
registered trade marks attorneys about their professional
conduct;

(if) imposing penalties on registered trade marks attorneys
(including issuing a reprimand and suspending or
cancelling registration);

(iif) summoning witnesses;

(iv) requiring personsto give evidence on oath (whether
orally or otherwise);

(v) administering oaths to persons giving evidence (whether
oraly or otherwise);

(vi) requiring persons to produce documents or articles; and

(i) prescribe as penalties for offences against the regulations
fines not exceeding 10 penalty units; and
(1) make transitional or consequential provision as necessary or

convenient because of the repeal of the repealed Act and the
enactment of this Act; and
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(k) provide for regulations made under the repealed Act to
continue to have effect (with any prescribed alterations) for
specified purposes of this Act.
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Part 22—Repeal and transitional
Division 1—Repeal

232 Repeal
The Trade Marks Act 1955 is repeal ed.
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Division 2—M arksregistered under the repealed Act

233 Automatic registration under this Act

(1) All trade marksthat, immediately before 1 January 1996, were
registered in Part A or B, or both Parts A and B, of the old register
are registered trade marks for the purposes of this Act.

Note: For old register and registered trade mark see section 6.

(2) All trade marksthat, immediately before 1 January 1996, were
registered as certification trade marksin Part C of the old register
are registered certification trade marks for the purposes of this Act.

(3) All trade marksthat, immediately before 1 January 1996, were
registered as defensive trade marks in Part D of the old register are
registered as defensive trade marks for the purposes of this Act.

234 Registration conclusive after 7 years

(1) Thissection appliesin relation to:
(@) aregistered trade mark that:
(i) immediately before 1 January 1996, was registered in
Part A of the old register; and
(ii) hasnot at any time on or after that day ceased to be
registered; and
(b) aregistered trade mark:

(i) whose application for registration in Part A of the old
register had been accepted under the repealed Act and
was still pending immediately before 1 January 1996;
and

(i) that has not at any time on or after that day ceased to be
registered.
Note 1: For registered trade mark and old register see section 6.
Note 2: For pending see subsection 11(2).

(2) Inany legal proceedings:

(a) theoriginal registration under the repealed Act of atrade
mark referred to in paragraph (1)(a); or
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(b) theorigina registration under this Act of atrade mark
referred to in paragraph (1)(b);
istaken to bevalid in all respects after a period of 7 years from the
date of registration of the trade mark unlessit is shown that:

(c) the original registration was obtained by fraud; or

(d) theregistration of the trade mark would be contrary to
section 28 of the repealed Act; or

(e) thetrade mark did not, at the commencement of the
proceedings, distinguish the goods or services of the
registered owner in relation to which the trade mark is used
from the goods or services of other persons.

Note 1: For date of registration see section 6.

Note 2: Section 28 of the repealed Act provided as follows:
“28. A mark:

(& theuse of which would be likely to deceive or cause
confusion;

(b) theuse of which would be contrary to law;
(c) which comprises or contains scandalous matter; or

(d) which would otherwise be not entitled to protection in
acourt of justice;

shall not be registered as atrade mark.”.

235 Term of registration

Theregistration of an existing registered mark expires on the day
on which it would have expired under the repealed Act if that Act

had not been repeal ed.
Note: For existing registered mark see section 6.
236 Renewal

(1) Division 2 of Part 7 appliesin relation to the renewal of the
registration of an existing registered mark.

(2) If, before 1 January 1996, the Registrar had (under section 69 of
the repealed Act) renewed for a period of 14 years the registration
of atrade mark that was due to expire on or after that day:

(a) that renewal has no effect for the purposes of this Act; and

(b) the Registrar must renew the registration of the trade mark
for aperiod of 10 years from the day on which the
registration would expireif it were not renewed.
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237 Restoration of particularsto Register and renewal of
registration where registration expired within 12 months
before 1 January 1996

(1) Thissection appliesif the registration of atrade mark under the
repealed Act had expired within 12 months before 1 January 1996.

(2) The Registrar must:

(@) make an entry in the Register to the effect that all particulars
of the trade mark removed from the old register under the
repealed Act (because the trade mark had not been renewed)
are restored to the Register; and

(b) enter those particularsin the Register.
Note: For old register see section 6.

(3) If an application for the renewal of the registration of the trade
mark is made under this Act within 12 months from the day on
which the registration expired, the Registrar must renew the
registration of the trade mark for the period beginning on 1 January
1996 that, together with the period during which the trade mark
remained unregistered under the repealed Act, equals 10 years.

(4) If theregistration of the trade mark is not renewed under
subsection (3), the Registrar must remove the trade mark from the
Register 12 months after the day on which the registration expired.

238 Disclaimers

If the particulars entered in the Register under paragraph 207(2)(a)
in respect of an existing registered mark include particulars of a
disclaimer made (under section 32 of the repealed Act) by the
registered proprietor of the mark about the exclusive right to use a
specified part of the mark, that disclaimer has effect asif it were a
disclaimer made under section 74 of this Act.

Note: For existing registered mark see section 6.

239 Rulesgoverning the use of certification trade marksregistered
in Part C of the old register

Any rules that, immediately before 1 January 1996, were
governing the use of atrade mark then registered as a certification
trade mark in Part C of the old register:
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(a) apply in relation to the use of the certification trade mark on
or after that day asif they were rules made in accordance
with this Act; and

(b) may be varied under section 178.
Note: For old register see section 6.

239A Linked trade marks

(1) Subsection (2) appliesif:

(a) the same trade mark was registered before 1 January 1996 in
respect of goods or services of different classes; and

(b) all the applications for the trade marks were lodged (or were
taken under the repealed Act to have been lodged) on the
same day with the Trade Marks Office; and

(c) thetrade marks are registered trade marks for the purposes of
this Act with the same registered owner.

Note: For registered owner and registered trade mark see section 6.

(2) Theregistered owner may apply to the Registrar, in writing, to
have those trade marks, or so many of those trade marks as are
identified in the application, dealt with under this Act asif they
were one registered trade mark in relation to the goods or services
in respect of which the trade marks, or the identified trade marks,
were registered.

(3) If an application is made under subsection (2), the Registrar must
deal with the trade marks, or the identified trade marks, asif they
were a single trade mark.

(4) The date of registration of the single trade mark istaken to be the
day on which the applications mentioned in paragraph (1)(b) were
lodged, or were taken to have been lodged (as the case may be),
with the Trade Marks Office under the repealed Act.
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Division 3—M atter s pending immediately before repeal of
repealed Act

240 Applications, notices etc.—general

(1) Subject to this Division, an application, notice or request that:
() waslodged with the Registrar in accordance with the
repealed Act; and
(b) was pending immediately before 1 January 1996;
isto be dealt with in accordance with this Act.

Note: For pending see subsection 11(2).

(2) The application, notice or request is taken to have been filed in
accordance with this Act.

Note: For file see section 6.

241 Application for registration of trade mark

(1) Thissection appliesif an application for the registration of atrade
mark in Part A or B of the old register was pending immediately
before 1 January 1996.

Note 1: For old register see section 6.

Note 2: For pending see subsection 11(2).

(2) If the application had been accepted under the repealed Act and the
acceptance wasin force immediately before 1 January 1996, the
following provisions apply:

() subject to subsection (4), the repealed Act (other than
paragraph 45(1)(b)) continues to apply in relation to the
application;

(b) if, after dealing with the application in accordance with the
repealed Act, the Registrar is required under section 53 of
that Act to register the trade mark in the old register—the
Registrar isto register the trade mark under Part 7 of this
Act.

Note: Subsection 45(1) of the repealed Act provided as follows:

“45. (1) Anapplication for the registration of atrade mark may be
accepted, and the trade mark may be registered,
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notwithstanding that the applicant does not use or propose
to use the trade mark:

@ .

(b) if an application has been made for the registration
of aperson as aregistered user of the trade mark
and the Registrer is satisfied that the proprietor
intends the trade mark to be used by that personin
relation to those goods or services and isaso
satisfied that that person will be registered asa
registered user of the trade mark immediately after
registration of the trade mark.”.

(3) If, immediately before 1 January 1996, the application had not
been accepted, the following provisions apply:

(a) subject to subsection 240(2) and subsection (5) of this
section, the application is to be dealt with in accordance with
thisAct;

(b) if:

(i) thereisno opposition to the registration; or
(ii) thereisan opposition to the registration but the
Registrar’ s decision, or (in the case of an appeal against
the Registrar’ s decision) the decision on appedl, is that
the trade mark should be registered;
Part 7 isto apply in relation to the registration of the trade
mark.

(4) If, when dealing with the application under the repealed Act as
provided by paragraph (2)(a), the Registrar withdraws the
acceptance of the application under subsection 44(3) of that Act,
the following provisions apply:

(a) subject to subsection 240(2) and subsection (5) of this
section, the application is to be dealt with in accordance with
this Act asif it were an application whose acceptance had
been revoked under subsection 38(1);

(b) if:

(i) thereisno opposition to the registration; or
(if) thereisan opposition to the registration but the
Registrar’ s decision, or (in the case of an appeal against
the Registrar’ s decision) the decision on appeal, is that
the trade mark should be registered;
Part 7 isto apply in relation to the registration of the trade
mark.
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(5) Thefiling date in respect of the applicationis:

(a) if paragraph (b) does not apply—the day on which the
application was lodged with the Trade Marks Office under
the repealed Act; or

(b) if section 43 of the repealed Act applied to the application
and the Registrar had made the proper direction—the day on
which the application is to be taken to have been lodged with
the Trade Marks Office under the repealed Act.

242 Divisional application in relation to pending application

)

)

©)

This section appliesif, immediately before 1 January 1996, an
application (initial application) for the registration of a trade mark
in the old register was pending and had not been accepted.

Note 1: For old register see section 6.
Note 2: For pending see subsection 11(2).

If:

(@) at any time within 6 months after 1 January 1996, theinitial
application is still pending; and
(b) apart of the trade mark, by itself, may be registered asa
trade mark;
the applicant may, subject to subsection (4), make an application
(divisional application) for the registration of that part as atrade
mark in respect of any or all of the goods or services specified in
the initial application.

Note: For pending see subsection 11(1).

If theinitial application:

(8 was amended under the repealed Act to exclude some of the
goods and/or services specified in the application before its
amendment; and

(b) isstill pending at any time within one month after 1 January
1996;

the applicant may, subject to subsection (4), make an application
(divisional application) for the registration of the trade mark in
respect of any or all of the goods and/or services that were
excluded from theinitial application.

Note: For pending see subsection 11(1).
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(4) If theinitial application is accepted under Part 4, adivisional
application may not be made after the acceptance is advertised in
the Official Journal.

243 Morethan one application lodged on same day for registration
of sametrade mark

() If:

(8) before 1 January 1996 a person made a number of
applications each seeking the registration of one and the
same trade mark but in respect of goods or services of
different classes; and

(b) all the applications were lodged, or were taken under the
repealed Act to have been lodged, on the same day with the
Trade Marks Office;

the applications are called linked applications in this section.

(2) Thissection appliesif, immediately before 1 January 1996, a
number of linked applications for the registration of atrade mark
were pending and had not been accepted.

Note: For pending see subsection 11(2).

(3) If, at any time on or after 1 January 1996, there are linked
applications pending, the applicant may, subject to subsection (4),
apply to the Registrar to have some or all of those applications
dealt with under this Act as if they were one application for the
registration of the trade mark in respect of all goods and services
specified in those applications.

Note: For pending see subsection 11(1).

(4) If:
(a) one of the linked applications has been accepted under Part 4;
and
(b) the acceptance has been advertised in the Official Journal;

that application may not be included in the application made to the
Registrar under subsection (3).

(5) If an application is made under subsection (3), the Registrar must
deal with the linked applications asif they were asingle
application for the registration of atrade mark made on 1 January
1996.
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(6)

Thefiling date for the single application taken to have been made
under subsection (5) is the day on which the linked applications
were lodged, or were taken to have been lodged (as the case may
be), with the Trade Marks Office under the repealed Act.

244 Application for registration of trade mark whoseregistration

(D

()

©)

(4)

has been sought in Convention country

This section appliesif:

(a) an application for the registration in Australia of atrade mark
whose registration had been sought in one or more than one
Convention country was made under section 109 of the
repealed Act; and

(b) immediately before 1 January 1996, the application was still
pending.

Note 1: For pending see subsection 11(2).

Note 2: For Convention country see section 225.

If:

(a) for the purposes of the repealed Act, the Registrar had been
notified that an application had been made in that Convention
country or in those Convention countries for the registration
of the trade mark; and

(b) thetrade mark isregistered under this Act;

subsection 72(2) appliesin relation to the registration asif aright
of priority had been claimed under section 29 for the registration of
the trade mark.

If the Registrar had not, for the purposes of the repealed Act, been
notified that an application had been made in that Convention
country or in those Convention countries for the registration of the
trade mark, the applicant must, within 6 months after 1 January
1996 but subject to subsection (5), claim aright of priority for the
registration of the trade mark in accordance with section 29 in
order to obtain registration from the date on which that application
or the earliest of those applications was made in a Convention
country.

If:

(@) the applicant claims aright of priority for the registration of
the trade mark under subsection (3); and
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(b) thetrade mark isregistered under this Act;
subsection 72(2) appliesin relation to the registration.

(5) If the application is accepted under Part 4, the applicant may not
claim aright of priority in accordance with section 29 after the
acceptance is advertised in the Official Journal.

245 Application for registration of amark in Part C of the old
register

(1) Subject to Part 16, section 241 applies to an application for the
registration of amark as a certification trade mark in Part C of the
old register asif the reference in subsection (1) to Part A or B of
the old register were areference to Part C of that register.

(2) Subject to Part 16, sections 242 to 244 apply to an application for
the registration of a mark as a certification trade mark in Part C of
the old register.

Note: For old register see section 6.

246 Application for registration of amark in Part D of the old
register

(1) Subject to Part 17, section 241 appliesto an application for the
registration of amark as adefensive trade mark in Part D of the old
register asif the reference in subsection (1) to Part A or B of the
old register were areference to Part D of that register.

(2) Subject to Part 17, sections 242 to 244 apply to an application for
the registration of amark as a defensive trade mark in Part D of the
old register.

247 Amendment of application—specification of goods or services

(1) Thissection appliesif:
(@) immediately before 1 January 1996 an application for the
registration of amark in Part A, B, C or D of the old register
(other than an application made under section 39 of the
repealed Act) was pending and had not been accepted; and

(b) the application had previously been amended; and
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(c) the application as amended did not relate to all of the goods
or services specified in the application before its amendment.

Note 1: For old register see section 6.
Note 2: For pending see subsection 11(2).

(2) The applicant may, within 6 months after 1 January 1996, apply to
the Registrar for the application to be again amended so asto relate
to some or al of the goods or services specified in the application
before its amendment under the repealed Act, if:

(a) the application isstill pending under this Act; and:
(i) it has not been accepted; or
(ii) if it has been accepted, the acceptance has not been
advertised in the Official Journal; and
(b) subsection 43(3) of the repealed Act would apply in relation
to afurther application for the registration of the mark in
respect of the goods or services included from the original
application, if that Act were still in force.

Note: For pending see subsection 11(1).

(3) If an application is amended under subsection (2), it must (if
necessary) be also amended so as to be in accordance with Part 4.

248 Revival of application for registration of trade mark that had
lapsed before 1 January 1996

Q) If:

(a) an application under the repealed Act for the registration of a
trade mark had lapsed (under subsection 48(1) of that Act);
and

(b) the application would have been pending immediately before
1 January 1996 if:

(i) an application had been made to the Registrar under the
repealed Act for an extension of the time within which
the application for registration would be accepted; and

(ii) the Registrar had allowed an extension of that time
under that Act;
the applicant may apply in writing to the Registrar for adeclaration
that the application is revived.

Note: For pending see subsection 11(2).
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(2) The Registrar must grant the application if he or she considers, in
all the circumstances of the case, that it is fair and reasonable to do
0.

(3) If the Registrar declares that the application is revived, the
application isto be dealt with asif it were an application that was
pending immediately before 1 January 1996.

Note 1: For pending see subsection 11(2).

Note2:  Sections 240 to 247 make provision relating to applications for
registration of trade marks that were pending immediately before 1
January 1996.

249 Application for registration of assgnment etc.

If an application for the registration in the old register of the
assignment or transmission of an existing registered mark was
pending immediately before 1 January 1996, this Act appliesin
relation to the application asif:
(a) it were an application under section 109 for arecord of the
assignment or transmission to be entered in the Register; and

(b) that application wasfiled on 1 January 1996.

Note: For old register, existing registered mark and file see section 6.

250 Rectification of Register

If proceedings arising from an application to a court under
section 22 (Rectification of Register) of the repealed Act were
pending immediately before 1 January 1996, the matter isto be
decided under the repealed Act asif the old register were to be
rectified, but any order made by the Court may only be in respect
of the rectification of the Register.

Note: For old register see section 6.

251 Action for removal of trade mark from Register for non-use

If proceedings arising from an application to the Registrar or a
court under section 23 (Provisions as to non-use of trade mark) of
the repealed Act were pending immediately before 1 January 1996,
the repealed Act continuesto apply:

(a) in relation to those proceedings; and
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(b) for the purposes of any appeal from an order or direction of
the Registrar or the court under that section;
asif the reference in subsection 23(1) to the Register were a
reference to the Register within the meaning of this Act.

Note: For pending see subsection 11(2).

252 Action for infringement of trade mark etc.

Sections 62 to 67 and section 78 of the repealed Act continue to
apply in relation to an action for the infringement of atrade mark
that was pending immediately before 1 January 1996.

253 Action under thisAct for infringement of trade mark under
repealed Act

If:
(8) before 1 January 1996 a person engaged in conduct that
infringed a mark registered under the repealed Act; and
(b) an action relating to that infringement was not pending
immediately before 1 January 1996; and
(c) the mark is an existing registered mark for the purposes of
this Act;
then, subject to any law limiting the time within which such an
action may be started, an action may be brought under this Act for
that infringement of the trade mark. A person is not, however,
entitled under this Act to any injunction or other relief to which the
person would not have been entitled under the repealed Act.

Note: For existing registered mark see section 6.

254 Actsnot constituting infringement of existing registered mark

(1) Thissection appliesif:

(@) immediately before 1 January 1996, a person was engaging
in conduct that did not constitute an infringement of a mark
registered under the repealed Act; and

(b) themark isan existing registered mark for the purposes of
this Act; and

(c) the person has, on or after that day, continuously engaged in,
and is engaging in, that conduct; and
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(d) that conduct is an infringement of the existing registered
mark under this Act.

(2) In spite of section 120, the person does not infringe the existing
registered mark by engaging in that conduct.

Note: For existing registered mark see section 6.

254A Actsnot constituting infringement of trade mark—pending
application under therepealed Act

(1) Thissection appliesif:

(@) an application for the registration of atrade mark under the
repealed Act was pending immediately before 1 January
1996; and

(b) immediately before 1 January 1996, a person was engaging
in conduct that would not have constituted an infringement of
the mark if the mark had been registered under the repealed
Act before 1 January 1996; and

(c) the person has, on or after that day, continuously engaged in,
and is engaging in, that conduct; and

(d) the mark becomes aregistered trade mark under this Act; and

(e) that conduct is an infringement of the registered trade mark
under this Act.

(2) Despite section 120, the person does not infringe the registered
trade mark by engaging in that conduct.

254B Part B defence—infringement of existing registered mark

(1) Thissection appliesif:

(@) immediately before 1 January 1996, a person was engaging
in conduct that constituted an infringement of a mark
registered under the repealed Act; and

(b) the mark isan existing registered mark for the purposes of
this Act; and

(c) the mark was registered in Part B of the old register before 1
January 1996; and

(d) the person has, on or after that day, continuously engaged in,
and is engaging in, that conduct; and

(e) that conduct is an infringement of the existing registered
mark under this Act.
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(2) Inan action for infringement of the existing registered mark (not
being an infringement occurring by reason of an act referred to in
section 121), an injunction or other relief must not be granted if the
person establishes to the satisfaction of the court that the use of the
mark is not likely to:

() deceive or cause confusion; or

(b) betaken asindicating a connection in the course of trade
between the goods and/or servicesin respect of which the
trade mark is registered and a person having the right, either
asregistered owner or as authorised user, to use the trade
mark.

Note: For existing registered mark see section 6.

254C Part B defence—infringement of trade mark (pending
application under therepealed Act)

(1) Thissection appliesif:

(@) an application for the registration of atrade mark in Part B of
the old register was pending immediately before 1 January
1996; and

(b) immediately before 1 January 1996, a person was engaging
in conduct that would have constituted an infringement of the
mark if the mark had been registered in Part B of the old
register before 1 January 1996; and

(c) the person has, on or after that day, continuously engaged in,
and is engaging in, that conduct; and

(d) the mark becomes aregistered trade mark under this Act; and

(e) that conduct is an infringement of the registered trade mark
under this Act.

(2) Inan action for infringement of the registered trade mark (not
being an infringement occurring by reason of an act referred to in
section 121), an injunction or other relief must not be granted if the
person establishes to the satisfaction of the court that the use of the
mark is not likely to:

() deceive or cause confusion; or

(b) betaken asindicating a connection in the course of trade
between the goods and/or servicesin respect of which the
trade mark is registered and a person having the right, either
as registered owner or as authorised user, to use the trade
mark.
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Note: For existing registered mark see section 6.

255 Application of this Act—general

Q) If:

(&) an action or proceeding validly brought for the purposes of
the repealed Act was till pending immediately before 1
January 1996; and

(b) that action or proceeding could have been brought under this
Act if this Act had been in force when the action or
proceeding was started;

then, except as otherwise provided by this Division or the
regulations, this Act appliesin relation to the action or proceeding
asif it were an action or proceeding validly brought on 1 January
1996 under the relevant provision of this Act.

(2) Anything done under the repealed Act for the purposes of the
action or proceeding is taken to have been done:

(8 on 1 January 1996; and
(b) in accordance with this Act.

256 Fees

No feeis payable under this Act in relation to an act that was done
under the repealed Act and istaken, under this Division, to be an
act done under this Act.
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257 TheRegistrar and Deputy Registrar

Persons holding office as Registrar of Trade Marks and Deputy
Registrar of Trade Marks immediately before 1 January 1996
continue to hold those respective offices on and after that day.

258 Confidential information received by Registrar under section 74

of therepealed Act

If, immediately before 1 January 1996, the Registrar was required
under subsection 74(7) of the repealed Act to ensure that any
document, information or evidence given for the purpose of an
application for the registration of a person as aregistered user of a
trade mark was not disclosed to any other person, the Registrar
must continue to ensure that the document, information or evidence
is not so disclosed except by order of a prescribed court.

Note: For prescribed court see section 190.

259 Documents kept under repealed Act

The Registrar isto continue to keep in accordance with this Act all
documents that, immediately before 1 January 1996, were kept by
the Registrar under the repealed Act.

260 Addressfor service

(1) If, immediately before 1 January 1996, the address for service of

an applicant for the registration of atrade mark, or of an opponent
to the registration, under subsection 132(1) or (2) of the repealed
Act (existing address) was an address in Australia, that address
remains the address for service of the applicant or opponent for the
purposes of this Act until he or she notifies another address to the
Registrar under section 215.

Note: For applicant and opponent see section 6.

(2) If the existing address of an applicant for the registration of a trade

mark or of an opponent to the registration is not an addressin

168

Trade Marks Act 1995



Repeal and transitional Part 22
General Division 4

Section 261

Australia, the applicant or opponent must give in writing to the
Registrar an addressin Australia as his or her address for service.

(3) If, immediately before 1 January 1996, the proprietor of an existing
registered mark had an agent in Australiafor the purposes of
subsection 70(1) of the repealed Act, the address of that agent is
the address for service of the registered owner of the mark for the
purposes of this Act until the registered owner notifies another
address to the Registrar under section 215.

Note: For existing registered mark see section 6.

(4) If:

(@) immediately before 1 January 1996, the proprietor of an
existing registered mark did not have an agent in Australia
for the purposes of subsection 70(1) of the repealed Act; and

(b) the address then entered in the old register as the address of
the proprietor was an addressin Australia;

that address is the address for service of the registered owner of the
mark for the purposes of this Act until the registered owner notifies
another address to the Registrar under section 215.

Note: For existing registered mark and old register see section 6.

(5) If:

(@) immediately before 1 January 1996, the proprietor of an
existing registered mark did not have an agent in Australia
for the purposes of subsection 70(1) of the repealed Act; and

(b) the address then entered in the old register as the address of
the proprietor was not an addressin Australia;

that address is not to be used as the address for service of the
registered owner of the mark, and the registered owner must give
in writing to the Registrar an addressin Australia as his or her
address for service.

Note: For existing registered mark and old register see section 6.

261 Noticesto Customs CEO objecting to importation of goods

(1) If anctice under paragraph 103(3)(b) of the repealed Act objecting
to the importation of goods infringing a registered trade mark had
not been revoked before 1 January 1996, then, subject to
subsection (2), the notice continues to have effect for the purposes
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of Part 13 of thisAct asif it were a notice given under section 132
of thisAct.

(2) The notice ceases to have effect:

(a) if the Customs CEO is given a notice under section 132
objecting to any importation of goods infringing the trade
mark; or

(b) at the end of 3 months from 1 January 1996;

whichever first occurs.

170 Trade Marks Act 1995



Notes to the Trade Marks Act 1995

Table of Acts

Notes to the Trade Marks Act 1995
Note 1

The Trade Marks Act 1995 as shown in this compilation comprises Act
No. 119, 1995 amended as indicated in the Tables below.

The Trade Marks Act 1995 was modified by the Trade Marks Regulations 1995
(1995 No. 341 as amended). The modifications are not incorporated in this
compilation.

For all relevant information pertaining to application, saving or transitional
provisions see Table A.

Table of Acts

Act Number Date Date of Application,
and year of Assent commencement saving or
transitional
provisions
Trade Marks Act 1995 119, 1995 17 Oct 1995 Part 1 (ss. 1-5):

Royal Assent
Remainder: 1 Jan

1996

Industry, Science and 91, 1997 30 June 1997 Schedule 1 —
Tourism Legislation (items 25-41): 1
Amendment Act 1997 Jan 1996 (a)

Intellectual Property Laws 100, 1998 27 July 1998 Schedule 2 (items  —
Amendment Act 1998 33-46): 27 Jan

1999 (b)

Intellectual Property Laws 144, 1999 3 Nov 1999 3 Nov 1999 S.4
Amendment (Border
Interception) Act 1999

Public Employment 146, 1999 11 Nov 1999 Schedule 1 —
(Consequential and (items 940-943): 5
Transitional) Amendment Dec 1999 (see
Act 1999 Gazette 1999, No.

S584) (c)

Trade Marks Amendment 117, 2000 7 Sept 2000 11 July 2001 (see —
(Madrid Protocol) Act Gazette 2001, No.

2000 GN24)

Trade Marks and Other 99, 2001 22 Aug 2001 Schedule 1 Sch. 1
Legislation Amendment (items 1-46): 19 (items 4,
Act 2001 Sept 2001 (d) 5,12, 15,

Schedule 1 23, 32, 33)

(item 47): (d)
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Act Number Date Date of Application,
and year of Assent commencement saving or
transitional
provisions
Industry, Science and 140, 2001 1 Oct 2001 2 Oct 2001 S. 4
Resources Legislation
Amendment (Application
of Criminal Code) Act
2001
Proceeds of Crime 86, 2002 11 Oct 2002 Ss. 1-3: Royal —
(Consequential Assent
Amendments and Remainder: 1 Jan
Transitional Provisions) 2003 (see s. 2(1)
Act 2002 and Gazette, 2002
No. GN44)
Intellectual Property Laws 48, 2003 26 June 2003 Schedule 1 —
Amendment Act 2003 (items 3-5) and
Schedule 2
(items 6, 7):
24 July 2003
Intellectual Property Laws 106, 2006 27 Sept 2006 Schedules 1, 2, 3 Sch. 1
Amendment Act 2006 (items 8-16), (items 2,
Schedule 4 and 9), Sch. 2
Schedule 12 (item  (item 2),
8): 27 Mar 2007 Sch. 3
Schedule 3 (items  (items 2,
1-7), Schedule 11 5,9, 11,
(items 3, 4) and 14, 16),
Schedule 13: 28 Sch. 4
Sept 2006 (items 2,
Schedule 16 (item  4), Sch. 11
2): (e) (item 4)
Schedule 16 (item  and Sch.
3): 5 Dec 1999 13 (item 2)
(see s. 2(1))
Trade Marks Amendment 114, 2006 23 Oct 2006 Schedule 1 Sch. 1
Act 2006 (items 63-92): 27 (items 5,
Mar 2007 (see 8, 11, 13,
F2007L00392) 20, 26, 30,
Remainder: Royal 34, 36, 51,
Assent 62, 69, 72,
82, 85, 90)
Personal Property 131, 2009 14 Dec 2009 Schedule 2 Sch. 2
Securities (Consequential (items 18-24): (item 24)
Amendments) Act 2009 [see Note 2 and
Table A]
Crimes Legislation 4, 2010 19 Feb 2010 Schedule 10 —
Amendment (Serious and (item 30): 20 Feb
Organised Crime) Act 2010
(No. 2) 2010
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(b)

©

(d)

(e)

The Trade Marks Act 1995 was amended by Schedule 1 (items 25-41) only of the Industry,
Science and Tourism Legislation Amendment Act 1997, subsection 2(4) of which provides as
follows:

(4) The amendments of the Trade Marks Act 1995 made by Schedule 1 are taken to
have commenced on 1 January 1996.
The Trade Marks Act 1995 was amended by Schedule 2 (items 33-46) only of the Intellectual
Property Laws Amendment Act 1998, subsection 2(5) of which provides as follows:
(5) If Schedule 2 does not commence under subsection (4) within the period of 6
months beginning on the day on which this Act receives the Royal Assent,
Schedule 2 commences on the first day after the end of that period.
The Trade Marks Act 1995 was amended by Schedule 1 (items 940-943) only of the Public
Employment (Consequential and Transitional) Amendment Act 1999, subsections 2(1) and (2)
of which provide as follows:

(1) Inthis Act, commencing time means the time when the Public Service Act 1999
commences.

(2) Subiject to this section, this Act commences at the commencing time.

The Trade Marks Act 1995 was amended by Schedule 1 only of the Trade Marks and Other
Legislation Amendment Act 2001, subsections 2(1) and (2)(a) of which provide as follows:

(1) Subject to this section, this Act commences on the 28th day after the day on which

it receives the Royal Assent.
(2) Part 2 of Schedule 1 commences at the later of:
(a) the time when Parts 4 to 10 of the Administrative Review Tribunal Act 2001
commence; and

The Administrative Review Tribunal Bill has not been enacted. Therefore this amendment
does not commence.

Subsection 2(1) (item 15) of the Intellectual Property Laws Amendment Act 2006 provides as
follows:

(1) Each provision of this Act specified in column 1 of the table commences, or is taken
to have commenced, in accordance with column 2 of the table. Any other statement
in column 2 has effect according to its terms.

Commencement information

Column 1 Column 2 Column 3
Provision(s) Commencement Date/Details
15. Schedule 16, Immediately after the commencement of section 1 January 1996
item 2 84 of the Trade Marks Act 1995.
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Personal Property Securities (Consequential Amendments) Act 2009
(No. 131, 2009)

The following amendments commence on 1 February 2012 or an earlier time
determined by the Minister (see section 306 of the Personal Property Securities
Act 2009):

Schedule 2

18 Section 6
Insert:

PPSA security interest (short for Personal Property Securities Act
security interest) means.

(a) asecurity interest within the meaning of the Personal
Property Securities Act 2009 and to which that Act applies
(other than atransitional security interest within the meaning
of that Act); or

(b) atransitional security interest within the meaning of that Act,
and to which Division 4 of Part 9.4 of that Act applies.

Notel:  ThePersonal Property Securities Act 2009 appliesto certain security

interests in personal property. See the following provisions of that
Act:

(@) section 8 (interests to which the Act does not apply);
(b) section 12 (meaning of security interest);
(c) Chapter 9 (transitional provisions).
Note 2: For the meaning of transitional security interest, see section 308 of
the Personal Property Securities Act 2009. Division 4 of Part 9.4 of

that Act appliesto transitional security interestsin situations including
the bankruptcy or insolvency of a secured party, grantor or debtor.

19 After subsection 22(2)
Insert:
(2A) Despite subsection (1), the recording in the Register of aright that

isaPPSA security interest does not affect a dealing with atrade
mark.

Note: For PPSA security interest see section 6.
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20 At the end of section 22
Add:

(4) Subsection (3) does not apply in relation to an equity that isa
PPSA security interest.

Note: The Personal Property Securities Act 2009 deals with the rights of
purchasers of personal property (including intellectual property such
as trade marks) that is subject to PPSA security interests. That Act
also provides for the priority and enforcement of PPSA security
interests. See the following provisions of that Act:

(@) Part 2.5 (taking personal property free of security interests);
(b) Part 2.6 (priority between security interests);
(c) Chapter 4 (enforcement of security interests).

21 Section 113
Repeal the section, substitute:

113 Application for registration of interest or right in trade mark
Scope

(1) Thissection appliesin relation to an interest in, or right in respect
of, aregistered trade mark, if the interest or right may not be
recorded in the Register under Part 10.

Application for registration of interest or right

(2) A person claiming the interest or right may apply to the Registrar
to have particulars of the claim recorded in the Register.

(3) The application must:
(@) bein an approved form; and
(b) be accompanied by proof to the reasonabl e satisfaction of the
Registrar of the applicant’s entitlement to the claimed interest
or right; and
(c) befiled in accordance with the regulations.

Note: For registered trade mark, approved form and file see section 6.

22 Section 117
Repeal the section, substitute:
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117 Application for recording of interest or right in trade mark

Scope

(1) Thissection appliesin relation to an interest in, or right in respect
of, atrade mark, if a person has applied for the registration of the
trade mark.

Application for recording of interest or right

(2) A person claiming the interest or right may apply to the Registrar
for arecord to be kept of the claim.

(3) The application must:
(a) beinan approved form; and

(b) be accompanied by proof to the reasonabl e satisfaction of the
Registrar of the applicant’s entitlement to the claimed interest
or right; and

(c) befiled in accordance with the regulations.

Note: For registered trade mark, approved form and file see section 6.

23 At the end of section 210
Add:

(4) This section does not apply in relation to any particular or other
matter entered in the Register in relation to a PPSA security
interest.

Note 1: For PPSA security interest see section 6.

Note 2: Certain particulars relating to registrations in respect of PPSA security
interests under the Personal Property Securities Act 2009 are
admissible in evidence: see section 174 of that Act.

As at 24 February 2010 the amendments are not incorporated in this
compilation.
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Table A
Application, saving or transitional provisions

Intellectual Property Laws Amendment (Border Interception) Act 1999
(No. 144, 1999)

4 Application and saving

(1) The amendments made by this Act to the Sydney 2000 Games
(Indicia and Images) Protection Act 1996 and the Trade Marks Act
1995 apply in relation to goods imported into Australia on or after
the commencement of this Act.

(2) Despite those amendments, those Acts continue to apply after the
commencement of this Act, in relation to goods imported into
Australia before the commencement of this Act (the goods), as if
those amendments had not been made.

(3) If something was done before the commencement of thisAct in
relation to the goods:

(a) that thing continues to have effect; and
(b) those Acts continue to apply in relation to that thing;

after the commencement of this Act, asif those amendments had
not been made.

Trade Marks and Other Legislation Amendment Act 2001 (No. 99, 2001)

Schedule 1

4 Application of amendment—section 26 of the Trade Marks
Act 1995

The amendment of section 26 of the Trade Marks Act 1995 made by
this Schedule appliesin relation to a prescribed period that begins at or
after the commencement of thisitem.
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5 Transitional—paragraph 26(1)(b) of the Trade Marks Act
1995

Q) Thisitem appliesto regulationsif:
(a) theregulations were made for the purposes of paragraph
26(1)(b) of the Trade Marks Act 1995; and
(b) theregulationswerein force immediately before the
commencement of this item.

2 The regulations have effect, after the commencement of thisitem, asif
they were made for the purposes of the corresponding provision of that
Act as amended by this Schedule.

12 Application of amendments—section 52 of the Trade
Marks Act 1995

The amendments of section 52 of the Trade Marks Act 1995 made by
this Schedule apply in relation to aright or interest that becomes vested
in another person at or after the commencement of thisitem.

15 Transitional—subsection 68(1) of the Trade Marks Act
1995

(D] Thisitem appliesif, before the commencement of thisitem, the
Registrar purported to register atrade mark under subsection 68(1) of
the Trade Marks Act 1995 on the basis that there had been an
opposition, but:

(a) the opposition had been withdrawn; or
(b) the opposition had been dismissed under section 222 of that
Act.

2 Theregistration is as valid as it would have been if the amendment of
subsection 68(1) of that Act made by this Schedule had been in force at
the time of the registration.

23 Transitional—Division 2 of Part 7 of the Trade Marks Act
1995

(D) Thisitem appliesif, before the commencement of this item:

() the Registrar purported to renew registration of atrade mark
under section 77 or 79 of the Trade Marks Act 1995; and
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(b) particulars of registration were entered in the Register under
section 69 of that Act after the end of the period of 10 years
after the filing date of the application for registration.
2 In the case of a purported renewal under section 77, the renewal isas

3

valid as it would have been if, at the time of the request for renewal:

(a) thewords*, within the prescribed period before the
registration of atrade mark expires,” were omitted from
subsection 75(1) of the Trade Marks Act 1995; and

(b) thewords“of atrade mark” had been added at the end of that
subsection.

In the case of a purported renewal under section 79, the renewal is as
valid asit would have been if, at the time of the request for renewal, the
words “, within 12 months after the registration of atrade mark has
expired,” were omitted from that section.

32 Application of amendment—section 132 of the Trade

Marks Act 1995

The amendment of section 132 of the Trade Marks Act 1995 made by
this Schedule applies in relation to a prescribed period that begins at or
after the commencement of thisitem.

33 Transitional—subsection 132(3) of the Trade Marks Act

(D

(2)

1995

Thisitem appliesto regulationsif:
(a) the regulations were made for the purposes of subsection
132(3) of the Trade Marks Act 1995; and
(b) theregulationswerein force immediately before the
commencement of thisitem.

The regulations have effect, after the commencement of thisitem, asif
they were made for the purposes of the corresponding provision of that
Act as amended by this Schedule.
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Industry, Science and Resour ces Legidation Amendment (Application of
Criminal Code) Act 2001 (No. 140, 2001)

4 Application of amendments

(1) Each amendment made by this Act applies to acts and omissions
that take place after the amendment commences.

(2) For the purposes of this section, if an act or omission isalleged to
have taken place between 2 dates, one before and one on or after
the day on which a particular amendment commences, the act or
omission is aleged to have taken place before the amendment
commences.

Intellectual Property Laws Amendment Act 2006 (No. 106, 2006)

Schedule 1

2 Application of amendment of section 38

The amendment of section 38 of the Trade Marks Act 1995 made by
this Schedule appliesin relation to the acceptance of an application for
registration of the trade mark whether the acceptance occurred before,
on or after the commencement of the amendment.

9 Application of amendments of Part 8 and section 224

The amendments of Part 8 and section 224 of the Trade Marks Act 1995
made by this Schedule apply in relation to trade marks that became
registered on or after the commencement of this Schedule.

Schedule 2

2 Application

The amendment made by this Schedule appliesin relation to fees that
become payable after the commencement of this Schedule.
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Schedule 3

2 Application of amendment of section 173

The amendment of section 173 of the Trade Marks Act 1995 made by
this Part appliesin relation to rules filed on or after the commencement
of the amendment.

5 Application of amendments of section 175

The amendments of section 175 of the Trade Marks Act 1995 made by
this Part apply in relation to decisions to give, or refuseto give, a
certificate relating to rules filed on or after the commencement of this
Part.

9 Application of new section 174

(D) Section 174 (the new section 174) of the Trade Marks Act 1995 as
amended by this Part applies to applications filed before, on or after the
commencement of this Part.

2 However, the new section 174 does not require the Registrar to send to
the Commission documents relating to an application if:

(a) the Registrar sent documents relating to the application to the
Commission before the commencement of this Part under
section 174 (the old section 174) of the Trade Marks Act
1995 as in force before that commencement; or

(b) the old section 174 did not require the Registrar to send a
copy of the application to the Commission.

11 Application of new subsection 176(1)

(D] Subsection 176(1) (the new subsection 176(1)) of the Trade Marks Act
1995 as amended by this Part applies to applications filed before, on or
after the commencement of this Part.

2 However, the new subsection 176(1) does not apply to applications
accepted or rejected under Part 16 of the Trade Marks Act 1995 before
the commencement of this Part.
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14 Application of amendments of section 178

The amendments of section 178 of the Trade Marks Act 1995 made by
this Part apply in relation to decisions made on or after the
commencement of this Part to approve or not to approve variations of
rules governing the use of certification trade marks.

16 Saving of rules made available under old section 179

The Registrar is not required by section 179 of the Trade Marks Act
1995 as amended by this Part to publish rules that have before the
commencement of this Part been, and continue to be, made available as
required by section 179 of that Act asin force before the
commencement of this Part, unless the rules are varied.

Schedule 4

2 Application of section 217A

Section 217A of the Trade Marks Act 1995 appliesin relation to
applications, made on or after the commencement of that section, for
registration of trade marks.

4 Application of section 226A

Section 226A of the Trade Marks Act 1995 appliesin relation to
information in documents filed on or after the commencement of that
section in relation to trade marks. It does not matter whether registration
of the trade marks was applied for before, on or after that
commencement.

Schedule 11

4 Application

The amendment of the Trade Marks Act 1995 made by this Schedule
appliesin relation to applications filed after the commencement of the
amendment.
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Schedule 13

2 Application

The amendment of subsection 224(7) of the Trade Marks Act 1995
made by this Schedule appliesin relation to decisions made by the
Registrar after the commencement of this Schedule.

Trade Marks Amendment Act 2006 (No. 114, 2006)

Schedule 1

5 Application

The amendments made by items 3 and 4 apply to:
(a) periods starting after the day on which this Act receivesthe
Royal Assent; and
(b) periodsthat started on or before that day and that have not
ended by that day.

8 Transitional

The amendment made by item 7 does not apply to rights vested in
another person but not appearing in the Register until the end of 6
months after the day on which this Act receives the Royal Assent.

11 Application and saving

(D] The amendment made by item 10 appliesto applications for registration
of trade marks made after the day on which this Act receives the Roya
Assent.

2 That amendment does not affect the validity of the registration of a
trade mark:
(a) registered before the day on which this Act receives the
Royal Assent; or
(b) registered on or after that day as aresult of an application
made before that day.

190 Trade Marks Act 1995



Notes to the Trade Marks Act 1995

Table A

13 Application

The amendment made by item 12 appliesto applications for registration
of collective trade marks made after the day on which this Act receives
the Royal Assent.

20 Application

The amendments made by items 16 to 19 apply to:

(a) applicationsfor registration of trade marks made after the
commencement of thisitem; and

(b) applicationsfor registration of trade marks pending at that
commencement.

26 Application

The amendment made by item 25 appliesto:

(a) applications for registration of trade marks made after the
commencement of thisitem; and

(b) applicationsfor registration of trade marks pending but not
accepted at that commencement.

30 Application

The amendment made by item 29 appliesto:

(a) applications for registration of trade marks made after the
commencement of thisitem; and

(b) applications for registration of trade marks pending but not
accepted at that commencement.

34 Application

The amendment made by item 33 applies to:

() applications for registration of trade marks made after the
commencement of thisitem; and

(b) applicationsfor registration of trade marks pending but not
accepted at that commencement.

36 Application

The amendment made by item 35 applies to:
(a) applicationsfor registration of trade marks made after the
commencement of thisitem; and
(b) applications for registration of trade marks pending but not
accepted at that commencement.
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51 Application

The amendments made by item 50 apply to notices given under
section 132 of the Trade Marks Act 1995 after the commencement of
thisitem.

62 Application

The amendment made by item 61 appliesto information published or
otherwise made available after the commencement of thisitem.

69 Application

The amendments made by items 66 and 68 apply to applications made
after the commencement of thisitem.

72 Application

The amendments made by items 70 and 71 apply to applications for
registration made after the commencement of this item.

82 Application

The amendments made by items 80 and 81 apply to trade marks whose
registration expires at least 12 months after the commencement of this
item.

85 Application

The amendment made by item 84 applies to trade marks whose
registration expires at least 12 months after the commencement of this
item.

90 Transitional provision

(D] Thisitem appliesif:

(a) before the commencement of thisitem, a notice under
section 132 of the unamended Trade Marks Act was in force
in relation to goods; and

(b) before the commencement of thisitem, a security under
subsection 133(3) of that Act was given to the Customs CEO
to be applied towards the expenses of the Commonwealth
incurred in relation to the goods under Part 13 of that Act;
and

(c) after the commencement of thisitem, the Customs CEO has
been given awritten undertaking under subsection 133(3) of
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(2)

©)

the amended Trade Marks Act to repay those expensesto the
Commonwealth; and

(d) theundertaking isin force.

On application in writing to the Customs CEO by the objector or
objectors concerned, the Customs CEO must:

(@) if none of the security has been applied towards the expenses
mentioned in paragraph (1)(b)—return the security to the
person who gaveit; or

(b) otherwise—refund the amount of the balance of the security
to the person who gaveit.

In thisitem:

amended Trade Marks Act means the Trade Marks Act 1995 as in force
immediately after the commencement of thisitem.

unamended Trade Marks Act means the Trade Marks Act 1995 asin
force immediately before the commencement of thisitem.

Personal Property Securities (Consegquential Amendments) Act 2009

(No. 131, 2009)

The following provision commences on 1 February 2012 or an earlier time
determined by the Minister (see section 306 of the Personal Property Securities
Act 2009):

Schedule 2

24 Application of amendments of the Trade Marks Act 1995

(D

(2

©)

The amendment of the Trade Marks Act 1995 made by item 19 of this
Schedule does not apply in relation to adealing that starts before the
time the item commences.

The amendment of the Trade Marks Act 1995 made by item 20 of this
Schedule does not apply in relation to the enforcement of an equity if
the equity starts to be enforced before the time the item commences.

The amendments of the Trade Marks Act 1995 made by items 21 and 22
of this Schedule do not apply in relation to applications to the Registrar
made under section 113 or 117 of that Act before the time the items
commence.
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(4)

Note:

The amendment of the Trade Marks Act 1995 made by item 23 of this
Schedule does not apply in relation to any proceedingsin a court or
tribunal in relation to trade marks (or interests in trade marks) that are
commenced before the time the item commences.

Items 19 to 23 commence at the registration commencement time within the meaning of
section 306 of the Personal Property Securities Act 2009.
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