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AN ACT tomakeprovisonfor theregidration of thetrademarks
and other purposes related thereto.

[ 315t December, 2003 |

ENACTED by theParliamentof Antiguaand Barbuda asfol-
lows—

1. This Act may becited as the Trade Marks Act 2003 and  Shor title and
comesinto force on aday fixed by the Minister by notice pub- commencement.
lished in the Gazette.

2 InthisAct — Inter pretation.

""collective mark” means any visible sign designated as
suchintheapplicationfor registrationand capable of dis-
tinguishing the origin of any other common characteris-
tics, includingthequal i ty, of goodsor servicesof different
enterprises which use the sign under the control of the
registeredowner of thecollectivenar k;

" Court" meanstheHigh Court;
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" International Classification™ meansthe classificationac-
cording to the Nice Agreement Concerning the Interna-
tional Classificationof Goods and Servicesfor the Pur-
poses of the Registrationof Marks, of June 15,1997 aslast
revised;

“mark” means any visible sign capable of distinguishing
thegoods(“trademark”) or services(™* service mark™) of an
enterprise;

"Minister" meansthe Minister responsiblefor intellectual
property;

"Paris Convention" means the Paris Convention for the
Protection of Industrial Property of March 20,1883, aslast
revised;

"priority date” means the date of the earlier application
that servesasthe basisfor theright of property provided
for inthe ParisConvention;

"Register” meanstheregister maintained by the Registrar
under section 19;

"Registrar” means the Registrar of Intellectual Property
appointed under the Registrar of Intellectual Property Of -
ficeAct,2003;

"'trade name™ means the name or designation identifying
and distinguishingan enterprise.

Acquisition of tthe 3. (1) Theexclusiveright to amark, asconferred by thisAct,
exclusive "M to - ghaf| he acquired by registrationin accordance with the provi-

amark and regis- _;
trability. sions thereof.

(2) A mark cannotbevalidly registered:
(i) ifitisincapableof distinguishingthe goodsor ser-
vices of one enterprise from those of other enter-
prises,

@ ifitiscontraryto publicorder or morality;
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(iid)

(iv)

V)

(Vi)

if itislikely to midead thepublicor tradecircles, in
particular as regards the geographical origin of the
goodsor servicesconcernedor their natureor char-
acteristics;

if itisidentical with, or isan imitation of or contains
as an element, an armorial bearing, flag and other
emblem, anameor abbreviationor initiasof thename
of, or official sign or hallmark adopted by, any State,
i ntergovernmental organi sationor organisationcre-
ated by an international convention, unless autho-
rized by the competent authority of that Stateor or-
ganization;

if it isidentical with, or confusingly similar to, or
constitutes a trandlation of, a mark or trade name
which is well known in Antigua and Barbuda for
identical or similar goodsor servicesof another en-
terprise, or if it is well-known and registered in
Antigua and Barbuda for goods or serviceswhich
arenotidentical or similarto thosein respect of which
regigtrationisappliedfor, provided,inthelatter case,
that use of the mark in relation to those goods or
serviceswouldindicatea connectionbetweenthose
goodsor servicesand the owner of thewell-known
mark and that theinterestsof the owner of thewell-
known mark arelikely to be damaged by such usg;

if itisidentical withamark belonging to adifferent
proprietor and aready on the Register, or with an
earlier filing or priority date, in respect of the same
goods or servicesor closely related goods or ser-
vices, orif it sonearly resemblessuch amark asto be
likely to deceiveor cause confusion.

4. (1) The applicationfor registrationof amark shall befiled
with the Registrar and shall containarequest, areproduction of
themark and alist of the goods and servicesfor whichregistra-
tionof themark isrequested, listed under the applicableclassor
classesof the International Classification; and it shall be subject
to the payment of the prescribedapplicationfee.

(2) The application may contain a declaration claiming the
priority, as provided for in the Paris Convention, of an earlier
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national or regional applicationfiled by theapplicant or hispre-
decessor in titlein or for any State party to the convention or
any member of theWorld Trade Organisationin which case, the
Registrar may requirethat the applicant furnish, within the pre-
scribed time limit, a copy of the earlier application, certified as
correct by the Officewithwhichiswasfiled.

(3) Theeffect of the said declaration shall be as providedin
the Paris Conventionand if the Registrar finds that the require-
ments under this subsection and the Regulations pertaining
thereto have not been fulfilled, the declaration shall be consid-
ered not to have been made.

(4) The applicant may withdraw the application at any time
during its pendeney.

5. (1) TheRegigtrar shall examinewhether thegpplication com-
plies with the requirementsof section 4 (1) and the Regulations
pertainingthereto.

(2) The Registrar shall examine and determine whether the
mark isamark as defined in section 2 and is registrable under
section3(2).

(3) Wherethe Registrar findsthat theconditionsreferredtoin
subsection(1) and (2) hereof arefulfilled, heshall forthwithcause
the application, as accepted, to be published in the prescribed
manner.

(4) Any interested person may, within the prescribed period
and in the prescribed manner, give notice to the Registrar of
oppositionto the registration of the mark on the grounds that
oneor more of the requirementsof sections 2 and 3 (2) and the
Regulationspertainingthereto are not fulfilled.

(5) The Regigtrar shall send forthwith a copy of a noticere-
ferredto in subsection (4) to the applicant, and, within the pre-
scribed period and in the prescribed manner, the applicant shall
send to the Registrar a counter-statement of the grounds on
which he relies for his applicationand if he does not do so, he
shall be deemed to have abandoned the application.

(6)If the applicant sends a counter-statement, the Registrar
shall furnish a copy of it to the person giving notice of opposi-
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tion and, after hearing the parties, if either or both wish to be
heard, and consideringthemeritsof thecase, shall decidewhether
the mark should be registered.

(7) After an applicationis publishedand until theregistration
of the mark, the applicant has the same privileges and rightsas
hewould haveif the mark had been registered; however, it shall
be a valid defenceto an action brought hereunder in respect of
an act done after the applicationwas published, if the defendant
establishesthat the mark could not validly have been registered
a the time the act was done.

(8) WheretheRegistrar finds that the conditionsreferredtoin
subsections(1) and (2) arefulfilled,and either:

() theregistrationof the mark has not been opposed
within the prescribed timelimit; or

(i) theregistrationof the mark has been opposed and
the opposition has been decided in the applicant's
favour,

he shall register themark, publishareferenceto theregistration
and issueto the applicantacertificateof registration; otherwise
he shall refuse the application.

6. (1) Theuse of aregistered mark, in relation to any goodsor
servicesfor whichit hasbeen registered, by any person other than

theregistered owner shall requirethe agreement of thelatter.

(2) The registered owner of amark shall, in addition to any
other rights, remedies or actions available to him, havetheright
to ingdtitute court proceedings against any person who infringes
the mark by using the mark, without hisagreement, or who per-
formsactswhichmakeit likely that infringement will occur; and
theright shal extendto theuse of asignsimilar totheregistered
mark and use in relation to goods and services similar to those
for which the mark has been registered, where confusion may
arise in the public. In case of the use of an identical sign for
identical goods or services, a likelihood of confusion shall be
presumed.

(3) The rights conferred by registration of a mark shall not
extend to actsin respect of articleswhich have been put on the
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market in Antiguaand Barbudaby the registered owner or with
his consent.

(4) The provisions of section 3 (2) (v) shall apply, mutatis
mutandis, in any action instituted by the owner of awell-known
mark against any person in respect of the unlawful use of the
wedll-knownmark.

(5) Theregistrationof amark shall befor aperiod of tenyears
from thefiling date of theapplication for registration.

(6) Theregistrationof amark may, upon request, be renewed
for consecutive periods of ten years, provided that the regis-
tered owner pays the prescribed renewal fee.

(7) A periodof graceof six monthsshall beallowed for thelate
payment of the renewal fee on payment of the prescribed sur-
charge.

7. (1) Any interested person may request the Registrar to
invalidatetheregistration of amark.

(2) The Registrar shall invalidatetheregistrationif the person
requesting the invalidation provesthat any of the requirements
of sections2 or 3 (2) arenot fulfilled.

(3) Any invalidationof aregistrationof amark shall be deemed
to have been effective as of the date of registration, and it shall
be recorded and a reference thereto published as soon as pos-
sible.

(4) Any interested person may request the Registrar to re-
moveamark from the Register, in respect of any of thegoodsor
services in respect of which it is registered, on the ground that
up to one month prior tofiling the request the mark had, after its
registration, not been used by the registered owner or alicensee
during a continuous period of threeyearsor longer; but a mark
shall not be removed if it is shown that specia circumstances
prevented theuse of the mark and that there wasno intention not
to use or to abandon the same in respect of those goods or
Services.

8. (1) Subjectto subsections(2) and (3), sections3 to7 and 12
to 16 shall apply to collectivemarks.
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(2) An applicationfor registrationof a collective mark shall
designate the mark asacollectivemark and shall beaccompanied
by a copy of the regulationsgoverning the use of the collective
mark.

(3) Theregistered owner of acollectivemark shall notify the
Registrar of any changes madein respect of the regulationsre-
ferred to in subsection(2).

(4) In addition to the grounds provided in section 7 (2), the
Registrar shall invalidatethe registration of acollective mark if
the person requesting the invalidation provesthat only the reg-
istered owner usesthe mark, or that he usesor permitsitsusein
contravention of the regulationsreferredto in subsection (2) or
that he uses or permitsitsusein amanner liableto deceivetrade
circlesor thepublicasto theoriginor any other common charac-
teristics of the goods or services concerned.

9. (1) Any licence contract concerning the registrationof a Licensing of
mark, or an applicationtherefor, shall providefor effectivecon- marks.
trol by thelicensor of the quality of the goods or servicesof the
licenseein connectionwithwhichthemark isused. If thelicence
contract does not provide for such quality control or if such
quality control isnot effectively carried out, thelicence contract
shall not be valid.

(2) The registration of a collective mark, or an application
therefor, may not be the subject of alicencecontract.

10. (1) A name or designation may not be used as a trade Trade names.
name if by its nature or the use to which it may be put, it is
contrary topublic order or moralityandif, in particular,itisliable
to deceive trade circles or the public as to the nature of the
enterpriseidentifiedby that name.

(2) Notwithstanding any laws or regulations providing for
any obligationto register trade names, such names shall be pro-
tected, even prior to or without registration, against any unlaw-
ful act committed by third parties.

(3) In particular, any subsequent use of the trade name by a
third party, whether asatradenameor amark or collectivemark,
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or any such use of asimilar trade name or mark, that islikely to
mideed the public, shall be deemed unlawful.

Inter pretation of 11. For the purposesof this Act:
terms concerning
g]fo't\?)ig?d ""Madrid Protocol" means the Protocol Relating to the
' Madrid Agreement Concerning the I nternationa Registra-
tion of Marks, adopted at Madrid on June27,1989;

"*Common Regulations™* meansthe Common Regulations
under the Madrid Agreement and Madrid Protocol;

"international gpplication™, ""international registration”,
"International Bureau', ""holder”, " designation™, ""subse-
quentdesignation”, "'date of international registration’ and
"date of subsequentdesignation’ have the same meaning
asinthe Madrid Protocol or the Common Regulations, as
the case may be.

"designation of Antigua and Barbuda' means a request
madein relaion to an international registration (either in
the internationa application or subsequently) for exten-
sion of protection to Antigua and Barbuda under Article
3ter (1) or (2)of theMadrid Protocol;

""date of the designationof Antiguaand Barbuda' means
thedateof an international registration resulting from an
internationd application in which Antigua and Barbuda
was designatedor the dateof asubsequent designation of
Antiguaand Barbuda, asthe case may be.

Effect of 12. Where an internationd registration of amark containsa
international designationof Antiguaand Barbuda, the protection of themark
Al ® shall bethesame, asfromthe dateof thedesignationof Antigua
application. and Barbuda, asif themark had been thesubject of an applica-
tionfor registrationfiled under section 4.
National 13 (1) Wherethe Registrar hasbeen notified by the Interna-
processing of tional Bureau that an international registration containsadesig-
:““;;“r“:t‘i’(;':‘ nation of Antiguaand Barbuda, he shall proceed in accordance
= ' withsection5 ().

(2) WhaetheRegistrar i nds thet theconditionsreferredto in
section 5 (2) are not fulfilled, he shall notify the International
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Bureau that, to the extent that the said conditions are not ful-
filled, protectionof the mark in Antiguaand Barbudais refused.

(3) Any interested person may, within the prescribed period
and in the prescribed manner, give notice to the Registrar of
oppositionto the protection of themark on the groundsthat one
or moreof therequirementsof section2 or 3(2) and theRegula
tionspertainingthereto are not fulfilled.

(4) The Regigtrar shdl forthwith notify the Internationa Bu-
reau of an opposition under subsection (3) and subsequent pro-
cedure shall be in accordancewith section 5 (5) and (6), refer-
encestotheapplicant being construedasreferencesto the hol der
of theinternational registration.

(5) No natificationin accordance with subsection (2) or (3)
and (4) shall be sent to the International Bureau after the end of
oneyear fromthe date on which the International Bureau noti-
fied the Registrar of the designation concerned.

14. Whereno notificationof refusal or opposition has been
sent to the International Bureau in accordance with section 13
(2), (3), (4) and(5) , or any such refusal hasbeen withdrawnor
any such oppositionhas been decided in favour of the holder of
the international registration,the protectionof themarkin Antigua
and Barbuda shall, asfrom thedateof thedesignation of Antigua
and Barbuda, be the same as if the mark had been registered
under section5(8) d thisAct.

15 Further detdlsconcerniné international applicationsand
international regigtrations, including theproceduretobe foliowed
and any feesto be paid in connectionwiththe filing of an inter-
neti ond applicationthroughtheIntellectual Property Office, may
be inchuded in the Regulations.

16. Intheevent of any conflict between, ontheonehand, this
Act or the Regulationsand, on theother, theMadrid Protocol or
the Common Regulations, thelattersha | prevail.

17. (1) Any change int he ownership of or theregistrationof
anwkor collective mark, or int he ownership of an gpplication
¥efor, shall be in writing in the prescribed form and shall, at the
it ofmyinwreetedparty to the Registrar, be recorded and,

Jcgin i the case of an spplication, published by the Registrar;
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but such change shall have no effect against third parties until
suchrecordingis effected.

(2) Any changein the ownershipof the registration of a col-
lectivemark, or inthe ownership of an applicationtherefor, shall
requirepreviousapproval by the Minister.

(3) Any change in the ownership of a trade name must be
madewith thetransfer of theenterpriseor part thereof identified
by that name and shall bein writing.

(4) A changein ownershipof theregistration of amark or a
collectivemark shall beinvalidif itislikely to deceive or cause
confusion, particularly in regard to the nature, origin, manufac-
turing process, characteristics,or suitability for their purpose, of
the goodsor servicesto which themark isapplied.

(5) Any licence contract concerning aregistered mark, or
an application therefor, shall be submitted to the Registrar
who shall keep its contents confidential but shall record it
and publish areference thereto; and the licence contract shall
have no effect against third parties until such submission
has been made.

18. Whereanapplicant's ordinary residenceor principal place
of businessis outside Antiguaand Barbuda, he shall be repre-
sented by a registered agent resident and practising in Antigua
and Barbuda before the Registrar of the Intellectua Property
Office. The procedurefor the registration of an agent shall be
prescribedin the Regulations.

19. (1) TheRegistrarshall maintainaregister for Marksto be
called the Register of Marks; and all therecordingsprovidedfor
inthisAct shall be effected in the Register.

(2) Collectivemarksshall beregisteredin aspecial section of
the Regigter of Marks.

(3) The Register may be consulted by any person, and any
person may obtain extractstherefrom, under the conditionspre-
scribedin the Regulations.
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(4) The Registrar shall publishin the Official Gazette and/or
inany intellectual property journa created under theauthority of
the Registrar of the Intellectual Property Officeall the publica-
tionsprovidedfor inthisAct.

20. (1) The Registrar may, subject to any provision in the
Regulations, correctany error of trandationor transcription, cleri-
cal error or mistakein any applicationor document filedwiththe
Registrar or in any recording effected pursuant to thisAct or the
Regulations.

(2) If the Regidtrar is satisfied that thecircumstancesjustify it,
he may, upon receiving a written request, extend the time for
doing any act or taking any proceeding under this Act and the
Regulations, upon notice to the parties concerned and upon
such termsas he may direct: and such extensionmay be granted
though the time for doing the act or taking the proceeding has
expired.

21.The Registrar shall give any party to aproceedingbefore
himan opportunity of being heard beforeexercising adversely to
that party any discretionary power vested in him by thisAct or
the Regulations.

22. (1) The High Court shall have jurisdictionin cases of
dispute relating to the application of this Act and the Regula-
tions and in matterswhich under thisActareto bereferred tothe
court.

(2) Any decision taken by the Registrar under this Act, in
particular the registration of a mark or collectivemark, or the
refusal of an applicationfor such agrant or registration, may be
the subject of an appeal by any interested party beforethe Court
and such appeal shall be filed within two nionthsof the date of
the decision.

23. (1) Subject to section6 (3), aninfringementshall consist
of the performanceof any act referredtoin section6in Antigua

and Barbuda by a person other than the owner of the title of
protection and without the agreement of thelatter.

(2) Ontherequest of the owner of thetitleofprotection, or of
alicenseeif he has requested the owner to ingtitute court pro-
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ceedingsfor aspecificrelief and the owner hasrefused or failed
to do so, the court may grant an injunctionto prevent infringe-
ment, animminentinfringement, or an unlawful actreferredtoin
section10(2) and (3), award damages and grant any other rem-
edy providedforinthegeneral law.

(3) Any personwho knowingly performsan act which consti-
tutes aninfringement asdefinedinsubsection (1) or anunlawful
actasdefinedinsection10(2) and (3) isguilty of an offenceand
isliableonsummary convictionto afine of $100,0000r toimpris-
onment for aterm of fiveyears, or to both.

24. (1) Theowner of thetrademark may givenoticeinwriting
tothe Comptroller of Customs—

(a) that heistheowner of the registered trademark;

(b) that the infringing trademark goods, articles or
materials are expected to arrive in Antigua and
Barbuda at a time and a place specified in'the
notice; and

(c) that herequeststhe Comptrollerof Customsto treat
asprohibited goodsunder the Customs(Control and
Management) Act, 1993 duringaperiod specifiedin
the notice, the infringing trademark goods, articles
or materias.

(2) Goods are"'infringing goods", in relation to a registered
trademark, if they or their packagingbear asignidentical or simi-
lar tothat mark and,

(a) theapplicationof thesigntothegoodsor their pack-
aging was an infringement of the registered trade-
mark; or

(b) thegoodsare proposedto beimportedinto Antigua
and Barbuda and the application of the sign in
Antigua and Barbuda to them or their packaging
would be an infringement of the registered trade-
nar k; or

(c) thesign hasotherwisebeen used in relation to the
goods in such a way as to infringe the registered
t radenar k.
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(3) Materid is"infringingmaterid”, inrelationto aregistered
trademark if it bearsasign identical or similar to that mark and
either

(a) itisusedforlabellingor packaging goods, asabusi-
ness paper, or for advertising goods or services, in
such away asto infringe the registered trademark;
or

(b) it isintended to be so used and such use would
infringetheregistered trademark.

(4) " Infringing articles" inrelationto aregisteredtrademark,
meansarticles

(a) Whicharespecificallydesigned or adapted for mak-
ing copiesof asignidentical or similartothat mark;
and

(b) Which a person has in his possession, custody or
control, knowing or having reason to believe that
they have been or are used to produce infringing
goodsor materias.

(5) The period specifiedin anoticegivenunder subsection (1)
shall not exceed five years and shall not extend beyond the end
of the periodfor which trademark may subsist.

(6) Subject to subsection(7), whereanoticehasbeengivenin
accordancewith this section, the importationinto Antigua and
Barbuda of goods, articlesor materials to which the notice re-
lates is prohibited; but notwithstanding anything contained in
the Customs(Control and Management) Act, 1993, a person is
not liableto any penaty under that Act other than forfeiture of
the goods, articles or materias, by reason that any goods, ar-
ticles or materials are treated as prohibited goods, articles or
materials by virtue of thissection.

(7) The importation of not more than five (5) articleshy a
person for his private and domestic use is not prohibited under
subsection (6).

(8) A person giving anotice under this section shall —

—_
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(a) coniply with such conditions as the Comptroller of
Customs may by regulationsprescribe; and

(b) satisfy such requirementsas may be so prescribed
in connectionwith the giving of the notice, includ-
ing requirementsrelating to —

() theformof thenotice;

@) thefurnishing of evidence, whether ongiving
notice, or on the importationof the goods, or
at both such times;

(iify the payment of feesin respect of the notice;

(iv) thegivingof securityinrespectof any liability
or expensewhichtheComptroller of Customs
may incur in consequence of the notice by
reason of the detentionof any articleor any-
thing done to an articledetained;

(v) theindemnificationof theComptroller of Cus-
toms against any such liability or expenses,
whether security has been given or not; and

(vi) any incidental or supplementary matters.

(9) Regulations made under subsection (8) may makedifferent
provisionsin respect of different classesof cases and are sub-
ject to negative resolution of the House of Representatives.

{}RBlication, pf 25. The provisionsof any international treatiesin respect of
intellectual property to which Antigua and Barbuda is a party
shall apply to matters dealt with by this Act and, in case of
conflictwith provisionsof thisAct, shall prevail over thelatter.

Treaties.

Regulations. 26. The Minister may make Regulationsprescribing details
for the implementation of thisAct and the Regulationsmay, in
particular, provide for the payment of fees in connection with
applications for the registration of marks and collective marks
and matters related thereto.
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27. (1) TheRegistration of theUnited Kingdom Trade Marks Repeal of

Cap. 377A and
Act and the Trade Marks Act, are repeal ed. Con. 435 o

) ) . transitional
(2) Notwithstanding the repeal of the Actsreferredtoinsub-  provisions.

section (1), trademarks registered under those Actsshall remain
in force but shall, subject to subsection (3), be deemed to have
been granted or registered under this Act.

(3) Trademarks registered under the Actsreferred to in sub-
section (1) shall be due for renewal within the same period as
under thoseActsor 10 yearsfromtheentry intoforceof thisAct,
whichever period first expires, and, upon renewal, shall bereclas-
sified in accordance with the International Classification.

(4) Within18 monthsfromtheentry into forceof thisAct, the
Minister may, by noticein the Gazette, make any further transi-
tiona or saving provisionswhich appear to him to be necessary
or desirable.

Passed the House of Representativesthis ~ Passed the Senate this 25th day

8thday of September, 2003. of September, 2003.
B.Harris, M. Percival,
Speaker. President.
S Walker, S Walker,
Clerk to the House of Representatives. Clerk to the Senate.
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