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‘ (COMMERCIAL DIVISION)
-AT DAR ES SALAAM

'MISCELLANEOUS CASE NO. 3 OF 2007

IN THE MATTER OF THE TRADE AND SERVICE MARKS ACT, 1986
, . o ANMD
- IN THE ‘MATTER OF TRADE MARK APPLICATIOI! NO. 29733 RANTAC
| (word) |
o avp
| Il\l TT-IE- MATTER OF AN APPEAL BY:
, R AND o
GLAXO GROUP LIMITED ... APPELLANT

VERSUS

* J.B. CHEMICALS & PHARMACEUTICALS LTD.......... . RESPONDENT

JUDGMENT

LUANDA, J.

-The: facts g1v1ng rise to this appeal as conta1ned in the Ruling of the

Deputy Reg1strar of Trade and Service Marks are to the followmg effect

7_/, /‘2@02 the respondent through A M_w'lmahk and Surendra ‘
.;Patent and. Trade Mark Agents applied for registration of RANTAC in class
;,'_».,f1ve as-a. trademark -The. same was pubhshed in the Official Government
Gazette of- 9th August 2002. .1t would appear the appellant were not aware
of that. appl1cat10n till: in ; October 2002. On be1ng aware they sought leave

for extensmn of time to file notice of oppos1t1on Wh1ch they were granted

“-They then filed the said notice.




In the notice the appellant contended, inter alia, that they are sole
iawful proprietors in Tanzania of the trade mark ZANTAC under registration
No. 17764 in class five; that the goods speciﬁed in the application are
similar with theirs, namely pharmaceutical, medicinal and veterinary
preparations and products (substance). Since they are lawful owners of

- ZANTAC selhng the above mentioned products, to allow the respondent use

- RANTAC. trade mark will ‘‘cause confusion to the pubhc “hence the

opposition.

- The- respondent on the other hand countered the prayer They are

: ':;fmamtammg that the reg1strat10n will riot confuse the pubhc An Ind1an
 example was: glven Whereby RANTAC and ZANTAC co-existed. But they
. ‘added that there: was.an agreement to that effect. So there was no dispute

existed as-in this case. ,

: Be ‘that. -as it may, after going through the pleadi_ngs” the Deputy

- Reglstrar frarned the followmg issues, namely

‘~(i] -~ Whetherthe Opponent (Appellant) is the lawful proprietor of trade
mark “ZANTAC”.

(i) Whether the trade mark “ZANTAC” is & well known'mark:

Whether the ' opposed trade mark <RANTAC”

is’sosimilar.-to: : -~

o MZANTAC” mark that is likely to deceive and/or ¢ause confusion -~

- - betweern: the, goods” of .the Applzcant (Respondent) and. Opponent e

. (Appellant) and the.members of the publzc

(iv) - . Whethe_r‘the: opposed mark “RANTAC?” is not distinctive and its . .-+

registration would be unlawful under the provisions of the Act.



@ >

With regards to the first and second issues framed, the Deputy

Registrar answered them in the affirmative in that the appellant is a lawful
owner of ZANTAC trade mark and that the mark is well known. The Deputy
Registrar did not end there, she went further and said the mark is valid

until 27t January, 2010. To put it differently, the appellant renewed the

- mark., “And .so the argument ralsed by the respondent in their wrltten ,
-_submlssmns By thelr ‘counsel Mr Mapunda and:. Mr.:. Mahck from: Law ‘

... :Associates: Advocates that the mark was not renewed does not hold.

AS regards the' th1rd and fourth issues, the Deputy Registrar answered ,
._.:,-_-them in -the? negatlve In referring to issue: number three the Deputy

‘Registrar sa1d Iquote M n

- looking-at. the. resemblance of the . marks :and. likelihood of

. <. deception ‘and confusion, it is impor'tant to consider as to who is

16 whzch the. marks’ apply are. subject of prescnptlon by the
Geo oo ULr o Dogtors: “.Taking this into consideration, ~ the lzkellhood of

" "deteption and confusion does not arise.” .’ et

: "J‘-"_And in’ de01d1ng the fourth issue, the Deputy Reglstrar said the followmg, I
Cquoter .t it B A |
‘-“In deczdmg whether the mark is.distinctive, regard has to be

G nl«f’
e rthetidark - \RANTAC” as ‘a whole and' in relation;to the:goodsfor . -

to’ ‘the: ‘mark-as a whole and not._.._;_ -

»"'"~-?'-.':flzkely to ‘bé confiised:or deceived. ‘In the case:at hand, the goods - -

segments ‘Looking-at .." . L

R R ,.«.-.w:whi’c’h...f‘:it}i;is‘f':gpp‘l;ied to. conduct business and _ide',ntify;}‘j;ﬁnd-; At

© 7 distinétive;.that it is capable of ‘disiiﬂguishing.}goods- with which
~'is"ior"may be connected in the course of - business,” that:is.

- pharmaceutical goods.”

The ﬁnding on these issues prompted this appeai.'




.

In the memorandum of appeal, the appellant has raised five grounds.
The parties argued their cases by way of written submissions. The
advocates for the parties thoroughly researched on the subject. I commend

them on the excellent research.

I.have read the submissions as well as the Ruling of the-Deputy -~

.U Registédr: - Basically: the. issues for’ determination ‘and’ decision is whether: =@ ..

.1t the. finding of the Deputy Régistrar on the third and fourth issues as quoted: " -

above are correct.

P L PR
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Pripd i TEig fo""r'-'if record :*thai?ti'the".re'ép'onderitz iintéfﬁdS‘-de-ESatlei ‘goods similar:to:. i

“ it othosésold by - the. -appellant -namely, ?-.-lﬁ'héffnéééﬁ'tical, medicinal and ¢ e

veteritiary ' preparations :‘and products. :‘In.terms- of International

-« Classification of :Goods" and- Services-as’ speltiiout under Nice Agreement - . -

= which’ is applicable in’ Tanzania by virtue.of-Section 2:‘of the Trade and -

RS ES . Servicé Mark- Act,” the said ‘goods falls tinder ‘class: five. .-According to the = "

o Glirfentedition; “i.e: /9t Edition class /five/ includes “the  following goods, :

namely -

Pharmaceutical and  veterinary = preparations;  sanitary
. preparatioit for medical purposes;-dietétic substances adopted for

" medical use, food. for babies; plasters; “materials for designs;

niprepérations for destroying vermin fungicides; herbicides. -

"+ “similar goods will'confuse the-public. A number of ‘cases’and: articles were -

was not persuaded with that case. The parties in that case were Glaxo

" material - for . ‘stopping ‘a-'teethgf.:-L‘-:;&féhtal wax; - disinfectants; v -

“orin i lisithe appellant’s:case that by Usingthie: tradé mark RANTAC which . <

.+ is more orless similar with their well known trade thark ZANTAC and selling "

-~ ¢ cited in support of their case.: One of such case is a Ugandan case whichis | =, « &

in all respect similar with our case under discussion. The Deputy Registraff o




Group Ltd. v. J.B. Chemicals and Pharmaceutical Ltd. Civil Appeal No. 68
of 2002.

In that case Glaxo like in our case, were registered proprietor of the
trade mark ZANTAC registered in class five way back in 1979. In 1997 the
-. respondent- filed. :an.application to register RANTAE -in. class. five as: their
- trade: mark: :Glaxo .objectéed the- application. contended ‘that the 1ntendedf“'ﬁ"-'-- o

...tfrade. mark would confuse the public with their trade:mark.:

- The ‘Registrar of Tradé:-Mark overruled the 'obj;ectio'r‘r - Glaxo ap’p:e'aleidf‘;?" SR
vnter thei~5-:High"i;Cdlift The appeal was: d1sm1ssed ‘Dissatisfied: with ‘the- % &

sonhdécisioniofd the' ‘High’ .A-_«Cour»t., :Glaxo appealed to the :Court: 'ofaAppeal-:.of'i;-v:‘:?'f-:jii L
‘i Uganda: “The Ugandan Court of Appeal held; inter.alia;:l quote: =~ + -
1. the words“Zantac® -and” “Rantac™ 'd-iffef only by one: letter “Z” -and: ' - PR

“R” leavmg the ‘remdining-syllables identical. ‘It is: not diép'u-ted-‘ that: & et

e "_.;'-if“Zantac has been in:existence for ovéir15 -years and covers-the-same - .-

products as “Rantac”;
The Court then held -as follows, I quote:

i Al the evidence stands: on record; I agree. that the likelihood -of- causzng- '

confuswn or- deceptlon is .strong and on high' szde

P A R AT I S S S L R M B TR I L T TN

-~ The appeal-was aliowed ! Rantac was not registered as a’ trade mark in "7 #

it U, o e e

-+ In our "ca"se‘*the:fDeputyifReg‘iStrer ‘held that there was no likelihood of - ¥~ -+ -

-+ .confusion as the'goods are'subject to prescription by a doctor. But-we have ~. ;' i

seen what kind -of goods are in class five. They include plas-ter;,' ‘material for

dressing, disinfectants to mention a few. Surely the above mentioned goods




do not need doctor’s prescription; they are available at the counter. - One

may buy for use as and when he wishes without the doctor’s prescription.

As regards Rantac to have a distinctive mark, I am unable to agree
with the Deputy Registrar. Section 1 of the Trade and Service Marks Act,

wi-defines:what.is a “trade mark or service mark”. :It:defines thus:-

L IS S LR

= Anyivisible:sign used or proposéd:to -be-used upon,. if.connection ‘With : ..:x% s

- -or inrelation:to goods or service for the purpose of distinguishing in the

)

ek i courselof trade-or business the'goods orservices:of a-person from those .-wiii

< linrourtcas€tthie: only  difference. between i Rantac.and: Zaritac-as  correctly .= o

1 iobserved inithe Wgandan case which is highly persuasive'is by one letter “R” -

e and! Y21 The wordslook very similari': ‘There: is fiodistinict miark so as'to” = .

i~ distinguish’ Ranta¢ from Zantac: - I 'siibscribe with the holding in Glaxo case™ "+

0k fronganda Withidue respect- t6 the. ‘D‘épUty'_-Ré'gistraf; ‘she was -wrong
- towhen shé hield contrary to the holding of that ¢ase. - To: register Rantac as a
“rtrade mark will :catise confusion. The appeal is allowed with costs. The

~....-decision of the Deputy Registrar is hereby set aside. © * ~.i-

. 5 The ‘Registrar-of Trade Marks is directéd-not to register “Rantac” as its' .~

R P Vg e PR

v strademarks e

iorded decordingly.

B.M. Luanda - ' -




Judgment delivered.
Brooke Montgomery for the Appellant.
The Respondent absent.




