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BETHEEN

TOYCTA JIDUSHA KUSU KABUSHIKI KAISHA
(TRADING AS TOYGTA MOTOR CUMPARY LTD).

AWD
TGYGTA PARTS LIMITED

BEFQRE HAMEL-SWITH J-

Trade tiark “Toycta™ - application for Interin Injunction - to
restrain the defendants frofi, inter alia, carrying oi business under
the name “Toyota Paris Limited" - nare calculated %o deceive and to
cause confusion - jmpression that business of defendant associated
with the business of plaintiff - defendant challenging validity of
is a geographical name - small

Registered mark on grounds that it
port challenge - defendant cannot

town in Japan - no evidernce o sup
igity - registraticn is prima T
to reputaticn of plaintiff - damages not

simply chailenge val acie evidence of

validity - irreparable harm

adequate remedy.
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JUBL1C CF TRINIDAD AND TOBAGO

TW T.JE HIGH COURT OF JUSTICE

HCA No.3298 cf 1988

BETWEEN
ToYOTA JIDOSHA KOJO KABUSHIKI KAISHA
(PRADING AS TOYOTA MOTOR COMPANY LTD.) PLAINTIFF
AND
TOYOTA PARTS LIMITED DEFENDANT

BEFORE HAMEL-SMITH J.

Mr Martineau fcr the plaintiff
Mr Nelson for the pefendant

REASONS

The Plaintiff in this action ("Toyota®) claims three main

reliefs in the writ of Summoens cexclusive cof damages.

The first relief is an injunction to réstrain the defendants
Toyota Parts Limited from carrying cn business undeyr the name
"Toycta Parts Limited" since the wof& vpoycta® in the name
is calculated tc deceive cr cause ccnfusicn between the business
of the plaintiff and +he defendant, and that the business
cf the dcfendant is in'somékway asscciated with the business

cf the plaintiff.

The second reclief claimed is alsc an injunction to restrain
the defendants frcm selling or attempting to-sell or pass
off their gocods as gcods of the plaintiff and in particular
frcm issuing an advertisement or any get-up cemprising the
werd "Toycta® in connecticn with any gcoés ncé being goods

cf the plaintiff.
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Finally an injuncticn to restrain the defendants from
infringing its rcgistered trade mark "Toyota® registered in

class 22 No 4143 anéd cther trademarks,

The defendant's case basically was that the werd "Toyota”
was nct a registrablée: trade mark as it is a gecgraphical
name. It is in fact the name of a small tcwn in Japan and
cc-incidentally it is the same town in which the plaintiff's
plant is situated. The defendants ccntend that since it was
not a registrable mark they wculd be challenging the validity
of the mark at the trial and in these circumstances an injuncticn

shculd not be granted at this stage,

The first relief claimed relates tc a passing off action.
The plaintiff is saying that it is known world wide by the
simple name "Tcycta®" and whether the name is a gecgraphical
cne or not, the name "Toycta" has come te have, if anything,

a secondary‘significance in that it is & name asscciated with
autcmeobiles and business ancillary thereto. To me, and I am
certain tc¢ the mejority of people in Trinidad, the word "Teyota"
immediately brings to mind one'thiﬁg aleoene - that of moter
vehicles. It certainly never dawned on me that Toyocta was

a town in Japan. There is absclutely ncthing in the name tc
associate it with a townf“"Toyota", in Trinidad, is asscciated
with, from the evidence befcre me, the goods of the ﬁlaintiff
exclusively. If the wcrd be a geographical one then it has
certainly come tc have a secondary significance; it is
distinctive of the goods cof the plaintiff. There is-ncthing
deceptive in the use cf the name in Trinidad. It has been

in use in Trinidad since 1965 and before that for some 50

ycars in Japan. In fact it is used weorld wide. The defendant
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itsclf appreciates the significance of the name. In the affidavit
in cppcsiticn of Mr Ramlogan he says "the defendant merely
emphasises in its name the make cf vehicle for which it

carries parts”. To do sc¢ in an advertisement or in a poster

on the premises may nct be objectiocnable but when cne inserts

the name of the plaintiff or a significant part of its name

into its own name then it is not unreascnable to suggest that

the defendant is attempting tc 'pass-off' his business for

that of the plaintiff cr at least attempting tc cause confusion
between cr tc associate itself with the business of the plaintiff.
The law is clear. There need be no evidence of actual decepticon,
The test is the impression likely to be produced con the casual

Or unwary customer.

Attorney feor the defendant submitted that the 'passing off’
action was directly related to the third relief claimed, i.e.
the infringement cof the trade mark and he would be challenging
the validity ¢f the Mark as it was a gecgraphical name., He
submitted that if it were registered under part B then it
was open to challenge and since there is no evidence before
the court to determine which part the mark was registered
in, his challenge was a real one. I cannot agree with that
submission. If the defendant is challenging the validity of
the mark then it must put proper evidence before the court
to show that it is open to challenge, It is incumbent on the
defendant, in my view, to obtain satisfactory evidence that
the mark (which has bcen registered for more than seven years)
was registered in Part B of the register, nct simﬁly rely
c¢n the absence of the letter 'A' or 'B' before the number

of the mark. I think that every trade mark agent in Trinidad
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knews that the absence of the letter ' befere the number
cf the mark indicates that the mark ig registered in part A,

But if the defendant was of the view that the court could

is prima facie Ccvidence of validity., The mark. from the evidence
in the affidavits, is distinctive of the Plaintiffg:* goods

and the mere fact, in my view, that j¢ happens to be the name

¢f scme unknown town in Japan cannot affect that (vide the

Berna case}. I can sce little chance, if any at all, of the

defendant Succeeding on such challenge.
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be bascd overseas I cannot ignore the fact that its representatives

in Trinidad arec entitled to .the use of the pname and to its

- reputation which, from the evidence before me, is world wide.

1 am, therefore, prepared to grant the injunction restraining
the defendant frem coptinuing to use the word “Toyota® in
it$ name. Because of certain procedural steps which must be
taken to comply with the provisions of the Company's Ordinance
the defendant shall be allowed a period of 30 days to have

. _the name "Toyota" removed from its name. This injunction will

continue until further order.

On the question of the tpassing-cff' of the plaintiff's

..spare parts as gocds of the plaintiff I am of the view that

the defendant has raised a serious question to be tried. It
seems to me that, not only is there no evidence that the
plaintiff manufactures any parts, but, the defendant is selling
gocds purchased from a manufacturer common to the plaintiff

and the defendant. I can see no Yeason why it cannot continue
to do so, at least until the trial of this mattex. Further

use shall be a matter for the trial judge when all the evidence
is taken. The plaintiff suggested that the parts-manufactured
by that manufacturer were to certain specifications. It is

a question of fact to be determined at the trial whether the
parts scld by the defendant are not to those specifications
and are indeeé 'gipsy' parts as alleged by the plaintiff.

I would therefore refuse the injunction sought on this aspect.

of the matter. ——

As.regards the wording of the advertisements, save for

the expungement c¢f the word spoyota" from the name of the
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defendant, I can se~ nothing wreng with the wording of the
advertisements which were placed before me. I can see nothing
wrong, withcut mcre, with an advertisement which states that

the defendant sclls parts for particular vehicles. Save for

the referenco in its name and to the vehicles for which they
carry spare parts, the defendant does not appear, on the material
befcre, te be infringing the trade marks of the plaintiff

as such. 1 am, therefore, not persuaded to grant any injunction

with recspect to that aspect of the relief claimed.

The costs shall be costs in the cause certified fit for

advecate/attorney.

Dated this 4th day of Janyary, 1989.

Roger Hamel-Smith
Judge.



