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JUDGHENT

Mario's and Mariano's! Do these names so closely resemble that the-
ordinary customer may confuse the business of the defendant for that of
the plaintiff tc amount to what is commonly called 'passing off'? Does
the use of the name by the defendant, albeit differeni in spelling, and
a similar get-up infringe the registered mark of the plaintiff? These
are the questions to be determined at the trial of the matter. I am asked.
nowever, to stop the defendant, at this interlocutory stage, from continuing

to trade under the name 'Mariano’s.

Mario's Pizza (in conjunction with an emblem of a baker holding a
pizza) is the registered irade mark of the plaintiff. The plaintiff has
been in business for the last 18 years and according to paragraph 5 of
Mr Harford's affidavit, the plaintiff's pizza has become asscciated with
that mark over the years. The plaintiff has advertised over the radio and
Television and in the press for many years and the business has expanded

to such an extent that there are now some § outlets throughout the country.
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In paragraph 11 and 12 of the affidavit, the plaintiff sets out certain
specific instances which he alleges indicates that confusion has arisen
between the businesses of the pariies hereto. It is said that some five
or six persons had in fact inadvertently gone to purchase pizzas from the
defendant's establishment thinking that they were going to the plaintiff':
outlet. No explanation is given as to why or how the error came about.
Then there are z series of instances wiere traders weat to the plaintifi’s
outlet to collect money or deliver suppiies when they should have gone

to the defendant's outlet and vice versa. There was even an incident when
one purchaser ordered a pizza over the telephone from the plaintiff but.
in error, went to the defendant's cutlel to coilect it.

There was some history behind-the establishmeni of the defendant's
outlet. Apparently, the plaintiff operated its outlet (one of the eighij
in the same premises where the defendant's cutlet is now situated. The
plaintiff gave the landiord notice to quit the premises at the end of
October 1988. The plaintiff had scguired other premises a short distancc
away and intended to operate the outlet from there as from the beginniig
of November 1988. During the transition another company which was operat::
by Hr Ramsaran {who incidentally, is also a director of the defendant comji.i -
and of the plaintiff's landiord at the time) purchased certain Tight fixt.-c:
and an exhaust fan from the plaintiff. It was a matiter of considerable
contention whether or not hir Ramsaran, at the time of the negotiations
for the purchase of the fixtures, informed the plaintiff's representatives
that he propcsed opening a pizza outlet in the plaintiff's former premises
and to be called 'Mariano's. I was asked to infer, in any event, that,
from the nature of the items purchased, the plaintiff must have been awarc
of the defendant's intention.

The incidenits of confusion occured over a period of time, between

November 1988 to January 1989. The plaintiff, in February 1689, then hac
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its solicitors write a letter to the defendant, complaining about the
infringement and resultant confusion and requested that steps be taken
to change its mame. In March 198% the plaintiff instituted the action.

The defendant filed an affidavit sworn to by Mr Ramsaran in which
he set out at great length the details of the negotiations for the purchase
of the fixtures and the proposed setting up of the defendant's pizza outlet
at the vacated premises. He informed the court that pizza was an Italian
food and most outlets used Italian sounding-names, like Mario's, He also
referred to an extensive advertising campaign carried out to herald the
new outlet. The basis for so doing was to show, or at least to suggesti,
that the plaintiff was aware of the defendant's intention to operate under
the style 'Mariano's Pizza' from as early as November 1988 and even if
it was mot so aware through the alleged negotiations, at least it must
have been aware from the advertising campaign. Mr Ramsaran did not challenge
the plaintiff's claim that the plaintiff's product had come to be associated
with the name Mario's Pizza nor did he explain why he chose the name
Mariano's. Nor did he challenge the plainciff's allegations on the issue
of confusion.

At the hearing, attorney for the defendant rested his case for the
refusal of relief at this stage on three grounds.

(i) 1in the claim for passing off the plaintiff had failed to give
any, or any adequate evidence with respect to reputation which was an
essential ingredient if one had to succeed in such a claim. He was criticel
of paragraph 5 and & of the plaintiff's affidavit in which it attempted
to establish that reputation and was of the view that it had failed miserably.
The plaintiff had also failed to deal adequately, or at all, with the question
of confusion}

(i1} in the claim for the infringement of the mark, attorney submitted

that the plaintiff had applied the wrong test tc determine whether the
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mark had been infringed or not. he submitted that the correct test was
to compare the alleged infringement with the mark as it is actually used
on the register and not with the mark as it appeared on the plaintiff's
box. Attorney for the plaintiff had not done so but, even if he did do so,
1t was clear that there could be nc compariscn between the two marks.
(ii1) delay - attorney submitted that the plaintiff was aware of
the infringement from at least November 1988, if not before, and had only
filed the action in March 198¢. Not only was there inordinate delay on
the part of the plaintiff in seeking relief but it had failed to give any
reasons for the delay.
If attorney for the defendant is correct in his submissions then there
would be, in my view, valid reasons for denying the relief sought at this
stage. It is necessary, therefore, to examine the submissions in the light

of what is said in the affidavits and in the law.

In relation to a claim for passing off the central issue is whether
the defendant's use of the mark, name or get-up (or one so closely resembling
that of the plaintiff's) constitutes a representation which confuses or
is 1ikely to confuse. It is really a false representation by the defendant,
expressed or implied. There may be cases, for example, where it is implied
in the use or imitation of a mark or a name or a get-up with which the
goods of the plaintiff are associated in the minds of the public. In such
a case the point to be decided is whether, having regard to all the
circumstances of the case, the use by the defendant in connection with
the particular goods of the mark or name in question impliedly represents
such goods to be the goods of the plaintiff, or, as it is sometimes said,

whether the defendant's use of such name or get-up is calculated to deceive.

In relation to a claim for an infringement of a mark or name or get-
up where the plaintiff is able to establish that the offending mark is

similar with his in relation to the particular goods it is not necessary
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for the success of the claim to prove furiher that they are confusingly

similar. It is not, however, the casc here that the defendant has copied,

with precisicn, the plaintiff's mavri bul, rather, what is aileged is that

the defencant's user of a mark which sc clusely resembles that of the plaintiff,

constitutes an implied representation which is calculated to deceive.

While, therefore, 1% is, generally spuaking, correct to say that
different questions arise in claims of tiiis nature, it is also irue to
say that where confusion ty the usc ¢f a mark or a name which closely
resemble, forms the basic of a rlaim in voih infringement and passing off,

the test tc determine iiability im Loth cases is the same.

I agree with aticrngy for the defendant that the plaintiff must first,
in its claim for passing off, cstablish reputation and then show that there
is confusion between the marks so as ic deccive the public into believing
that the defendants goods are thosc of the plaintiffs or inat his business
is in some way associaied with thal of the plaintiff. I cannot, however,

agree that in the claim for infringement of the mark im_this case the

test ennunciaied by him is the cerrect cr rather, the only one. Simply
to compare the marks, {the offending onc and the one on the register} in

my view, would be to adopt the biinkercd or ostrich approach.

There are three planks on which the plaini.ff mounts its attack:-
(i) the similar sounding names;

(ii) the similarity of the get-up on the defencant's boxes as compared
to the plaintiff's mark; and
(iii) the resultant confusion in the minds of the public.

I cannci separate these issues. Ii is not surpvising, therefore, that
the plaintiff, in the affidavit of mr Harford, dealt with the issue of
confusion as it did. 1t was meani to apply to both the claim in passing
off and infringement. From what has been the acts of confusion attested

to, are, in my view, sufficient to establish a prima facie case

16



of confusion. Hhile I neced not weigh the strength of the evidence at this
stage for the purpose of forming & viow as to the chances of success of

the plaintiff as against his chances of failure, I do admit that reasons

for the confusion should have been civ.n by the five persons referrad to

in paragraph ii. Had this .cen the only evidence [ may have felt otherwise
but paragraph 12 adds ~mincesurably to €hc issue and there has been no
challenge e the facts sc® out in either paragraph 1. or id. Further, though
it may not we necessary , tihe defencant was alvays awave of the plaintiff's

name and hac given no explacation why 7o used ihe name 'Marianc's save

for its atioraey axciaining "Why not fariaono's"”,

i the question of 'reputacvion' the main critisism is that the plaintiff
had failed to deal adeguaiely with the issue. I shall havc to examine
that in some cetail., Tac plaintiff says that it has been in the pizza
business for some lg ycars. 1t advertises its business exiensively on the
televisien and radio and in the press. vver those years i1t has expanded
its business to different parts of the country and now cperates § outlets
throughout the country. It has not disclosed the volume of sales over a
given period nor has any independent witness szid on affidavit that he
or she has come to associate the pizza with the plaintiff's name.

Mr Harford cid say thai persons had come to associcte the pizza with the
mark but oiic could consider that seif-serving. While ettorney for the
plaintiff agreed that it could, he pointed out that the defendant had not
challenged the assertion,

In Al¥red Dunhill Ltd v Sunopiic SA 1979, FSK 337 the judge at first

instance refused an irnierim injunction on the ground, inter alia, that
the plaintiff had failed to establish 'reputaiion' with respect to the
sale of sunglasscs. .. pleinciff, zitkeuch it had an extensive reputation
with respeci to tobacco anc other men's goods, had not soid any sunglasses
under its name but were negotiating to enter the markei. The real issue

in that case was. therefore, the question of 'roputation’, The judge felt
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that although the plaintiff may have been in & position to prove reputation
at the trial. it had failed to lay sufficient facts to establish the
precise extent of the reputation Lafore him to establish the ctaim.
"Reputation” he said, {365 "is essentially & question of inference from
the evidence which has been given" and that which had been put before him
was not encugh. Before refusing the relief at that stage but after

finding that there was a triabie issue he said:-

“Against this hackgroune, I am net pripared to hold that the
plaintiff may noi at the end of the day k¢ aule o securz some
sort of ruolief of which 1 nave descrilec s a passing off
characier, though I would hope seforc any such relief was
contemplated the racher meagre evidence which is at present
before the court would be suppiemented if ulcimate success is to
be achieved."

The decision was reversed within the space of some 4 weeks {a period
of time which undoubtedly demonstrates 'undue delay' in that jurisdiction)

when that court adopted the principies Taid down in American Cyanamid

(1975 AC 34%) whether, as had been argued. facts were in dispute or not.

The court heid that since the judge at first instance had found that there
was a2 serious issue to be tried, although he had expressed some doubt
about it, the decision whether or not an interlocutory injunction should
be granted turned upon & balance of convenience and not, as the judge at
first instance had done, on whether the plaintiff may succeed at the trial,
It proceeded %o apply the requisite fachors ennunciated by Lord Diplock

and grantec the injunciicn. Roskill LJ {at 365} said:

"1 have no hesitaticn in concluding thac in this case, where
what is complained of is injuricus confusion affecting Dunhill's
reputation. damages would be i inadegucte remedy if they ultimately
succeeda. ....Damage to reputccion is in general a very difficult
thing to quan.ify. . regard ihe evidence ....all important to
Dunhill's reputetion.....”

Megaw LJ, in his concurring juagmeni, referred to the massiveness
of the evidence which bo:ii parties filed, the plaintiff to show that he

had an arguadle cese &nu the defendant o demonsiraic tnat there was no

mn
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real case tc meet. Once it was found, however, that there was 2

triable issue, it was irrclevant vhether the court thought that the
plaintiff's chances of success in escablishing liability was 50 percent

or 20 percent. The balance of convenience vas what then matterad. It was
the financial questicn beccuse in cases cucy as these the guestion is,
essentially, money. Bhat less, if amv, +os the plaintiff Tikely to suffer
if the injunciion werc refused and i: subsequently turned cut that it ought
to have been granted? if there would be such Toss, what was the prospect
that the plaintiff would Le able to recover that loss from the defendant
after the action was decided? If he was likely to suffer loss and was
unlikely to recover it from the defendani. one would go on to ask the
corresponding question as to the defendent's potential loss and the
possibility of his recovering ii from the plaintiff on the hypothesis that
the injunction was granted but on the hearing of the action it turned out
that the plaintiff was nct entitled to thg injunction. It was a difficult
task, he conceded, bui the couri will veigh the conflicting factual evidence,
in so far as it is in conflict, in the affidavits.

Megaw LJ said {at 374):-

"Se. although one may not assess the strength of the
conflicting affidavits on issues of fact for the purposc
of forming a view as to thc chances of success of one party
or the other on the issue of liability, one has T¢ assess
the relavive strength of the conflicting affidavits on issues
of fact as to the finencial questions and .... any other
questions which mey be reievant te the balance of convenience, It
may be that this should be done by ithe court by reference to
broad impressions rather by any detailed analysis of the
evidence: but it sti1l necessarily involves z weighing of
conflicting faciual cvidence.”

1 am satisfied, although ! agree with attorney for the defendant
that the plzintiff coule nave put more malerial before the court on the
guestion of reputation. that whal has been safa about reputation is
sufficient to deal 1ti =he issue at this interlocutory stage. I cannot

ignore the evidence which s uncontroverved that che plaintiff has been

2w
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in business for the last i® years, has expanded his business throughout
the country so¢ that it now operates & outlets and that pizza has become
associated with his name over the years. The only inference I can draw
from that unchallenged evidence is that the plaintiff enjoys a reputation
in the pizza business and its pizza is held in high regard by the public.
Mo doubt, at the trial the plaintiff can demonsirate the volume of sales
it enjoys, the popularity of his outlets and, to a greater degree than

it has done here, that the pizza hes become associated with his mark or

nama.

Gnece 1 am satisficd that the plaintiff has established a prima
facie case for reputation and has sat cui the allegea acts of confusion

I have to consider whether there is a sericus issue vo be tried,

It has been said that at the end of the day the decision falls on
the judge, notwithstanding what one witness or anoiner way say, to
determine whether the nemes are so similar that it can or does cause
confusion. 1 think thati in doing s¢ one must take the two words and judge
them both by their Took and their sound. Lne must consider the goods to
which they are to be applied. (ne must 21so considcr not only the nature
and kind of customer who would be likely tc buy the goods, but all the
surrounding circumstances and what is 1ikely tc happen if each of those
names is used in a normal way as a name for the goods of the respective

owners.

If the case of & plaintiTf, as in this case is in the use of a
name that sounds so similar to his name as to crecte confusion then the
court will consider the names with reference to the ear as well as the
eye. Whether confusion eg. may arise in the course of a telephone
conversation must be considered. The courts do give weight to phonetic
as well as visual resemblances, but a mere accidental phonetic resemblance

(in the sense that the idea of the mark, once properly grasped, is quite
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different) to convince the court of deceptive resemblance calls for
something special. Whether the sound of one word resembles too nearly the
sound of another mus: nearly always depend on first impressions, for
obviously a person who is familiar with both words will neither be
deceived nor confused. It is the person whe only knows the cne word, and
perhaps an imperfect recollection of it, whe is likely to be deceived or
confused. 1 would think that a court will always make aliowance for

imperfect recollection and the effect of careless pronunciation.

Similarly, as regards the get-up on the defendant's boxes, there has
been much argument as te whether they are similar or not. Two marks when
placed side by side may exhibit many and various differences, yet the main
idea left on the mind by both may be the same. A persen acquainted with
one mark, and not having the two side by side for comparison, might well
be deceived, if the goods were allowed to be impressed with the second
mark, into the belief that he was cealing with goods which bore the same
mark as that with which he was acquainted. Thus a mark may represent eg.
a game of tennis; another mark may shocw players in a different dress and
in different positions and yet the idea conveyed by each may simply be
the game of temnis. (ne cannot expect @ person dealing with a mark to
remember the exact details of the marks upon the coods with which they
are in the habit of dealing. marks are remecmbercd by general impressions
or by some significant detail than by & photographic recellection of
the whole. And it would nct be unreasonable to assume that the owner may

have made somc variations of the mark for reasons of his cwn.

I have comsiderable reluctance, at this stage of the proceedings to
express any vicw about the similarity or otherwise of the two names or
the get-up on the boxes. That would, in my view, improperly interfere with
the function of the trial judge. Suffice it to say ihat from what has

been put before me and from what I have said, there is a serious issue

P
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to be tried. The plaintiff has shown thai it is entitled to the mark and
has been trading under it for some 18 years. It has shown that it has a
reputation to maintain. It has shown that confusion has arisen between

the twe businesses as a result of the iafringemens and passing off by the
defendant by the alleged use of a name SO closely resembling its own name.
The public has been confusing the cefendant's business with that of the
plaintiff and the plaintiff has alleged that it would suffer irreparable
harm if the defendant is not restrained ai this siage. That, to me, is

a serious issue tc be tried.

I now turn to the balance of convenience. According to liegaw LJ. one
has to assess the relative strength of the conflicting affidavits on issues
of fact, in so far it is in coenflict, as ©o the financial guestions and....
any other guestions which may be relevant to the balance of convenience.

It may be that this should be donc by the court sy reference to broad
impressions rather by any detailea analysis of the evidence:but it still
necessarily involves a weighing of conflicting factual evidence. In Dunhill
the court drew the inference of impropriety on the part of the defendant
when it observed that in two magazines the plaintiff's mark “Dunhill" was
used instead of the defendant's name "Christopher punhill”. No plausible
explanation, in the court's view. had Leen given for the use. In this case
the defendart does not challenge the plaintiff that the public is confusing
the two businesses. If such confusion is being creaied, and at this stage

1 see no reason to disbelieve the plaintiff, then the plaintiff is likely
to suffer loss to its reputation, which is in issue, if the defencant is
allowed to continue to irade under its name. As Roskill Ld said (at 365)

in Dunhill “damage to reputatien is in general & very difficult thing to
quantify". Attorney for the defendant submitted that pizza was a common
food; it was a bake with some olives and mushrooms on it with a bit of

cheese. How cculd anyone have a reputation in such a common food? I{ is
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indeed common food but sc is all food. The founder of Kentucky Fried Chicken
would turn in his grave if someone were 1o suggest that chicken is common
food. The issue, in my view, is not in the quality but in the popularity

of the item. A man can take rice, for cxample, tho staple food of

millicns, turn it into a delicacy, call it by a fancy name and make a fortune.
In time he would establisit a reputation for the name since people will
associate the delicacy with that namc. 11 the court deny him relief if
someone attempted to 'cash in' on the name simply because it was common
food? [ hardly think so. S$imilarly. the plaintiff hos taken a bzke, livened
it up, so to speak, put a name to it (Mario's Pizza) and has been

successful with it over the Tast 18 ycars. So successful that it has been
able to expand ihe business extensively. It is beyond 2 pre-adventure of

a doubt that it has a reputation to maintain.

The defendant. on the cther hand, has enterad the market recently.
I cannot ignore the circumstances under which it has entered that market.
It never traded in pizzas before. In fact, the enterprise was only established
and commenced business in Hovember 1988. It has no reputation to maintain.
It operates onc outlet. 1 am ﬁot told what caused the defendant to enter
the pizza business but it cannot go unncticed that it entered the business
after the plaintiff vacated the premises and began cperating from the
very premises. I{ was argued that the plaintiff’'s representatives were
well aware that the defendant intended to operate a pizza business there
and weuld be calling it "Mariano's Pizza". This, it was submitied,
created a sort of an estoppel. ATl. this is in issuye. The plaintiff
has denied that it was ever so aware. lhen one, however, puts the fact
that the defendant has moved into the -shoes of the plaintiff, so io speak,
on the vacation of the premises and has called its operation by a name;
which the plaintiff complains, sounds or closely resembles its own and

when one Tooks at the get up of the defendant's boxes which appear to have

FE R,
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such a striking similarity {although cn a close scrutiny one can find
dissimilarities) and reads the instances of confusion alleged by the
plaintiff, one cannot help but wonder whether the purpose of so doing was
really te pass off its business as that of the plaintiff; a sort of
cashing in on the plaintiff's reputation. As it now stands, the admissibie
evidence on the part of the plaintiff - admissible on a motion by way of
challenge though not sufficient for the purposes of a trial,; induces me
to hold, as I do held, that the use of the name by the defendant was made
with a view to obtain the benefit of the plaintiff's trade. I wish te
emphasise that I do not pretend to come to any conclusion or to make any
finding on this and my view is strictly confined to determining the

balance of convenience.

The other aspect of the 'financial question’ to which I must address
my mind is the question of the abilily of either party to meet a claim
for damages. The plaintiff is a large organisation; it opcrates 8 outlets
in the country and there is nothing to suggest that it will be unable to
meet a claim for damages if the defendant should ultimately succeed at
the trial. The defendant, cn the other hand, is still an infant. I have
nothing to indicate what its financial position is and, as I said above,
it operates cne cutlet. It does not appear to cwn the fixtures if the letter
relied on as proof of notice of the intended business referred to above
is any indication. If the injunction were denied and the plaintiff were
to succeed ai the trial, it is doustful, on what is before me, (or should
I say - what is not uefore me} wheiher the defendant could meet a claim

for damages.

Then there is the question of delay. In this case there has been a
complaint of unexplained delay on the pari of the plaintiff and that delay
is sufficient o deny the relief sought. Iv will undcubtedly have an

effect on the balance of convenience. belay may cause the Court to refuse
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an interlocutory injunction, especially if the defendant has built up a
trade in which he has notoriously uscd the mark. Delay, moreover, may
prevent conduct which would at first be an infringement from being
caleulated o deceive and where the infringemenis are numerous and
notorious, may amount to abandonment of a trade pmark, But delay is nct
a bar where it can be cxplaimed away, where for instance it takes place
in order that the plaintiff mey obitain eviaence necessary to establish

his case.

It is truc thet in crdinary infringement cases, where it is alleged
that the mark has been copied, the wwner is not bounc to wait before taking
action to see whether his customers will in fact be deceived, for the
very life of the mark depends upon the promptitude with which it is
vindicated. In this case, however, where the claim is that the name and
the get-up of the defendant is a colourable imitation of the plaintiff's
name and mark, the plaintiff, in my view, {(because the circumstances are
such that it must establish confusion in the minds of the public in both
the passing off and infringement claims) had¢ to obtain evidence of confusion
in order to found its claim. & plaintiff in those circumstances can wait
to see if confusion dJdoes arise. If it did not it could be met with the
unanswerable argument that it had nct established 'eonfusion'. The extent
of that confusicn is always a matter of opinion - one may consider one
instance sufficient while another may see the need for several. I dc not

pretend tc determine such an issue. In Lee v Haley (1869-70) 5 L R Ch

App 155 a similar delay occured (August to November) and Giffard LJ held
at the interlocutory stage that the plaintiff was quite justified in waiting
until they could collect a sufficient number of cases to prove to the court

that the proceedings complained of actually did deceive the public.

The defendant in this case started its business in Hovember 1588,

a letter before action was writtem in February 1986 {although returned
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nynclaimed") and the writ was filed in Harch 1989. The plaintiff has not
said when the information as to confusion came to its attention - it may
have been in January 1989 or as late as February - but. according to the
affidavit of HWr Harford, the last incident of confusion was in January
1989. This should have certainly been explained.but it is of no moment in
view of my findings. The letter before action was written in February 1989
and although the letter was unclaimed it would not be unreasonable for

the plaintiff to allow some reasonable time to elapse before instituting

proceedings.

I em ever mindful in dealing with the question that one must not only
look at delay in isolation vis a vis the plaintiff Lut one must consider
whether there has been, or will likely to be, any prejudice to the
defendant as a resuli of the delay. In this case I can see none. The
defendant operates one outlet and there is nothing before me to suggest that
that operation will be in any way affected by the relief sought. I have
no doubt that it will be put to some inconvenience and cost if an
injunction is granted against it in terms of the relief sought, but I
cannot see how that will affect its trading in pizza. There is nothing
before me to sugges:i that it has acquired any sort of reputation that must
be protected and, in such a short space of Time, any reputation would

still be in an embryonic form.

In the Tight of what I have said with respect to the need to obtain
the evidence of confusion before proceeding, being aware that 'one
sparrow doth not a summer make' and there being no apparent prejudice
to the defendant I du not consider that there has been such inordinate
delay on the part of the plaintiff tc be sufficient for me to deny the
relief it seeks at this stage. The balance of convenience, in my view,

tilts in favour of the plaintiff,
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I shall therefore grant an injunction in the terms of paragraph 2
and 3 of the amended notice of motion and order that the defendant change
that part of its name (Mariano's) within 30 days from the date hereof.

The costs shall be costs in the cause, fit for attorney/advocate.

in order tc minimise any potential loss which the defendant may suffer
in the event that I am wrong I shall crder an earty trial. The plaintiff
has already served the Statement of Claim. The defendant shall serve its
defence within i4 days. The reply, if any shall be served within 7 days
thereafter. The matter shall be set down on the 1list for trial before a
judge without a jury in the first civil court in Port of Spain in Qctober

1986. The estimate¢ length of trial is 3 days.

Dated this 29th day of May 1589.

Roger Hamel-Smith
Judge.



