Européisches European Office européen

0)) Patentamt Patent Office des brevets
GroRRe

Enlarged Grande
Beschwerdekammer Board of Appeal Chambre de recours

I nternal distribution code:
(A) [X] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(© [ ] To Chairnen

(D) [ 1 No distribution

DECI SI ON
of 8 April 2004

Case Nunber: G 0002/ 03
Application Nunber: 86902998. 3
Publ i cati on Nunber: 0220273

| PC; C12Q 1/ 70
Language of the proceedi ngs: EN

Title of invention:
Synthetic antigens for the detection of aids-related di sease

Pat ent ee:
GENETI C SYSTEMs CORPORATI ON

Opponent s:
Roche Di agnostics GrbH
Dade Behring Marburg GrbH

Headwor d:
Di scl ai ner/ GENETI C SYSTEMS

Rel evant | egal provisions:

EPC Art. 52, 53, 54(2)(3)(4), 56, 57, 60(2), 84, 87(1), 112(1),
123(2)(3), 139(2)

EPC R 27(1)(b), 29(1)

Keywor d:

"Allowability of disclainmers - delimtation against state of
the art under Article 54(2) and (3)(4) - accidental
anticipation - exclusion of subject-matter not eligible for
pat ent protection”

"Drafting of disclaimers - requirenents of clarity and

conci seness”

EPA Form 3030 06. 03



Deci sions cited:

G 0005/83, G 0001/93, G 0002/98, T 0013/84, T 0292/85,
T 0313/86, T 0170/87, T 0301/87, T 0238/88, T 0939/92,
T 0074/93, T 0608/96, T 0323/97, T 1071/97, T 0351/98,
T 0451/99, T 0507/99

Headnot e:

1. An anendnent to a claimby the introduction of a
di scl ai mer may not be refused under Article 123(2) EPC
for the sole reason that neither the disclainmer nor the
subj ect-matter excluded by it fromthe scope of the
claimhave a basis in the application as filed.

2. The following criteria are to be applied for assessing
the allowability of a disclainmer which is not disclosed
in the application as filed:

2.1 A disclainmer may be allowable in order to:

- restore novelty by delimting a claimagainst
state of the art under Article 54(3) and (4) EPC

- restore novelty by delimting a claimagainst an
accidental anticipation under Article 54(2) EPC,
an anticipation is accidental if it is so
unrelated to and renote fromthe clained invention
that the person skilled in the art woul d never
have taken it into consideration when making the
i nvention; and

- di scl ai m subj ect-matter which, under Articles 52
to 57 EPC, is excluded frompatentability for non-
techni cal reasons.

2.2 A di scl ai mer should not renpbve nore than is necessary
either to restore novelty or to disclaimsubject-matter
excluded frompatentability for non-technical reasons.

2.3 A di sclainmer which is or becones relevant for the
assessnment of inventive step or sufficiency of
di scl osure adds subject-matter contrary to
Article 123(2) EPC

2.4 A claimcontaining a disclainer nust neet the
requirenents of clarity and conci seness of Article 84
EPC.
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Summary of Facts and Subm ssi ons
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Techni cal Boards of Appeal 3.3.4 and 3.3.5 have
referred simlar points of law to the Enl arged Board of
Appeal under Article 112(1)(a) EPC

In its decision T 507/99 (QJ EPO 2003, 225 -

Di scl ai ners/ PPG, Technical Board of Appeal 3.3.5
referred the followi ng points of law to the Enl arged
Board of Appeal (case nunber G 1/03):

1. | s an anmendnent to a claimby the introduction of
a di scl ai mer unal | owabl e under Article 123(2) EPC for
the sole reason that neither the disclainer nor the
subj ect-matter excluded by it fromthe scope of the
claimhave a basis in the application as fil ed?

2. If the answer to question 1 is no, which criteria
are to be applied in order to determ ne whether or not
a disclaimer is allowable?

(a) In particular, is it of relevance whether the

claimis to be delimted against a state of the art
according to Article 54(3) EPC or against a state of
the art according to Article 54(2) EPC?

(b) Is it necessary that the subject-matter excluded
by the disclainer be strictly confined to that
di sclosed in a particular piece of prior art?

(c) Is it of relevance whether the disclainmer is
needed to make the cl ai med subject-matter novel over
the prior art?
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(d) Is the criterion applicable that the disclosure
nmust be accidental, as established by prior
jurisprudence, and, if yes, when is a disclosure to be
regarded as being accidental, or

(e) is the approach to be applied that a disclainer
which is confined to disclaimng the prior art and has
not been disclosed in the application as filed is

al l owabl e under Article 123(2) EPC, but that the

exam nation of the subject-matter clained for the
presence of an inventive step has then to be carried
out as if the disclainmer did not exist?

In the proceedi ngs which gave rise to the referral, the
proprietor was faced with novelty objections, the first
based on state of the art pursuant to Article 54(3) and
(4) EPC, the second based on state of the art pursuant
to Article 54(2) EPC. In order to overcone these

obj ections, the proprietor introduced two disclainers
into sone of the independent clains. The referring
Board consi dered none of themto have been disclosed in
the application as filed. Since, in a decision

(T 507/99, dated 28 August 2002) preceding the
referral, the Board considered the clains in suit to
nmeet the requirenents of novelty and inventive step and
had no other objections to the anmendnents, the question
of the allowability of the disclainers under

Article 123(2) EPC was held to be decisive for the

out come of the case.

Board 3.3.5 reviewed the established case | aw, which
under certain circunstances all owed disclainmers having
no basis in the application as filed. This case | aw had
been fundanmentally called into question in decision
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T 323/97 (QJ EPO 2002, 476), which held that the
introduction of a negative feature into a claim
resulting in the exclusion of certain enbodi nents was,
regardl ess of the nane "disclainer”, nonetheless an
amendnment governed by Article 123(2) and (3) EPC. It
concl uded that the mai ntenance of the practice of the
earlier decisions to admt disclainers having no basis
in the application as filed could not be justified.
Whereas decision T 323/97 dealt wth a case in which
the disclainmer was intended to delimt the claim

agai nst state of the art under Article 54(2) EPC, its
findings were not restricted to this situation. Cases
in which the disclainmer was intended to delimt the

cl ai magai nst a prior application under Article 54(3)
EPC were al so covered. In view of the resulting
uncertainty as to the allowability of disclainers,
Board 3.3.5 saw a need for the issue to be clarified.
In addition, Board 3.3.5 found anmbiguities in the
establ i shed practice concerning disclainers. As to the
drafting of disclainers, different positions had been
taken in respect of the question whether a disclainer
had to be strictly confined to the subject-matter
disclosed in the state of the art. As to the situation
of a so-called accidental anticipation, different
criteria had been applied for assessing whether a

di scl osure was acci dental or not.

In its decision T 451/99 (QJ EPO 2003, 334 - Synthetic
ant i gens/ GENETI C SYSTEMS), Techni cal Board of Appeal
3.3.4 referred the follow ng point of lawto the

Enl arged Board of Appeal (case nunber G 2/03):
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Is the introduction into a claimof a disclainer
not supported by the application as filed

adm ssible, and therefore the claimallowable
under Article 123(2) EPC, when the purpose of the
disclaimer is to neet a | ack-of-novelty objection
pursuant to Article 54(3) EPC?

| f yes, what are the criteria to be applied in
assessing the adm ssibility of the disclainer?

In the proceedi ngs which gave rise to the referral, the
proprietor was faced with a novelty objection based on
state of the art pursuant to Article 54(3) and (4) EPC
In order to overcone the objection, the proprietor
introduced a disclainmer into Claim1l of the main
request excluding individuals froma generically
defined group. Neither the excluded individuals nor the
remai ni ng menbers of the group were specifically
mentioned in the application as filed. Since the Board
considered the claim including the disclainmer, to neet
the requirenents of clarity and novelty, and had no

ot her objections to the anendnents, the question of the
allowability of the disclainers under Article 123(2)
EPC was consi dered decisive for the outcome of the

case.

Decision T 451/99 also inferred froman anal ysis of

T 323/ 97 (supra) and a survey of the preceding case | aw
on disclainmers that a referral under Article 112(1) EPC
was necessary. For a proper consideration of the
problem it considered the points nentioned bel ow

rel evant.
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The word "disclainer" should be under st ood as
defined in T 323/97, ie an anendnment to an
al ready existing claimresulting in the

i ncorporation of a "negative" technical feature.

In view of the principles set out in G1/93 (QJ
EPO 1994, 541), an added feature was not to be
consi dered as subject-matter extendi ng beyond the
content of the application as filed, if it nerely
excl uded protection for part of the subject-
matter of the clained invention as covered by the
application as filed w thout providing any
technical contribution to it.

| f decision T 323/97 were to be confirned, this
woul d invalidate under Article 123(2) EPC granted
clainms incorporating a disclainmer in accordance
with earlier case law. I n consequence of the
"inescapabl e trap" situation, the deficiency
could not be renedied by deleting the disclainer.
Since the use of disclainmers was a w despread
practice, the answers to the referral would have
a significant inpact on quite a nunber of patents
al ready granted.

Wth reference to Article 54(3) EPC, the
particul ar situation of an applicant who coul d
not draft its application in such a way as to
avoid an overlap with the prior art unknown to it

had to be taken into consideration.
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Position of the parties to the proceedings

In their witten subm ssions and in the oral
proceedi ngs before this Board on 8 Decenber 2003, the
parties in essence submtted the follow ng.

The proprietor in G 1/03 requested that the questions
in G 1/03 be answered as foll ows:

Question 1: no

Question 2(a): no

Question 2(b): yes, but without conpromsing clarity
and conci seness of the clains

Question 2(c): yes

Question 2(d): no

Question 2(e): yes

In summary, it was of the opinion that a disclainer
shoul d be allowable if the follow ng requirenents are
ful filled:

(1) an anticipatory disclosure of a prior art
docunent is excluded in order to establish
novelty over that prior art reference, or the
range of a clainmed subject-matter that is not
wor kabl e i s excl uded;

(i) t he wording of the disclainmer should as closely
as possible be confined to the disclosure of the
prior art reference to be excluded, w thout
contraveni ng conci seness and clarity of the
cl aims; and
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(iii) the clainmed subject-matter should be exam ned for
t he presence of an inventive step as if the
di scl ai mer did not exist.

In its view, this approach would ensure that the
applicant (in the following no distinction is nmade

bet ween the applicant and the proprietor) is not
allowed to inprove its position by adding subject-
matter not disclosed in the application as filed, which
woul d give it an unwarranted advantage and coul d be
damaging to the legal certainty of third parties
relying on the application as filed.

The proprietor in G 2/03 defined its position on the
basis of the nore detailed questions in case G 1/03.
The answers requested by it correspond to the requests
of the proprietor in case G 1/03 with the exception of
guestion 2(d). Wthout suggesting a specific answer to
this question, it submtted that the first question to
be posed regarding a disclainmer is not to know whet her
or not it nmakes the clainmed subject-matter novel, but
to determ ne whether the disclainmer ains only at
excluding a portion of subject-matter of the claimand
does not provide any technical contribution, which is
the formal exam nation under Article 123(2) EPC in
accordance with decision G 1/93 (supra).

The opponent in case G 1/03 requested that the
guestions in this case be answered as foll ows:

Question 1: no

Question 2(a): for clains to be delimted against state
of the art according to Article 54(3)
EPC. yes,
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or against state of the art according to
Article 54(2) EPC. no

Question 2(b): yes

Question 2(c): yes

Question 2(d): no

Question 2(e): not applicable for prior art in
accordance with Article 54(3) EPC

It submtted that, for reasons of |egal certainty,
third parties had to be made aware with effect from
publication of the application of all elenents
necessary to assess the scope of the patent they had to
face. The application as filed was the basis for any
claimdefining the extent of protection. The

i ntroduction of a disclainer resulted in an amendnent
on a basis different fromthe application as filed, and
was, therefore, contrary to Article 123(2) EPC. Hence,
no di sclainmers should be allowed to exclude state of
the art according to Article 54(2) EPC. There shoul d be
no exception for an accidental anticipation since al
state of the art was relevant. In addition, in the
absence of precise criteria it was inmpossible for third
parties to evaluate the accidental character of an
anticipation. It also argued that a |iberal practice in
al l owi ng di sclainers would inpede the harnonization of
patent |aw in Europe. Considering the vague limts of a
concept for undisclosed disclainmers it was to be
expected that not all national jurisdictions would
foll ow the EPO and an additional elenent of |ega
insecurity would be created. An exception was only
justified with respect to prior art according to
Article 54(3) EPC in order to give the applicant the
opportunity to exenpt state of the art which he could
not have been aware of when filing the application. The
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di scl ai mer should only exclude the disclosure in the
earlier application but nothing else. The prohibition
of disclainers in other cases could induce applicants
to inprove the quality of their applications and
thereby facilitate grant proceedings.

Opponent 01 in case G 2/03 requested that question 1 in
this case be answered in the negative. In respect of
guestion 2, it referred to the questions in case G 1/03
and requested they be answered as foll ows:

Question 1: no
Question 2(a): no
Question 2(b): the part of a claimexenpted by a
di scl ai mer nust at |east cover the
novel ty-destroyi ng disclosure of the
state of the art;
Question 2(c): a disclainmer should be all owabl e under
the foll ow ng conditions
- to restore novelty in respect of a
docunent of the state of the art;
- to overcone objections under
Article 52(4) and Article 53 EPC,
- to exclude isol ated enbodi nents which
do not solve the problem
- the disclainmer does not contribute to
t he assessnent of inventive step;
Question 2(d): the criterion of accidental anticipation
shoul d be applied as defined in the
previ ous case |aw T 608/ 96, and
Question 2(e): inventive step in respect of a claimhas
to be assessed wi thout considering the
di scl ai ner.
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(5) OQpponent 02 in case G 2/03 sunmarized its position as
fol |l ows.
(1) Whenever possible, the clainmed subject-matter

shoul d be delimted against the cited state of
the art by positive technical features in
accordance with the provisions of the EPC, in
particular Article 84 and Rule 29(1).

(i) Di sclainers should be allowed only in exceptional
cases and after careful consideration of the
i ndi vidual case, if clarity and conci seness
cannot be achi eved satisfactorily without a
di scl ai mer and provided that safeguards prevent
t he applicant from obtaining an unjustified
advant age.

(iii) A disclainmer should not be allowed if it excludes
a teaching fromthe specification which the
person skilled in the art cannot derive
i mredi at el y and unanbi guously fromthe state of
the art. Moreover, for reasons of |egal
certainty, as arule, a multiplicity of
di scl ai mers shoul d not be all owed.

V. The coments of the President of the European Patent
Ofice

The President of the EPO was invited to coment in
accordance with Article 11a of the Rules of Procedure
of the Enlarged Board of Appeal. He expl ai ned,
referring to the Guidelines for Exam nation in the EPO
Clll, 4.12 and C- VI, 5.8b, that the practice of the
first instance departnments was in line with the

0688. D
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establ i shed case law. In view of the referrals of
Boards 3.3.4 and 3.3.5, proceedings before the first

i nstance in cases whose outcone depended entirely on
the answers to the referred questions of |aw woul d be
adj our ned pendi ng the Enl arged Board of Appeal's
ruling. Dealing with the objections to that case | aw
put forward in T 323/97, he took the position that the
ri ght approach to assessing the allowability of

di sclaimers not based on the original disclosure should
be taken fromthe principles set out in G 1/93 (supra).
The categorical view taken in T 323/97 that

Article 123(2) EPC rul ed out any unsupported di sclai ner
was not justified. Delimting a claimby the

i ntroduction of such a disclainer should, under certain
ci rcunst ances, be all owabl e under Article 123(2) EPC,
provi ded that the disclainer nerely excluded protection
for part of the subject-matter as clainmed and did not
inmpart inventive step to a teaching which was obvi ous.
Al'l ow ng unsupported disclainers in exceptional cases
woul d mai ntain the existing bal ance between the
practical needs of applicants and the interests of
third parties in |legal certainty. The introduction of a
disclaimer was legitimate, if the applicant encountered
a situation which he could not have anticipated when he
originally drafted his application; for exanple, the
cases of state of the art under Article 54(3) EPC or of
an accidental anticipation. In addition, it should be
possi bl e to take account of exclusions from
patentability by introducing a disclainmer, as foreseen
in the Guidelines for Exam nation in the EPO, C 11,
4.12 and 6, and especially CG1V, 2a, 3 and 4.6.
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Statenents by third parties

Organi sations representing interested circles

Statenents were filed by the Institute of Professional
Representatives before the EPO (epi), the Fédération

I nternational e des Conseils en Propriété Industrielle
(FICPI), the Chartered Institute of Patent Agents
(CPA UK), the Chem cal Industries Association (ClA,
UK) and the Intellectual Property Advisory Committee of
t he Bi ol ndustry Association (BlA UK).

Al statenents favoured allowi ng disclainers to
overconme state of the art objections under

Article 54(2), as well as under Article 54(3) EPC. This
position was | argely based on the understanding that a
disclaimer is a partial waiver of the right to the
patent, does not provide a technical contribution to
the subject-matter of the clained invention within the
meani ng of decision G 1/93 (supra, Reasons, point 16)
and shoul d not be considered as a technical feature.
Sonme statenents argued that an acknow edgenment of prior
art is not added matter under Article 123(2) EPC, since
it is not part of the subject-matter of the invention,
and deduced therefromthat an anmendment limting the
claimaccordingly is based on the description but not
on new matter. A further conplication was seen to arise
if the priority is not acknow edged in opposition and

t he di scl ai mer becones unal | owabl e for this reason

This was considered very hard on the proprietor.

Al'l organisations took the view that it should not be
necessary for a piece of prior art under Article 54(2)
EPC to be accidental for it to be disclainmed. It was
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submtted that such a distinction is not derivable from
the EPC and that different criteria had been applied in
the case |law for the assessnent of whether or not a

pi ece of prior art was to be considered as an

"acci dental anticipation”.

Since all organisations started fromthe prem se that

t he di scl ai mer cannot provide a technical contribution,
t hey agreed that the disclainer should be ignored when
exam ning inventive step and could not be used to

strengthen argunents on inventive step.

The statenents enphasi zed that disclainmers are
necessary to enabl e applicants to cope with situations
whi ch could not be foreseen when drafting the
application. If no possibility was available to delimt
a claim all theoretically possible fall-back positions
woul d have to be included in the description. This
woul d consi derably increase the cost of drafting and
transl ati ng patent specifications.

| ndi vi dual statenents

A nunber of statenents was received from authorised
representatives and fromindustry. Most of them were
basically in line with the statenents from

organi sations. An exception was one of the statenents
fromindustry which took the nost restrictive position
concerning the allowability of disclainers. It started
fromthe prem se that a disclainmer contains information
not contained in the original application and that this
conflicts with Article 123(2) EPC, even if it restricts
t he scope of the patent. The |egal ground for allow ng
di scl aimers was based on equitable principles rather
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than on a provision in the EPC. Therefore, on a case-
by-case basis all relevant facts and circunstances had
to be taken into account. In T 351/98 of 15 January
2002 (not published in Q3 EPO, the disclainmer had been
seen as justified by the fact that the state of the art
to be excluded was a third-party prior application, so
that the later applicant could not know of its contents
and could not forrmulate the originally filed clains to
avoid its contents. This reasoning inplied two
prerequisites for the allowability of disclainmers in
Article 54(3) EPC cases: there should be no alternative
amendnent possible in order to avoid an unreasonably
extensive restriction and the applicant could not have
known of the relevant docunent. Wth respect to the
|atter prerequisite, a disclainmer should neither be

al l oned when the prior application was published
between the priority date and the filing date of the
application in question nor when the prior application
originated fromthe applicant itself (self-collision).

Di sregarded statenents

One statenment was filed anonynously and anot her one was
received after the oral proceedings at the end of which
t he debate had been cl osed. Neither has been taken into
account by the Enlarged Board.

Both referring decisions describe in detail the

previ ous case |law as well as decision T 323/97, which
pronpted the referrals. Further information can be
found in Case Law of the Boards of Appeal of the EPO
4t h ed. 2001, Sections |I.D.6.15, 11.B.1.2.1 and, in
particular, I1l1.A 1.6.3. In view of this conplete and
readily avail able information, the Enlarged Board
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refrains fromgiving a further review of the previous

case | aw.

It appears, however, worth mentioning that between the
decision T 323/97 of 17 Septenber 2001, which deviated
fromthe established practice, and the first referral
in decision T 507/99 of 20 Decenber 2002, no further
decision foll owed the approach taken in T 323/97.

Reasons for the Decision

1.2

1.3

0688. D

Both referrals are adm ssi bl e.

This is evident in case G 1/03 in which the final
decision of the referring Board is directly dependent
on the adm ssibility of the disclainmer (see point II
above).

In case G 2/03 not all substantive requirenents have
been exam ned so far by the referring Board. In the end,
the allowability of the disclainmer may turn out to be
irrelevant, should the requirenent of inventive step

not be fulfilled. Neverthel ess the point of |aw arises
out of the context of the case pending before the
referring Board and the formal allowability of the

cl ai med subject-matter is normally exam ned before the
substantive requirenents. Therefore, the referral was
justified.

In his comments, the President of the EPO raised a
probl em not addressed in the referring deci sions,

al t hough conprised in the rather general introductory
part of question 2 in decision T 507/99. He submtted
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that, in addition to overlaps between the cl ai ned
invention and the prior art, conflicts with

Article 52(4) EPC and Article 53(a) or (b) EPC m ght be
equal |y unforeseeable for applicants, who could only be
expected to take account of existing EPC provisions and
EPO case | aw and practice on exclusions from
patentability. Al though this problem does not arise in
the cases in question in the referring decisions, the
Board considers it appropriate to deal with it inits
answers. The problemis of considerable practical

rel evance and the other questions which result directly
fromthe cases giving rise to the referrals require a
general statenent of the principles applying to the

al l owability of disclainers.

2. Al l owability of disclainers

I n accordance with consistent practice, the term
"disclainmer"” is used hereafter as neani ng an anendnent
to aclaimresulting in the incorporation therein of a
"negative" technical feature, typically excluding from
a general feature specific enbodinents or areas. Mre
specifically, the Enlarged Board of Appeal has to dea
with the allowability of disclainmers which have not
been disclosed in the application as filed. In this
context, the term "unsupported" disclainmer is used in
T 451/99, the President's comments and third parties
observations. The expression "unsupported" is avoi ded
in the foll ow ng reasons, since the term"support" in
Article 84 EPC has a different neaning. Instead, the

expressi on undi scl osed is used.

The nost far-reaching argunent put forward in favour of
disclaimers is that a disclainer is a nere voluntary

0688. D
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restriction by which the applicant abandons part of the
cl ai med subject-matter, and that, therefore, a

di scl aimer per se is not a technical feature of the
claim cannot violate Article 123(2) EPC and shoul d

al ways be all owed. The Board cannot agree with this
concl usion. Any anmendnment to a claimis presuned to
have a technical neaning, otherwi se it would be usel ess
to have it in the claim In any event, a feature

wi thout a technical nmeaning would not restrict the
scope of a claim

A related but nore imted question is whether a
feature with a technical nmeaning contributes to the
techni cal teaching in the application or to the
subject-matter of the clainmed invention, a question
dealt with in decisions G 1/93 and G 2/98 (supra).

G 1/93, concerned with the relation between paras. (2)
and (3) of Article 123 EPC, makes a distinction between
features providing or not providing a technical
contribution to the subject-matter of the clained

i nvention. According to the decision, the latter
features, which nmerely Iimt the protection, are not to
be consi dered as subject-matter which extends beyond
the application as filed (Order, point 2). G 2/98,
dealing with the requirenent of "the sanme invention"” in
Article 87(1) EPC, held that no distinction should be
made between technical features which were related to
the function and effect of the invention and technical
features which were not (Reasons, point 8.3). Decision
T 323/ 97 concluded that the considerations in G 2/98
were al so applicable to the introduction of a

di sclaimer since it was not possible to assess with
certainty whether or not the limtation achieved by the

negative feature involved a technical contribution to
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the clained invention. For exanple, additional state of
the art m ght necessitate a redefinition of the
techni cal problem which m ght nmake a docunent rel evant
to the invention which originally appeared renote from
It.

The question answered in T 323/97 in the negative is
exam ned belowin relation to the different situations
arising in the present proceedings.

State of the art under Article 54(3) and (4) EPC
Conflicting applications

Both referring decisions pose the question whether an
undi scl osed di scl ai rer may be al |l owabl e when its
purpose is to neet a |ack-of-novelty objection pursuant
to Article 54(3) EPC.

For a proper interpretation of the |aw, the purpose of
Article 54(3) EPC has to be taken into account. The
probl em of how a |l ater application should be affected
by an earlier application which had not been published
at the filing or priority date of the later application
arises in all patent systens. Traditionally, there

exi sted two solutions to this problemin Europe.
According to the "whol e contents"” approach, the prior
application was included into the state of the art. For
subject-matter already disclosed to the patent office,
no patent should be granted. Before the harnonization
of substantive patent law in Europe, this was the
position in the non-exam ning countries Bel gi um and
France. According to the "prior claim approach, the
clainms of the |ater application had to be conpared with
the clains of the earlier application in the granted
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version. The purpose of this approach was to avoid
doubl e patenting. This was the situation in exam ning
systens such as those in Austria, Cermany, the

Net herlands and in the United Kingdom and remains so
in Switzerland (Reinmer, Europaisierung des Patentrechts,
Minchen 1955, S. 19 ff; Banks, The British Patent
System London 1970, Chapter 10). In Article 4(3) and
Article 6 of the Strasbourg Convention of 1963 on the
Uni fication of Certain Points of Substantive Law on
Patents for Invention, both approaches were all owed.
The fact that it was not possible to reach agreenent on
a single solution shows that this was one of the nost
controversial questions dealt with in the Strasbourg
Convention (see in detail Pfanner, Vereinheitlichung
des materiellen Patentrechts i m Rahnmen des Europarats,
GRUR Int. 1964, 247, at p. 249, et seq.).

Sim | ar discussions took place in the preparatory work
to the EPC (see van Enpel, The G anting of European
Patents, Leyden 1975, notes 98, et seq.). In
particular, interested circles al nbst unani nously
preferred the prior claimapproach. In the end a
conprom se was reached: although eventually the whole
contents approach was accepted, at least in principle,
it was qualified in inportant respects. Unpublished
applications were included in the state of the art to
be considered by the EPO only for the purpose of

exam ning novelty (Article 54(3) in conjunction with
Article 56, 2nd sentence, EPC). National applications,
even for the sanme territory, were not included
(Article 54(3) in conjunction with Article 139(2) EPC)
and the novel ty-destroying effect applied only to the
countries designated in both applications

(Article 54(4) EPC). Although the difference between
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t he approaches may be said to originate fromdifferent
pat ent phil osophies, evaluating the interests of the
earlier and the later applicant, his conpetitors and
the public differently (van Enpel, supra, point 100),
the final decision opting for the whole contents
approach as descri bed above was based on two practical
considerations. First, the prior claimapproach entails
a substantial delay in the exam nation of the later
application, because it can only be applied after the
decision giving the final drafting of the clains of the
prior application. This was considered to inply an
intol erabl e period of uncertainty, in particular in a
system of deferred exam nation, which was under

di scussion at the Luxenbourg Inter-CGovernnent al

Conf erence (Pfanner, supra, at p. 251). Second, the EPO
was not a conpetent body to assess the scope of
protection of the patent, since this had to be

determ ned for the conparison with the |ater
application under the prior claimapproach pursuant to
t he applicable national |aw For these reasons, the
prior claimapproach was not considered to fit into the
Eur opean patent system On the other hand, the whole
contents approach in its traditional form was
considered to be too strict and was qualified as
outlined above. In particular, Article 56, 2nd
sentence, EPC, restricting the effect of conflicting
applications to the assessnent of novelty, served the
pur pose of finding an acceptable solution for the
probl em of self-collision, since the |egislator did not
want to make a distinction between the cases of third-
party collision and self-collision (van Enpel, supra,
note 105 f).
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In summary, the final result cannot be said to

i npl ement the "philosophical" basis of the whole
contents approach, ie that nothing be patented that had
been di scl osed before to the patent office. On the
contrary, Article 54(4) EPC, restricting the effect of
an earlier application to the commonly designated
states, makes it clear that the provision intends to
avoi d doubl e patenting. This is confirmed by the

expl anat ory remarks concerning the EPC prepared by the
Net her|l ands as nodel argunents to be used by
governnents for the purposes of the ratification of the
EPC (Council|l Doc. R/ 1181/74 (ECO 146)(BC 32)). These
explain that the fictitious extension of the prior art
to cover earlier applications in Article 54(3) EPC
serves the purpose of avoiding simultaneous protection.
This has to be taken into account when assessing how
the conflict between two co-pending applications can be
solved in practice.

Article 54(3) EPC has the effect that, if two
applications have been filed for the sane invention,
the right to the patent belongs to the first applicant.
It is an inplenentation of the first-to-file principle
laid down in Article 60(2) EPC. The situation is clear
if both applications are identical. However, if there
is an overlap and the second application contains

subj ect-matter not covered by the disclosure of the
first application, the novelty-destroying effect of the
earlier application does not apply to the whole of the
second application. The question then arises whether or
not it is justified to give the first application an

ef fect which goes beyond the effect prescribed in
Articles 54(3)(4) and 56, 2nd sentence, EPC. Fromthe

| egal history outlined above, it is clear that the
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intention was to restrict the effect of the earlier
application as far as possible in order to avoid
unfairness resulting fromthe concept of a fictional
publication. Delimtation against an earlier
application was a traditional and well-known exercise
under the prior claimapproach (Banks Report, supra,
note 308). The result of the exam nation of the prior
application was decisive for the question of what was
left for the later application and, for the purpose of
defining this remaining portion, it was permssible to
add a disclainer to the original clainms in the later
application for the subject-matter protected in the
prior application (DPA, 9. Beschwerdesenat,
Mtteilungen der deutschen Patentanwdlte 1956, 237,
referring to the consistent practice of the

Rei chspatentant). It may be assuned that the highly
controversi al whole contents approach, as descri bed
above, woul d never have been accepted in the
preparatory work to the EPC, if it had been suggested
not only to extend the state of the art to be
considered for novelty by a legal fiction but also to
do away with the practice of delimtation against
earlier applications. Probably, the fact that van Enpel
speaks of delimtation between conflicting applications
based on the novelty criterion (supra, note 108)
reflects general thinking at the tinme the EPC was
draft ed.

In G 1/93 a difference was nmade between features
providing a technical contribution and features nerely
l[imting the protection conferred by the patent by
excluding protection for part of the subject-matter
(supra, Reasons, point 16). T 323/97 (supra, Reasons,
point 2.3) seeks to infer fromG 2/98 that such a
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distinction is no | onger possible. This conclusion is,
however, in clear contrast to what has been said by the
Enl arged Board of Appeal in that decision, where it is
expressly stated that the nmere exclusion of protection
addressed in G1/93 is a different legal situation from
t he question of whether or not the specific conbination
of all technical features present in a claimhas to be
consi dered when assessing whether there is identity of

i nvention between the previous application and the
application in which the priority is clained (supra,
Reasons, point 10). Therefore G 2/98 cannot be invoked
as an authority against allowng a disclaimer limting
t he clainmed subject-matter w thout affecting the
technical teaching in the application.

For the interpretation of Article 123(2) EPC, it may be
concluded fromthe foregoing (point 2.1.1) that the

pur pose of a disclainmer excluding a conflicting
application is nerely to take account of the fact that
different applicants are entitled to patents in respect
of different aspects of inventive subject-matter and
not to change the given technical teaching. The

di sclaimer splits the invention as a whole in tw parts:
in respect of the identical part, it preserves the
rights of the first applicant; for the rest, disclosed
for the first time in the later application, it
attributes the right to the second applicant. This
approach restricts the effects of Article 54(3) EPC to
resol ving the probl em of doubl e patenting.

Such a disclainer, only excluding subject-matter for
| egal reasons, is required to give effect to

Article 54(3) EPC and has no bearing on the technical
information in the application. It is, therefore, not
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in contradiction to Article 123(2) EPC. Applied in this
sense, the termdisclainer is justified also in its
literal meaning. An invention conprising different

speci fic enbodi ments or groups thereof has been

di sclosed in the application as filed, a part of which
is excluded fromthe requested protection, ie no | onger
cl aimed. The remaining subject-matter is not nodified
by the disclainer.

State of the art under Article 54(2) EPC
Acci dental anticipation

Question 2(d) in referring decision T 507/99 raises the
further problem whether a disclainmer may be all owabl e
in cases of accidental anticipation.

The concept of accidental anticipation is akin to the
situation of conflicting applications already discussed,
starting fromthe prem se that only novelty is at stake.
In the case of an accidental anticipation, the

exclusion of the unrelated state of the art is |ikew se
not intended to contribute to the inventive nerit of

the technical teaching given. Accidental anticipation
nostly occurs in the fields of chem stry and

bi ot echnol ogy but is not restricted thereto. A typical
situation is the follow ng: the clained invention
concerns a |large group of chem cal conmpounds wth
certain properties which are advantageous for a

specific use. One single conpound falling within the
group turns out to be known for a conpletely different
use and, therefore, only properties irrelevant to the
new use are known. In such situations it is felt to be
unfair if, in the absence of a basis in the application
as filed for a limting anendnent excluding the known
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conpound, that single conpound may represent a bar to
patenting the entire group. Quite often a use cl ai m may
be a fall-back position. Use clains, however, are a
nore limted formof protection conpared to product
clainms, and in the field of pharmaceuticals they nay be
excl uded under Article 52(4) EPC

Different definitions of accidental anticipation have
been put forward (see referring decisions T 507/99,
Reasons, point 7.3 and T 451/99, Reasons, point 11, et
seq.). Oten cited are decisions T 608/96 of 11 July
2000 and T 1071/97 of 17 August 2000 (both in Case Law,
supra, 1.C 2.11 and I11.A. 1.6.3). These say in simlar
terns that a disclosure is accidentally novelty-
destroying, if it was disregarded by the skilled person
faced with the problemunderlying the application,

ei ther because it belonged to a renote technical field
or because its subject-matter suggested it would not
help to solve the problem Thus, according to these
deci sions, the disclosure has to be conpletely
irrelevant for assessing inventive step. The individual
el enents of these and other attenpts to find an
adequate definition cannot be taken in isolation. The
fact that the technical field is renote or non-rel ated
may be inportant but is not decisive because there are
situations in which the skilled person would al so
consult documents in a renote field. Even |ess decisive,
as an isolated elenment, is the lack of a common problem
since the nore advanced a technology is, the nore the
probl em may be fornul ated specifically for an invention
in the field. Indeed, one and the sane product nmay have
to fulfil many requirenents in order to have bal anced
properties which make it an industrially interesting
product. Correspondingly, many problens related to
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different properties of the product may be defined for
its further devel opment. Wen | ooking specifically at

i mproving one property, the person skilled in the art
cannot ignore other well-known requirenents. Therefore,
a "different problem may not yet be a problemin a
different technical field. Wat counts is that froma
techni cal point of view, the disclosure in question
nmust be so unrelated and renote that the person skilled
in the art would never have taken it into consideration
when working on the invention (In this direction see

T 608/ 96, supra, Reasons, point 6, cited in the
referring decision T 507/99, Reasons, point 7.3.1).
This shoul d be ascertained wi thout |ooking at the
avai l abl e further state of the art because a related
docunent does not becone an accidental anticipation
nmerely because there are other disclosures which are
even nore closely related. In particular, the fact that
a docunent is not considered to be the closest prior
art is not sufficient to accept an acci dent al
anticipation (see however T 170/87, QJ EPO 1989, 441
Reasons, point 8.4.2).

Acci dental anticipation understood in the sense
outlined above not only corresponds to the literal
meaning of the term but also limts disclainers to
situations in which there is a justification conparable
to the case of conflicting applications for which the
allowability of disclainmers has been accepted above.
There is an apparent need for disclainmers in cases of
accidental anticipation, a need which in the past |ed
to a consistent practice which had never been contested
before T 323/97. Furthernore, Article 52(1) EPC
expresses the general principle that inventions in al
technical fields, which fulfil the substantive
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requi renents, are patentable (G 5/83, QI EPO 1985, 64,
Reasons, point 21). This has to be taken into account

when interpreting formal requirenents, at |east as far
as the purpose of the respective requirenment is not

i mpai red.

One reason for the problens which arise when assessing
the allowability of Iimtations in clainms are the rules
for determ ning what is disclosed, applied to general
concepts. According to the established case | aw of the
Boards of Appeal, the description of a general concept
does not disclose specific enbodinents falling within
the generally described area. This principle is derived
fromthe prem se that a specific teaching is not
directly and unanbi guously derivable froma general
teaching. It also applies to chem cal fornulae and the
i ndi vi dual conpounds conprised therein as well as to
ranges of val ues and individual values between the
defined limts. This approach allows the protection of
selection inventions based on val uabl e techni cal
contributions within a known area. On the other hand,

t his approach does not all ow undi scl osed specific
enbodi nents, as covered by the general concept in the
application as filed, to be considered as a basis for a
[imting amendnent.

It is true that the European patent system nust be
consi stent and the concept of disclosure nust be the
sane for the purposes of Articles 54, 87 and 123 EPC.
However, this does not prejudice the question of what
is to be considered as technical information disclosing
the invention. In the case of an accidental
anticipation, its definition (see above) nakes cl ear
that it has nothing to do with the teaching of the
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clainmed invention, since it cannot be relevant for
exam ning inventive step. Therefore, a nere disclainer
excluding the subject-matter of an acci dental

antici pation may be assunmed not to change the techni cal
information in the application as filed and, for this
reason, also not to change the subject-matter of the
application as filed, within the nmeani ng of

Article 123(2) EPC

State of the art under Article 54(2) EPC
Antici pations which are not accidental

Most third-party observations submt that as regards
the allowability of a disclainmer no distinction should
be made between different types of state of the art to
be di sclainmed. Not only conflicting applications and
accidental anticipations but also "normal" novelty

obj ections under Article 54(2) EPC should justify a
disclaimer. In order to avoid the applicant obtaining
an unjustified advantage fromthe disclainer, it is
consi dered sufficient that the disclainmer should be

i gnored when exam ning inventive step.

Thi s approach nmeans that two different inventions have
to be exam ned: the narrower invention including the
di sclaimer for novelty and the broader invention

wi t hout the disclainer for inventive step. Such an
approach is unfamliar to the EPC. What is to be
examned is the invention as clainmed. If the clained
subject-matter neets the requirenents of the EPC, the
pat ent shoul d be granted.
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The unrestricted adm ssion of disclainmers could have
undesirabl e effects on the behavi our of applicants and
change the way in which applications are normally
drafted. At present, applicants deal with the state of
the art of which they are aware (see Rule 27(1)(b) EPC)
and try to delimt the invention against it. For any
further state of the art of which they are not aware,
they draft fall-back positions for preferred (and nore
preferred) enmbodinments. In this way the invention as
set out in the specification may appear |ike the skins
of an onion and it beconmes clear where the core of the
invention is. The function and interaction of the
technical features also may be el uci dated by conpari son
with the state of the art. If applicants were all owed
to wait for the state of the art to enmerge from search
and exam nation and to draw any necessary consequences
t herefrom during exam nation, they could tailor the
patent around the state of the art revealed in
proceedi ngs before the EPO. The need for a detail ed
description of the invention fromthe outset as a
precautionary neasure woul d becone | ess inportant and
the rel evance of the novelty requirenent for
establishing a certain difference between the known and
t he patentable woul d be weakened. The l|atter argunent
woul d be even nore inportant if an advantageous effect
obt ai ned by a new chem cal substance were not
considered as a part of the invention but m ght be
shown after the filing date at any stage of the
proceedi ngs (BGH GRUR 1972, 541 - "I m dazoline";
Schulte, 6th ed. 2001, 8 1 PatG note 282 referring to
the German practice and note 283 referring to the

di fferent EPO practice requiring that the technica
probl em can be deduced fromthe application as filed
(T 13/84, QJ EPO 1986, 253, Reasons, point 11)). In
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this case the applicant would be allowed to claima
broad cl ass of conmpounds with yet unknown properties,
di sclaimthose which turn out to be known and test the
rest for advantageous properties in order to base its

argunents on inventive step on them

There may be sone point in the argunent that the

results in practice are not so different whether the
concept of accidental anticipation is applied or

whet her the disclainer is ignored when exam ning
inventive step. In any case, the starting point is
different. Wen an anticipation is taken as accidental,
this means that it appears fromthe outset that the
anticipation has nothing to do with the invention. Only
if this is established, can the disclainer be allowable.

Exceptions to patentability

The provisions on patentable inventions contain several
exceptions to patentability. Exanples are nethods for
medi cal treatnment under Article 52(4) EPC and
inventions the exploitation of which is contrary to
"ordre public" or norality under Article 53(a) EPC. In
such cases, it may happen that a general claim

conpri ses enbodi ments which fall under the exception
whereas the rest is patentable. Practical exanples
under Article 53(a) EPC arise fromthe fact that not
everything can be done to human bei ngs which can be
done to other |iving beings. For exanple, the avoi dance
of offspring which are unwanted, due to certain
properties (sex, colour, health), for econom c reasons,
may be quite legitimate for donestic ani mals whereas
when applied to human beings it would be contrary to
"ordre public" or norality. Suppose the application
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contains a broad teaching applicable to manmals in
general and nentions cattle as specific enbodi nents and
the clains are directed to the treatnent of mammal s, a
di scl ai mer necessary to exclude human beings in order
to satisfy Article 53(a) EPC could not be based on the
original text of the application which would only cover
a broader limtation to cattle. The disclainmer "non-
human" in respect of |iving beings has, however,
nothing to do with the technical teaching in the
application, it nerely excludes beings to which this
teachi ng, although theoretically workable, should never
have been applied anyway. Simlar situations arise in
applications directed to the killing of aninmals.

Article 57 EPC may excl ude al so subject-matter from
patentability for non-technical reasons. If a nmethod
for contraception is clainmed, this nmay be considered
not to be susceptible of industrial application when
applicable to human beings only in the private sphere
(T 74/ 93, Q) EPO 1995, 712), whereas the application to
donmestic aninmals, eg for breeding purposes, is
pat ent abl e. The President of the EPOin his comments
also referred to Article 53(b) EPC and the EU Directive
98/ 44/ EC of 6 July 1998 on the | egal protection of

bi ot echnol ogi cal inventions (QJ EPO 1999, 101) and
enphasi zed the need for an applicant to be able to draw
t he appropriate consequences when faced with a change
of substantive |law during the pendency of the
appl i cation.

Even nore inportant is the fact that the requirenents
of sufficient disclosure cannot be seen in isolation
wi thin one single patent system An applicant wanting
to obtain protection abroad has to fulfil the
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requi renents of sufficient disclosure when drafting the
first application fromwhich he enjoys a right of
priority for later applications in other countries (see
point 4 below). It would hardly be possible for himto
realize at that stage which exclusions from
patentability may be applicable in all states in which
the priority may be clainmed. The sanme situation exists
if an international application under the PCT is filed
whi ch has the sane effect as a national filing in nore
than 120 Contracting States. In both situations, the
appl i cant cannot be expected to check the substantive
patent |aw of all possible states before filing the
application and to introduce appropriate limtations in
order to cope with any exclusions which he mght |ater
face in the respective states. Extending the

requi renment of sufficient disclosure to limtations
merely disclaimng subject-matter not eligible for

pat ent protection would seriously inpede the |ong-
establ i shed systens of obtaining patent protection in

an i nternational franmework.

Non-wor ki ng enbodi nent s

In some subm ssions, starting fromthe prem se that a
di sclaimer is always a nere waiver of part of the
invention, the consistent position is taken that a

di scl aimer may be used for any purpose, ie also for

excl udi ng non-wor ki ng enbodi mrents. Reference is nade to
T 170/ 87 (supra, cf. Reasons, point 8.4, referring to

T 313/86 of 12 January 1988, not published in QI EPO) .
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Di sclainers are, however, not to be allowed in this
situation. If a claim conprises non-working enbodi nents,
this may have different consequences, depending on the

ci rcunst ances.

Either there is a | arge nunber of conceivable
alternatives and the specification contains sufficient
information on the relevant criteria for finding
appropriate alternatives over the clainmed range with
reasonable effort. If this is the case, the inclusion
of non-wor ki ng enbodi ments is of no harm (T 238/88, QJ
EPO 1992, 709; T 292/85, QJ EPO 1989, 275; T 301/87, QJ
EPO 1990, 335). Therefore, a disclainmer is neither
necessary nor appropriate.

If this is not the case and there is |ack of

reproduci bility of the clainmed invention, this my
becone rel evant under the requirenments of inventive
step or sufficiency of disclosure. If an effect is
expressed in a claim there is lack of sufficient

di sclosure. O herwise, ie if the effect is not
expressed in a claimbut is part of the problemto be
solved, there is a problemof inventive step (T 939/92,
Q) EPO 1996, 309). In the latter case, all of the
third-party observations agree that the disclainer
cannot help in supporting inventive step.

The sanme nust apply if sufficiency of disclosure is at
stake. Wien an application for a patent is filed, the
process of making the invention has to be conpl et ed.
The requirement of sufficiency of disclosure ensures
that a patent is only granted if there is a
corresponding contribution to the state of the art.
Such a contribution is not present as |long as the
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person skilled in the art is not able to carry out the
invention. Therefore, the decisive date for fulfilling
the requirement has to be the date of filing or
priority, as the case may be. Deficiencies in this
respect cannot be renedied during the proceedi ngs
before the EPO. Hence, the isolated decisions T 170/87
and T 313/86 (supra) are not to be foll owed.

2.6 Di scl ai ners making a technical contribution

In defining the situations in which a disclainer may be
allowed in order to overcone an objection as indicated
in points 2.1, 2.2 and 2.4, care has been taken to nmake
sure that the reason justifying a disclainer is not
related to the teaching of the invention.

2.6.1 In particular, this applies to the definition of
accidental anticipation. Nevertheless, it cannot be
excluded with absolute certainty that a limtation
effected by a disclainer later on turns out to be of
technical relevance (T 323/97, supra, Reasons, point 3).
For any limtation introduced into a claimit may
becone apparent when putting the invention into
practice that, contrary to what the skilled person
woul d have expected on the basis of the information in
the application, the restriction is critical for the
effect ainmed at and is relevant for accepting inventive
step or sufficiency of disclosure. Such a coincidence
(descri bed by Gehring, Wl che Zukunft hat der
Disclainmer, Mtteilungen der deutschen Patentanwalte
2003, 197, at p. 202, as "a rather theoretical case")

m ght lead to the conclusion that the disclainmer is not
a nmere disclaimer within the neaning of the present
deci sion but contributes to the technical teaching and

0688. D
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adds subject-matter within the nmeaning of Article 123(2)
EPC. Hence, the disclainmer wuld have to be consi dered
ex post as inadm ssible.

It has to be concluded fromthe foregoing that the
approaches put forward in questions 2(d) and (e) in the
referring decision T 507/99 cannot be seen as
alternatives for assessing the allowability of

di sclaimers in cases of accidental anticipation as
suggested by the referring Board. Rather, in the first
pl ace, the accidental character of the anticipation has
to be ascertained. If this requirenment has been
accepted, the allowability of the disclainer nmay be
called into question, if it becones apparent that the
limtation is relevant for assessing inventive step or
sufficiency of disclosure. In the alternative approach,
not di stingui shing between accidental anticipation and
ot her novelty objections, the rule would be the other
way around: the disclainmer would al ways be consi dered
adm ssible and only if the EPO or a conpetitor in
opposition or revocation proceedi ngs established that
the disclainmed part is not inventive, would the
application be refused or the patent revoked. Only the
approach restricting disclainmers to limtations not
contributing to the invention and thereby taking the
decisive criterion fromArticle 123(2) EPC rather than

fromArticle 56 EPC conplies with the Convention

The principle that an undisclosed |imtation has to be

a nmere disclainmer in the above sense to be all owabl e,

al so provides the solution in the case where there are
two anticipations, one piece of prior art under

Article 54(3) as well as another one under Article 54(2)
EPC. The privileged situation in the relation between
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conflicting applications does not exist in relation to
pre-published state of the art. The clained invention
as originally disclosed nust neet the requirenents of
Article 54(2) EPC and a discl ai mer which woul d be

al  owabl e on the basis of the conflicting application
al one cannot render the invention novel or inventive
over the prior art under Article 54(2) EPC unl ess the
latter is an accidental anticipation and only novelty
is at stake. Analogously, it is not possible that a

di scl ai mer based on a conflicting application renoves a
deficiency under Article 83 EPC which woul d be
justified without the limtation.

Simlar considerations apply if a | ack-of-novelty

obj ection raised under Article 54(3) EPC becones an
antici pation under Article 54(2) EPC because the
application-in-suit turns out not to enjoy the clained
right of priority, either because it was not valid from
t he outset, or because it was |lost followi ng a further
amendnent, additional to the disclainmer, not disclosed
in the priority application. In this situation the
disclaimer is no longer justified, once it becones
apparent that the application |acks the right of
priority.

For the avoi dance of doubt, it is stated that also a

di scl ai mer excluding subject-matter not eligible for
pat ent protection nust not contribute to the invention,
although it is difficult to imagine a situation in

whi ch this could happen.

It results fromthe foregoing that a disclainmer my
serve exclusively the purpose for which it is intended
and nothing nore. In the case of a disclainer



0688. D

- 37 - G 0002/ 03

concerning conflicting applications, its purpose is to
establish novelty with respect to a prior application
in the sense of Article 54(3) EPC. In the case of a
di scl ai mer concerning state of the art under Article
54(2) EPC, its purpose is to establish novelty vis-a-
vis an accidental anticipation as defined in this
decision. Finally, a disclainmer excluding subject-
matter not eligible for patent protection may only
serve the purpose of renoving such specific | ega
obstacle. If a disclainmer has effects which go beyond
its purpose as stated above, it is or becones

i nadm ssi bl e.

The drafting of disclainers

Havi ng established the situations in which a disclainer
may be all owabl e, question 2(b) in case T 507/99
remains to be answered, ie how a disclai mer occasi oned
by state of the art should be drafted. Concerning this
point, different positions have been taken in the

subm ssions. These ranged wi dely. At one extrene, the
opi nion was that there should be no restrictions on
drafting a disclainmer. This is consistent with the
argunent that a disclainmer is a nere waiver of part of
the invention and that, therefore, Article 123(2) EPC
is irrelevant to disclainmers. At the other extrene, the
opi nion was that the disclainmer nust be directly and
unanbi guously derivable fromthe anticipation. This is
consistent wwth the argunent that a disclainer needs a
basi s which, however, may not only be found in the
original disclosure but also in the acknow edgenent of
prior art.
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When addressing the question of the proper drafting of
an undi scl osed di scl ai mer excluding an anticipation, it
has to be borne in mnd that, according to the
precedi ng assessnent, such disclainmers are restricted
to factual situations in which they do not contribute
to the technical teaching of the clainmed subject-
matter. This nmeans that an all owabl e disclainer nerely
restricts the required protection and is outside the
scope of Article 123(2) EPC, which does not allow the
subj ect-matter of an application to be extended beyond
the content of the application as filed. However, the
only justification for the disclainer is to exclude a
novel ty-destroyi ng di scl osure or subject-matter not
eligible for patent protection. The necessity for a
disclaimer is not an opportunity for the applicant to
reshape his clains arbitrarily. Therefore, the

di scl ai mer should not renove nore than is necessary to
restore novelty or to disclaimsubject-matter excluded
frompatentability for non-technical reasons.

In any case, the requirenents of conci seness and
clarity of Article 84 EPC are also applicable to clains
contai ning disclainers. On the one hand, this neans
that a disclainmer is not allowable if the necessary
[imtation can be expressed in sinpler terns in
positive, originally disclosed features in accordance
with Rule 29(1), 1st sentence, EPC. In addition, a
plurality of disclainers may |lead to a claimdrafting
whi ch puts an unreasonabl e burden on the public to find
out what is protected and what is not protected. As in
respect of other problens of clarity, a balance has to
be struck between the interest of the applicant in
obt ai ni ng adequate protection and the interest of the
public in determ ning the scope of protection with
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reasonabl e effort. If a claimcontaining one or nore

di scl ai mers does not nmeet the latter interest it cannot
be all owed. On the other hand, the understanding of a
cl ai m may be considerably conplicated if the
term nol ogy of the application-in-suit and of the
anticipation differ and different, inconpatible terns
are used in the claim Here, Article 84 EPC may require
that the term nol ogy be adapted in order to exclude
what is necessary to restore novelty.

In the interest of transparency of the patent, it
shoul d be clear fromthe specification that there is an
undi scl osed di scl ai mrer and why it has been introduced.
The di scl ai mer shoul d not be hidden by using
undi scl osed positive features defining the difference
between the original claimand the anticipation. The
excluded prior art should be indicated in the
description in accordance wth Rule 27(1)(b) EPC and
the relation between the prior art and the disclai ner
shoul d be shown.

Di sclainmer and priority

As has been stated in decision G 2/98 (for its relation
to G 1/93 see Reasons, points 2 and 2.1.2 above), the
extent of the right to priority is determ ned by, and
at the sanme time limted to, what is disclosed in the
priority application. In order to avoid any

i nconsi stencies, the disclosure as the basis for the
right to priority under Article 87(1) EPC and as the
basis for anmendnments in an application under

Article 123(2) EPC has to be interpreted in the sane
way. This neans that a disclainmer, not providing a
technical contribution as outlined above, which is
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al l owabl e during the prosecution of a European patent
application does not change the identity of the
invention within the nmeaning of Article 87(1) EPC.
Therefore, its introduction is allowable al so when
drafting and filing the European patent application

wi t hout affecting the right to priority fromthe first
application, which does not contain the disclainer.

5. The order answers the questions referred in case
T 507/99 as well as those in case T 451/99.

Or der

For these reasons, it is decided that:

The questions referred to the Enl arged Board of Appeal are
answered as foll ows:

1. An anendnent to a claimby the introduction of a
di scl ai mer may not be refused under Article 123(2) EPC
for the sole reason that neither the disclainmer nor the
subj ect-matter excluded by it fromthe scope of the
cl ai m have a basis in the application as filed.

2. The following criteria are to be applied for assessing
the allowability of a disclainmer which is not disclosed

in the application as filed:

2.1 A disclainmer may be allowable in order to:

- restore novelty by delimting a claimagainst
state of the art under Article 54(3) and (4) EPC

0688. D
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- restore novelty by delimting a claimagainst an
accidental anticipation under Article 54(2) EPC,
an anticipation is accidental if it is so
unrelated to and renote fromthe clained invention
that the person skilled in the art woul d never
have taken it into consideration when making the

i nvention; and

- di scl ai m subj ect-matter which, under Articles 52
to 57 EPC, is excluded frompatentability for non-
techni cal reasons.

2.2 A di scl ai mer should not renpbve nore than i s necessary
either to restore novelty or to disclaimsubject-matter
excluded frompatentability for non-technical reasons.

2.3 A di sclainmer which is or becones relevant for the
assessnment of inventive step or sufficiency of
di scl osure adds subject-matter contrary to
Article 123(2) EPC

2.4 A claimcontaining a disclainer nust neet the
requirenents of clarity and conci seness of Article 84

EPC.
The Regi strar: The Chai r man:
W Roepstorff P. Messerl
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